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THE TRADEMARK REPORTER 


Part I 


CHANGES IN THE GOVERNMENT'S ATTITUDE TOWARD 
COMPETITIVE MARKETING PRACTICES 

At a meeting held by The New York Patent Law Association 

on the evening of January 21, 1955 in New York City, the subject 

of discussion was ‘‘Changes in the Government’s Attitude toward 

Competitive Marketing Practices’’. 

Senior representatives of government departments having 
different and contrasting duties in the specified area, and a member 
of the Washington, D. C., bar whose experience in this field lends 
weight to his views, summed up the facts and gave their conclusions 
as to where the government stands at mid-term of a new Admin- 
istration. The New York Patent Law Association is very. glad 
indeed to have brought these speakers together,-and believes that 
what they said will be of interest to others besides those who sat 
that night in the Meeting Hall of the Bar Association. 


W. Houston Kenyon, Jr. 


Chairman, Committee on Meetings 
The New York Patent Law Association 


















INFORMAL REMARKS 
By Hon. Edward F. Howrey 
Chairman, Federal Trade Commission 

A bureaucrat, particularly a relatively new bureaucrat like 
myself, has many problems, not the least of which is the prepara- 
tion and making of speeches. I probably shouldn’t include the 
making of speeches because all lawyers like to talk whenever they 
have the opportunity. But the preparation of a speech is hard 
work. It is just like digging ditches so far as I am concerned; 
it takes time, and unfortunately I didn’t have time to prepare a 
speech for this occasion. I was complaining of this fact to my 
wife last night, and she said, ‘‘That is perfectly easy. All. you 
have to do is use the one you used in San Francisco three weeks 
ago.’’ I said, ‘‘I can’t possibly do that; that speech was published 
and everyone will have read it.’’ She looked at me a little pity- 
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ingly, I thought, and said, ‘‘ Darling, I hate to be the first one to 
tell you, but no one reads your speeches.”’ 

Well, she meant to be reassuring, but frankly I was not re- 
assured. In any event, I got a little stubborn about it and said, 
‘*1’m not going to use that speech! I just won’t do it over again.’’ 
So I come before you tonight just to tell you informally, briefly 
and off-the-cuff, about the Federal Trade Commission. 

Mr. Kenyon, when he honored me with this invitation, sug- 
gested I talk about trademarks and I protested; I said, ‘‘I can’t 
talk about trademarks because I don’t know anything about them.’’ 
He thought that was a good reason not to talk about them. As 
you ladies and gentlemen know, better than I, we do claim juris- 
diction over false and misleading or deceptive trademarks and 
the mere fact that they are registered in the Patent Office does 
not deprive us of that jurisdiction. However we have exercised 
that jurisdiction sparingly since the Klessner case because, under 
oui basic statute, we have to make a record showing of public 
interest, and that is not always easy to do in a problem where 
a trademark is involved. 

And then in our trade practice rules, we have dealt with 
trademarks but not very extensively. I am told we have some 
rules where we suggest that the imitation of a competitor’s trade- 
mark or trade name is an unfair trade practice. We also have 
some rules where we have suggested that a central filing system 
be established in order to avoid confusion in the use of trademarks 
and trade names. But that is all I’m going to say about trade- 
marks. I’m going to talk about my special pet subject, The Federal 
Trade Commission. 

First I might briefly recall or remind you that our national 
trade regulation and anti-trust policy is expressed in three basic 
acts, the Sherman Act, the Clayton Act and the Federal Trade 
Commission Act. There has been some talk about the inconsisten- 
cies between the hard composition of the Sherman Act and the 
Federal Trade Commission Act and the so-called soft composition 
of the Clayton Act or at least the Robinson-Patman Act amend- 
ment to the Clayton Act; in other words, on the one hand it is 
said you are supposed to compete hard and fiercely, and on the 
other hand, at least price wise, you are not supposed to compete 
too hard, or at least not discriminate. 
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I think those inconsistencies exist but I think they have been 
magnified out of all proportions by the administration of the laws. 
Obviously they were meant to be interpreted in pari materia. As I 
like to put it, the gearing of the privilege to compete with the 
obligation to compete fairly is not necessarily inconsistent. I think 
the laws can be administered consistently and we are trying to 
do that. 


To go to the Federal Trade Commission a moment and its 
jurisdiction, the Commission is, or at least should be, one of the 
most vital agencies in Washington. Certainly it has a jurisdiction 
which literally staggers the imagination. We supervise the com- 
petitive practices of this great multi-billion dollar economy of 
ours. We have some other agencies, like the F.C.C., the IL.C.C., 
the Civil Aeronautics Board, eic. who supervise certain segments 
of our economy—those vested with a public interest, but the great 
industrial economy of this country, the manufacturer, the whole- 
saler, the retailer are all under our jurisdiction. Believe me, with 
an economy that is approaching Three Hundred-fifty billion dollars 
a year—I think it’s about there, maybe it’s more; it may be a 
little less—but we are supposed to regulate or at least supervise 
the competitive practices of that great economy. 


We do this under our basic Act, the Federal Trade Commis- 
sion Act, which has the breadth and depth of the Sherman Act, 
or even a constitutional provision for that matter. We are directed 
by Congress to prevent unfair methods of competition and unfair 
or deceptive acts or practices. 


That is our statute; and we have to complete the legislation. 
We have to determine what is unfair or what is deceptive. Under 
this broad statute we have issued orders to cease and desist in 
price fixing cases, in restraint of trade cases like allocation of 
customers or allocations of markets. Also our jurisdiction over 
deceptive practices, false and misleading advertising, misrepre- 
sentation and things like that, all come under our basic statute. 
Then in addition, we have the Clayton Act. We administer Sec- 
tion 2 which prohibits price discrimination, Section 3 which deals 
with tying clauses and exclusive dealing contracts, Section 7 
which deals with mergers, and Section 8 which prevents inter- 
locking directorates. 
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Then we have a number of minor statutes which Congress has 
a habit of passing from time to time without giving us any 
money to administer them, such as the Flammable Fabrics Act. 
Under that Act we can put a business man out of business over- 
night by saying, ‘‘You can’t ship your merchandise in interstate 
commerce because they are unduly flammable.’’ That is quite a 
power to have, and we are administering that act, which is brand 
new, very carefully. Then we have the Webb-Pomerene Act which 
is supposed to regulate trade associations in the export field. 
Normally we are supposed to prohibit price fixing, but under the 
Webb-Pomerene Act we condone price fixing under certain cir- 
cumstances, as long as it is in export trade. So we have to wear 
different hats at different times. 


That gives you briefly our jurisdiction. And the first ques- 
tion, and I’m sure if we have a panel discussion tonight, it will 
be asked, so I will try to answer it now; and that is what is the 
difference between the two anti-trust divisions, namely, the De- 
partment of Justice and the Federal Trade Commission. I 
couldn’t answer that in the time allotted to me, but I can say this; 
that Congress intended the Federal Trade Commission, in my 
view, and as I have studied the legislative history, and if I can 
read the English language, Congress intended us to practice pre- 
ventative law, that is, to try to stop these things on a voluntary 
basis or in their incipiency. Justice, on the other hand, was 
meant to be the prosecutor. 

I would like to talk briefly if I may, about what I like to 
call the new program of the Federal Trade Commission. The 
word ‘‘program’’ reminds me of a conversation I had with a news- 
paper reporter. He was the Washington editor of a Trade Jour- 
nal, and he wrote a feature story on the Federal Trade Commis- 
sion. This was about a year ago, and unlike most newspaper 
reporters, he was kind enough to bring his story in and read it to 
me. About midway, he said, ‘‘The new Chairman of the Federal 
Trade Commission is moving slowly, carefully and cautiously to 
put his new program into effect.’’ I said, ‘‘Read that again,’’ 
and he repeated ‘‘slowly and carefully and cautiously.’’ I said, 
‘‘That doesn’t sound very exciting, does it.’’ He said, ‘‘No, but it 
sounds like a Republican.’’ 
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Our commission is strictly non-partisan or bi-partisan, but I 
can’t resist one other Republican anecdote in this bi-partisan 
group. We have a habit in my family; you know how customs 
grow up in a family, for no reason at all; a habit has grown up 
in my family of my driving to the party, the cocktail party or 
the dinner party, and my wife driving home, and as I said, there 
is no reason for that, it is Just custom that has grown up through 
the years. We live out in Virginia about 20 miles on a farm, and 
the other night we were in town to a dinner party and we were 
coming home quite late. My wife is a very fast driver; we were 
going out toward Fairfax and my wife was driving, in fact she 
was going like a bat out of you know what. I stood it just as long 
as I could, and finally I turned to her, with considerable asperity, 
and I said, ‘‘ Darling, I like to drive slowly in a slow zone and I 
like to drive fast in a fast zone;’’ she replied with ice in her voice, 
‘‘That’s a perfect definition of a Republican.’’ 

Now, to go back to the Federal Trade Commission program. 
As I said, one of the first things I did when I took office was to 
review and read and study the Congressional intent; and it seemed 
to me that what Congress had in mind was the establishment of 
a so-called board of experts, people familiar with business, lawyers, 
economists, businessmen, accountants, statisticians and we have 
even got doctors and chemists and have them examine various 
business practices in order to ascertain the competitive effects of 
such practices. I felt this intent was contrary to what is some- 
times called the per se approach to trade regulations—the view 
that certain practices are illegal as such and a bad competitive 
effect can be conclusively presumed. This latter doctrine got 
started—it hasn’t had a very long history—but it got started in 
the Socony case and had a rapid rise in the law. It has been 
extended to tying clauses and to exclusive dealing. Some lawyers 
are now trying to extend it to Section 7 merger cases; they say 
that all you have to show is that two companies merged and a 
substantial volume of commerce was involved in the merger, then 
it is illegal; injury to competition is presumed without any further 
proof. 

That is not, in my view, what the Commission was set up to 
do. In the Willys-Kaiser merger, for example, we examined all 
the facts and decided the merger would promote competition and 
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would enable Kaiser and Willys combined to compete a little better 
against the so-called giants in the automobile industry. There were 
hundreds of millions of dollars involved in the automobile mergers, 
and if you simply take the slide rule and say a substantial volume 
of commerce was involved and was therefore illegal, we could not 
have permitted those mergers. We did permit them that is, Justice 
and F.T.C., because we thought if we were not to permit them, 
competition might be lessened rather than increased. In other 
words, I think one of the important things we have done at the 
Commission is to take what we call the rule of reason approach 
in merger cases; and that simply means examining the market 
facts of each individual case. 

It had been the practice of the Commission and still is, of 
course, to some extent, to investigate every complaint that is filed 
with us. We get letters from the Hill, and we get them from 
individual competitiors and we check to see if we have jurisdiction, 
that is whether interstate commerce is involved and whether there 
is public interest, and then we send the case out for field investiga- 
tion. Recently, however, we have been trying to select our cases 
or the matters which we are going to investigate on a broader 
basis. The coffee investigation was one of these. We had many 
complaints. There was wide interest in the high prices of coffee. 
So we thought we should make an investigation. We made both a 
legal investigation and an economic investigation. 

We have established a new Bureau of Consultation. Again 
going back to legislative history, I think the Consultative Work 
of the Commission was meant to be a very prominent part of our 
work. Under that Bureau we try to get compliance by voluntary 
procedures, by stipulations, by trade practice rules; also we have 
set up a new Small Business Section. In this great country of 
ours with its big business and big government, and big labor 
unions, sometimes small business seems to get lost in the shuffle, 
but small business is a very important part of each community, 
and in effect big business and small business are interdependent. 
I don’t think one could live without the other; that is particularly 
true of the distribution field. Small business is the wagon that 
carries the manufactured goods to the market. So we set up a 
Small Business Division; we try to see that their rights are 
protected. It has really proved its worth already. 
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We have had a reorganization from top to bottom. We called 
in an outside concern of business consultants and they did a good 
job. We put in an entirely new form of organization. We changed 
every job. That doesn’t mean we put all the Democrats out and 
put Republicans in. Quite the contrary. We merely took out some 
dead wood and put live wood in its place. One of the great satis- 
factions to me, if I may boast a little bit more, is that when a 
young lawyer comes to Washington to work with the government, 
the majority of them now give the Federal Trade Commission 
as their first choice as a place to work. We are getting the top 
young lawyers, those who lead their classes in law school and 
were on the Law Review and so forth. 

We also have cut out 50% of the procedural steps in the 
Commission. We have worked out our backlog. We have estab- 
lished liaison procedures with all agencies, with whom we deal, 
not the least of which is Mrs. Leeds’ office. We meet and talk 
together and we are good friends. In the past, with respect to 
many agencies, it was just a race to see who could extend its 
jurisdiction the most. We have stopped that. Most of the agencies 
with whom we deal are now trying to work together with the view 
of doing away with duplication and overlapping. We do not believe 
in going after the same person at the same time or for the 
same thing. 

Thank you very much. 


SS 
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REMARKS 


By Hon. Daphne Leeds 
Assistant Commissioner of Patents 

Commissioner Howrey, Mr. Browne, ladies and gentlemen: 

Aren’t you proud of this back to fundamental philosophy 
that the Federal Trade Commission is now engaging in? Iam. Mr. 
Howrey mentioned the liaison with the Patent Office, and sug--: 
gested that he thought it was new. I think I need not tell you 
that it is new. I think that you are thoroughly familiar with the 
somewhat antagonistic attitude which frequently manifested itself 
in various and sundry places, not the least of which was Congres- 
sional Committee hearings. I think you will recall when a proviso 
was put in Section 14 of the Trade-Mark Act. I think you will 
also recall that last year the Federal Trade Commission said that 
they did not object to removing that proviso because they felt 
registration matters were the business of the Patent Office and not 
of the Federal Trade Commission. 

Our liaison with the Federal Trade Commission is one which 
is bound to be in the public interest. It is bound to be in the 
interest of trademark owners also. Here is the way it works. 
When a Federal Trade Commission complaint is about to be filed, 
—when it involves the trademark as such,—that is, the nature of 
the trademark, the Federal Trade Commission notifies the Patent 
Office, and if the Patent Office has pending an application for 
registration, there will be automatic suspension pending deter- 
mination of the Commission’s proceedings. Once a cease and 
desist order has been entered against the use of a trademark 
because of its nature, that is deceptiveness, a copy of that order 
goes into the registration file if it is a registered mark. Then if 
the registrant comes into the Patent Office with an affidavit of 
continued use under Section 8, the Patent Office notifies the 
Federal Trade Commission. Now we are convinced that that is in 
the public interest. If a mark is found to be deceptive, it shouldn’t 
remain on the register. 

In addition to the liaison with that agency, we have set up 
some other informal liaison with the Food & Drug Administration, 
with the Department of Agriculture, with the Alcohol Tax Unit, 
and with the Public Health Service, not for the purpose of policing 
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for any other agency, but for the purpose of administering prop- 
erly the registration provisions of the Trade-Mark Act. 

For example, there are certain Federal laws which require 
either certain information on the label or registration of the 
formula or certification of a batch, before those goods can be 
transported or sold in interstate commerce. It is our position in 
the Office that we may recognize rights only if they are acquired 
through lawful use of a trademark in interstate and territorial and 
foreign commerce. Therefore, for the sole purpose of determin- 
ing lawfulness of the commerce, the office may make inquiry of an 
applicant if the label appears not to comply with the appropriate 
Act. Remember, this is for one purpose only. That is to determine 
the lawfulness of the commerce alleged in the application. 


As you know, this present year we are working on a reduced 
appropriation. However, we have put into effect a number of 
administrative changes within the trademark operations par- 
ticularly (because that is where I work mostly), and I am sure that 
many things have been done in patents also, but I am not as well 
acquainted there because my time is devoted to the trademark 
operations. By eliminating unnecessary functions and combining 
certain things, we have been able to cut down our force, and at 
the same time expedite certain matters. 

You may say, ‘‘ Well, they are farther behind now in their 
applications than they were.’’ That is true. We have fallen 
behind in the last two months and here is one reason. During 
the past two months, we have been pulling out all live registration 
files, separating them from the abandoned files and from the 
expired files. We were able to obtain from the Commerce Build- 
ing manager some Class A space on the 6th floor right in the 
middle of trademark operations; and after getting all the neces- 
sary clearances we moved our files up there, and they are now 
readily accessible not only to the examiners but also to the public. 
The reason we took examiners off examining applications to do 
that job was because we felt it was so important that each file be 
carefully checked, that an examiner should do it rather than a 
clerk. The job is now almost finished; and it will result in the 
saving of time alone in the number of man hours which were spent 
in traveling back and forth from the Constitution end of the build- 
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ing on the 6th floor to the basement end of the building on E 
Street. 

We are attempting to make things simpler for the American 
businessman. We are trying to make things less expensive for him 
in getting his trademark registered. We have attempted to simplify 
litigation between parties, so that all facts may be proved in a 
single proceeding, and have the rights of the parties established 
once and for all. The revision of Rules of Practice will eliminate 
the multiplicity of actions which once were the ‘‘order of the day.’’ 

I will tell you a funny little story about that. I was reminded 
of it this afternoon. I was attending a Lawyers Advisory Com- 
mittee meeting of the U. 8S. Trademark Association and we were 
talking about a certain change which had been proposed, and one 
of the lawyers said, ‘‘That would mean that you would not get a 
fee. So how much would it hurt you revenue-wise.’’ I was reminded 
of what happened at the time that I said, ‘‘ Why should we require 
a separate fee for filing a counter-claim in an opposition proceeding 
or in a cancellation proceeding. Why should we make two cases 
out of it.’’ The answer I got was, ‘‘ We get an extra fee.’’ I said, 
‘*Yes, I know, but I have had a little cost survey run, and I find 
that for that $25 fee which we get, it cost us $56 to handle the 
case. When you are running at a loss like that, you can’t make 
it up on volume.’’ So what we are attempting to do is to dispose 
of everything in one case at a cost of $56 for the $25 fee, instead 
of twice $56 for a $50 fee. 

We have eliminated duplicate records which have been kept 
for more than 30 years. It is an interesting thing that once a new 
system of records is devised and it is put into effect, frequently 
the old one is not discontinued. We are now keeping one complete 
set of records. Productivity per examiner is being increased 
through shortened actions, more consistent actions, through mak- 
ing examinations for substance and not for form; and we hope that 
within the next year we will have our backlog down to three 
months. We currently have our renewals and publications under 
12c at approximately 55 days, and we hope to get them to 30 
days within the next few weeks. As for the Section 8 and Section 
15 affidavits, the acceptance or refusal of the Section 8 and the 
acknowledgment of the filing of Section 15’s—we have diverted 
some examiners onto that to get those down ultimately to a 7 day 
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period. Many registrations might have been saved had that opera- 
tion been current. However, it wasn’t possible during the great 
deluge which came in, due to the 35,000 registrations which re- 
quired the affidavit in 1953 and 1954. 

We hope that we are getting to the point where our examiners’ 
first actions will be complete, and the second action will, in the 
majority of cases, be a final one. We are in process of preparing 
an examiner’s handbook, so that we are all practicing under the 
same rules, so to speak, taking the same type of action, and elim- 
inating unnecessary actions. That handbook, when it is completed, 
will be available also to the profession; and we hope that it will 
be helpful to you in prosecuting your case. If it is helpful to you, 
it is bound to shorten the time of prosecution in the Office. 

We in trademark operations are there to render a service, 
to render a service to trademark owners. Trademarks, as it has 
been said so many times, are the very essence of competition be- 
cause they are the things which make for freedom of choice in 
the markets. We want to promote competition. We have re-ex- 
amined our philosophy with regard to the importance of having a 
registration in the U. S. Patent Office—the importance not only 
to the registrant himself but to other businessmen who want to 
search to make certain that they do not encroach on someone 
else’s rights. We want to encourage registration, and we feel that 
many of the measures which we have adopted and are now follow- 
ing will serve to encourage competition. We are not looking at 
the right to register as a right in a vacuum. Rather, we are look- 
ing at it as a right which has been acquired through what the 
applicant has done with the mark. We are in a position to recog- 
nize those rights by issuing a registration only after the formali- 
ties of the law have been complied with. 

As I stated to you, the single proceeding, where we hope we 
will be able to establish the rights of the parties once and for all, 
is intended to permit everyone—a respondent in a petition to 
cancel a registration or an applicant seeking to obtain a registra- 
tion—to defend himself—to defend himself by pleading the equi- 
ties and proving the facts so that we can make the proper 
determination. We are dealing with some of American indus- 
tries’ most valuable assets. Those assets are entitled to our 
serious and careful consideration, and we are trying to give them 
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that consideration. There is, of course, a public interest involved 
because the public is entitled to be protected from confusion, from 
deception, from mistake. These are fact questions from which we 
must draw legal conclusions; so you give us the facts and we will 
do our best to apply the correct principles of law to the facts. 

It has been a pleasure to be here and appear on the program 
with Commissioner Howrey and with Francis Browne. You have 
now heard two ‘‘bureaucrats,’’ and next you are going to hear 
a practicing lawyer who has to deal with us. 

Thank you. 
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A PRACTITIONER’S VIEWPOINT 


OBSERVATIONS FROM A PRACTITIONER’S VIEWPOINT 


By Francis C. Browne* 


The announced topic for discussion implies that the Federal 
Government is concerned with competitive marketing practices 
and that its attitude, whatever it may have been in the past, has 
changed. The Government’s interest in competitive marketing 
practices, basically, arises out of the Constitutional provision 
which gives Congress power ‘‘to regulate commerce with foreign 
nations, and among the several states, and with the Indian tribes”’ 
and ‘‘to make all laws which shall be necessary and proper for 
carrying into execution the foregoing powers’’. (Constitution 
of the United States, Article I, Section 8.) 

As an incident to its regulation of commerce under the Con- 
stitution, Congress has undertaken through the Anti-Trust laws, 
Federal Trade Commission Act, Food, Drug and Cosmetics Act, 
etc., to protect the public generally from the undesirable eco- 
nomic, social and political effects of unrestrained competitive 
marketing practices committed by those who are engaged in com- 
merce which may lawfully be regulated by Congress, under the 
Constitution. Congress has also seen fit to enact statutes! which 
give a right of action to private parties against a competitor who 
engages in competitive marketing practices which are defined by 
the statute as being detrimental either to the public or directly 
to the competitor to whom the right of action is given. 

To the extent that we have a Government of laws rather than 
a Government of men, ‘‘the Government’s attitude’’ toward com- 
petitive marketing practices should be reflected solely in the 
language of the statutes and the judicial interpretations thereof 
by the duly constituted Courts of the land. We cannot, however, 
completely escape the human element inasmuch as execution of 
the laws promulgated by Congress rests in the hands of human 
beings and the nature and degree of enforcement of those laws 
depends, in the final analysis, on the moral concepts and inclina- 
tions of the officials upon whom the enforcement of the laws is 
imposed. At times, we see in administrative agencies of the Fed- 

eral Government an over-zealous official whose political, economic 





* Partner in the firm of Mead, Browne, Schuyler & e) N Washington, D. C.; 
member of the District of Columbia bar; Associate member, USTA 


1. See: Title 15 USC (1125(a), See. 43(a) of the Trade- Mark Act of 1946. 
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or social philosophy reads into the legislation those interpreta- 
tions which fit most closely that official’s philosophies. Fortunately, 
those instances are in the minority and it does not appear that 
anyone in this category is to be found in any responsible position 
in the Federal Government today. 

In view of the fact that the Congress has legislated for the 
protection of both public and private interests with respect to com- 
petitive marketing practices, let us consider, first, the method of 
operation of the Executive Branch of the Federal Government in 
carrying out the duties imposed upon the administrative agencies 
by law. Briefly, the functions of the Executive Branch may be 
divided into two categories: 

1. Enforcement of existing laws by policing commercial prac- 

tices for violations. 

2. Administrative functions such as registration proceedings, 

approval of labels, granting of franchises, ete. 


Notwithstanding the fact that the regulation of competitive 
marketing practices by the Federal Government falls under the 
single Constitutional provision giving Congress power to regulate 
commerce, the implementation of these regulatory laws has been 
scattered throughout practically every major department of the 
Government and even to independent agencies specially created 
for regulation of specific types of competitive practices (not to 
mention those pertaining to utilities and the like, such as the Inter- 
state Commerce Commission, Maritime Administration, Civil 
Aeronautics Board, Federal Power Commission, Federal Com- 
munications Commission, Securities and Exchange Commission, 
Atomic Energy Commission, ete.). This point is further illustrated 
by the fact that Congress has placed in the hands of the Depart- 
ment of Justice the enforcement of some parts of the anti-trust 
laws. It has placed other parts in the Federal Trade Commission. 
It has placed in the Department of Treasury the power to control 
the labeling of alcoholic beverages under the guise of an incident 
to the taxing power of the Government. Through the Bureau of 
Customs of the Treasury Department, certain portions of the 
patent and trademark laws are enforced. Congress has placed in 
the hands of the Department of Health, Education and Welfare 
the enforcement of the Federal Food, Drug and Cosmetic laws. It 
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has placed in the Department of Agriculture the responsibility for 
enforcing the provisions of the Economic Poisons Act and the 
meat inspection laws. Whereas the Department of Agriculture 
and the Department of Health, Education and Welfare are con- 
cerned principally with the purity of goods and representations 
made on the labels of goods under its jurisdiction, Congress has 
seen fit to place in the Federal Trade Commission, as an indepen- 
dent agency, among many other things, the responsibility for re- 
straining unfair competitive practices in advertising of goods. 
The labeling as well as the advertising of wool and fur products, 
however, comes within the jurisdiction of the Federal Trade Com- 
mission. 


Among the departments to which administrative authority 
has been granted to merely register matters falling within the 
Federal statutes are the Department of Commerce which registers 
trademarks, the Copyright Office of the Library of Congress which 
registers commercial prints and labels and the Treasury Depart- 
ment insofar as recordation of registered trademarks with its 
Bureau of Customs is an incident to that Bureau’s enforcement of 
the Trademark and Customs Laws. 


In each of the Bureaus and Departments, there is and for many 
years has been a sincere desire to invoke the assistance of people 
in industry in promulgating rules and regulations under which the 
statutes are to be enforced and, in the case of the Federal Trade 
Commission, there has been a continuing effort to bring about 
amicable agreements between competitors through trade practice 
conferences. Many companies, however, find it difficult to under- 
stand how one Government agency (the Federal Trade Commis- 
sion) will encourage competitors to confer for the purpose of 
reaching agreements as to competitive practices while another 
Government agency (the Department of Justice) has a tendency 
to object to any agreements between competitors lest such agree- 
ments result in a charge of conspiracy to effect a restraint of trade 
under the antitrust laws. As a result, the trade practice confer- 
ences are not as well supported as they should be.? 


2. Within the past two years, however, by liaison between the Federal Trade Com- 
mission and the Department of Justice, proposed trade practice rules are reviewed be- 
fore the trade practice conferences are held and the Chairman of the Federal Trade Com- 
sion has offered immunity to those requesting it. 
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The Department of Health, Education and Welfare is likewise 
soliciting the assistance of industry, not only in promulgating and 
executing rules and regulations for enforcement of the laws under 
its jurisdiction but also to obtain constructive criticism for im- 
proving and revising those laws. On Monday, January 17, 1955, 
Secretary Hobby announced that she had named a committee of 
14 citizens to evaluate the adequacy of enforcement of the Federal 
Pure Food & Drug Laws. The purpose of the committee, among 
other things, is to make recommendations as to the amount and 
kind of enforcement which would best serve the interests of the 
country. This department also engages in ‘‘educational’’ projects 
in an effort to alert consumers to the importance of information 
printed on labels for foods, drugs and cosmetics. This type of 
activity is illustrated by the Department’s ‘‘ Miscellaneous Publi- 
cation No. 3, Revision No. 1’’ published in 1953. 

The Department of Justice has recently negotiated the entry 
of a consent decree against one of the large photographic supply 
and equipment companies, thereby indicating that both sides must 
have adopted a reasonable attitude, reconciled and settled their 
differences, and avoided prolonged and expensive anti-trust liti- 
gation. 

The Department of Commerce, in its efforts to improve the 
operation of the trademark law which is under its jurisdiction has 
actively joined with the members of industry and the bar in sup- 
port of needed revisions to the law in the form of the Wiley Bill 
which was passed only by the Senate in the 83rd Congress and 
reintroduced in the Senate as 8.215 in the present Congress. 
However, a recent proposal made by The Secretary of Commerce 
with respect to intra-industry cooperation has brought forth a 
statement from The Attorney General to the effect that the Anti- 


_trust Laws might be violated if the proposal is implemented. 


Reverting to the statement of the topic for discussion at this 
symposium, it is difficult to amalgamate the ‘‘attitudes’’ of all of 
the Government agencies with respect to ‘‘competitive marketing 
practices’’. We can assume, without risk of contradiction, that 
they are all still ‘‘against sin’’. To the extent that recent decisions 
of the Assistant Commissioner of Patents in trademark cases 
show a tendency to favor the applicant for registration rather than 
the registrant, it may be concluded that the Patent Office condones 
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competitive marketing practices which involve the use of trade- 
marks which might, in some people’s opinions, resemble previously 
registered marks. Perhaps a change in attitude in this direction is 
intended to stimulate competition and sharpen competitive market- 


practices. If this can be accomplished without ensuing dam- 
to the public or to competitors through confusion, mistake, 


palming off, fraud, or deception, it may be a healthy and desirable 
attitude. It is believed, however, that the best competitive market- 


practices are those which are based upon the highest possible 


standards of business ethics and the deepest appreciation of the 
competitors’ responsibility to the purchasing public. The use by 
newcomers of trademarks which are likely to cause confusion or 
mistake and thereby damage the long prior user does not reflect a 
proper regard for the desired standards of competitive marketing 
practices. 


The tendency of the Courts in recent years has been to pro- 


mote increasingly higher standards of business ethics. At one 
time, the Courts took the view that there could be no private action 
at common law arising out of false and misleading representations 
or advertising unless actual ‘‘palming off’’ or ‘‘diversion of cus- 
’? or ‘‘wilfull intent’’ could be established. In fact, even the 
early Courts have said in some instances that it is morally wrong 
to impose on the public by the sale of spurious goods but a remedy 
against those wrongs must be provided by legislation not by the 
Courts. Some Courts, however, adopted the view that the hands 
of equity should not be tied where a wrong has been committed, 
merely because there was a ‘‘damage without injury’’ to the com- 
plainant.t The trend toward higher standards is illustrated by 
the recent action of one Court in restraining the copying of an 
ashtray® and by another Court in restraining the copying of a 
dress design in advertising.® 


The effectiveness of the remedies provided by Section 43(a) 


of the Lanham Act’ may be limited somewhat in view of the cur- 
rent conflict in the Circuits with respect to maintaining jurisdiction 
of an action for unfair competition under the Lanham Act in the 


. American Washboard Co. v. Saginaw Mfg. Co., 103 Fed. 281. 


Pillsbury-Washburn v. Eagle, 86 Fed. 609. 
Haeger Potteries v. Gilner Potteries, 102 USPQ 106 (S. D. Calif.). 


. L’Aiglon Apparel v. Lana Lobell, 214 F.2d 649. 
. 15 USC 1125(a). 
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absence of diversity of citizenship and the requisite dollar amount 
in controversy.* Therefore, one of the very important problems 
in effectively controlling competitive marketing practices is that 
of reaching and punishing the purely intrastate wrongdoer. The 
Federal Trade Commission, for example, is powerless to act 
against a purely intrastate wrongdoer and, unless one adopts the 
theory that Congress may provide a remedy to those engaged in 
interstate commerce for a wrong committed intrastate by another, 
it will be necessaryto amend the Constitution to give Congress the 
power to legislate in the field of competitive marketing practices 
and thereby overcome state and territorial barriers. House Joint 
Resolution 3 introduced at this session of Congress by Congress- 
man Keough is a step in this direction but purports only to regu- 
late the use of trademarks. If effective protection is to be afforded 
against all types of objectionable competitive marketing practices, 
without territorial limitation and to include false and misleading 
advertising and the like, any such Constititional provision must 
necessarily be broader than that contemplated by the Keough 
resolution. 

The time alloted for discussion of the subject of the symposium 
does not permit an extended discussion of the desirability of grant- 
ing to Congress the exclusive power to regulate competitive 
marketing practices. Suffice it to say that the attitude of the 
‘‘Government’’, namely, Congress, the Executive Branch, and the 
Judiciary, toward current competitive marketing practices in one 
which generally demands increasingly higher standards of busi- 
ness ethics and, at the same time, employs an extremely cumber- 
some and expensive administrative machinery for the application 
of its attitudes and policies. 

Having discussed the subject largely from the viewpoint of 
the ‘‘Government’s attitude’’ toward competitive practices, it is 
only fair that we should devote some time to discussing the ‘‘atti- 
tude of competitors’’ toward the Government’s regulation of com- 
merce and competitive practices in particular. By way of example, 
let us assume that a person wishes to sell in interstate commerce 
a therapeutic preparation which contains some alcohol, some meat 
extract, and a new narcotic drug. This (fictitious) person, of 
course, will wish to advertise his goods in interstate Commerce, 


8. AAA vy. Spiegel, 205 F.2d 771. 
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will prepare artistic display pieces, will adopt a trademark for 
the goods, will wish to avail himself of the benefits of the Fair 
Trade Act, and will ultimately wish to export some of the product 
to a foreign country. 


The Treasury Department is concerned with this (imaginary) 
product because it contains alcohol and also because it contains a 
narcotic ingredient; and if exported will involve the Bureau of 
Customs. The Department of Agriculture is concerned because it 
contains a meat extract. The Department of Health, Education 
and Welfare is concerned because the product is advertised as a 
new drug rather than as a meat food product and is so labeled. 
The Federal Trade Commission is concerned because the adver- 
tising claims that the therapeutic composition has higher nutri- 
tional value as a food product per unit of weight than any com- 
petitive product. The Department of Justice is concerned because 
the manufacturer has entered into price fixing agreements and 
export market divisions with his customers, some of whom are 
actually competitors. The Department of Commerce is concerned 
because the manufacturer is seeking to register the trade-mark 
and labels for the goods and has granted franchises to others to 
use the mark on the goods. The Copyright Office is concerned be- 
cause the manufacturer is registering his commercial prints and 
his labels under the provisions of the Copyright Laws and is also 
seeking to register the design of the bottle in which the goods 
are sold. 


It is hard to imagine the time and expense which would be 
required to launch the product on the market amidst this maze of 
agencies, notwithstanding the liaison which exists between some 
of them on a purely informal, voluntary basis. 


The Assistant Commissioner of Patents has stated that at least 
unofficial liaison has been established between the Department of 
Commerce (and,more particularly between the trademark opera- 
tion of the Patent Office) and the Federal Trade Commission on 
the theory that the Federal Trade Commission has the power to 
issue orders to cease and desist use of trademarks and yet the 
Patent Office may be in the process of issuing a registration to the 
party against whom the Federal Trade Commission is proceeding. 
This may be beneficial to the operation of the respective agencies 
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involved but it will put the manufacturer or merchant at the mercy 
of two different and totally independent bodies. 

It is understood that the proposed revisions of the rules of 
practice in the Patent Office in trademark cases will call upon the 
trademark applicant to establish that his use of the mark sought 
to be registered (or more particularly the label on which the mark 
is printed) is in lawful use in commerce. This may arise if there 
is some indication (or omission) which may lead the Trademark 
Examiner to believe that the mark or the label does not comply 
with some existing statute. This means that the applicant must 
run from one agency to another, sometimes meeting with contra- 
dictory interpretations of statutes, to make sure that he is not only 
complying with all of the requirements of the Federal law but also 
that he is obtaining all of the benefits which are available to him 
under those laws. 

If the ultimate desire of the Department of Commerce is to 
make right to trademark registration and right to use the mark 
synonymous, the existing administrative gap between the various 
agencies is far too broad. 

This immediately suggests that all trade regulation func- 
tions, whether they be in the nature of enforcement or policing of 
existing statutes or in the nature of administration of registration 
procedures, should be merged in a single agency where the arti- 
ficial jurisdictional distinctions created by statute will disappear 
and persons engaged in interstate commerce will be assured of a 
fair, uniform interpretation of all of the statutes in the manner 
in which Congress intended them to be interpreted. Then if a 
person is free to use a trademark and/or a label, registration 
should be issued as a matter of right. 

It is not my intention, particularly in the presence of my fel- 
low members of this panel, to recommend which agency should be 
the focal point into which all the trade regulation functions should 
be merged or that a new agency be established. It is believed, 
however, that the matter is of sufficient importance to warrant a 
further study by an appropriate committee of your association 
and other associations to the end that a ‘‘one-stop’’ service may 
be provided for those persons having competitive marketing prac- 
tice problems before the Government agencies. 
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The Executive Secretary of the Hoover Commission has stated 
that the Commission has undertaken no study along this line and, 
therefore, you would be ploughing in fertile fields. Whether or 
not it would save the taxpayers’ money is not known but, at first 
blush, it would appear that there would be many advantages both 
from the standpoint of the Government agencies and those who are 
carrying on the competitive marketing practices with which both 
the Government and private industry are concerned. 


N.B. The views and comments expressed above are the personal views of the 
speaker and are not to be construed as being endorsed by any organization, association 
or other entity with which the speaker is affiliated. 
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PERUVIAN TRADEMARK LAW 
By José Barreda Moller* 


Development and improvement in patent and trademark 
legislation is in proportion to the industrial growth of a nation. 
Private interests in the industrial nations have promoted ideas 
and doctrines which serve as a basis for the perfection of such 
legislation. 

Peru is a typical example. Peru is essentially agricultural, 
and mining is of secondary importance. Industrial development 
has started only recently. Few of the new national products are 
of a quality that merit trademark protection. Even less possess 
sufficient inventiveness and originality for patenting. Foreign 
trademarks and patents exceed Peruvian ones at a ratio of 20 to 1. 

In view of this situation it is not strange that there has been 
little interest in changing the law to the same level as in the indus- 
trial nations. Peru has not felt the internal pressure of interested 
groups seeking the protection of improved trademark and patent 
law. 

This stagnation is not in agreement with Peruvian legal tra- 
dition. Neither is it in accordance with the awakening of Peruvian 
industry. 

The Peruvian Trademark Law dates from December 19, 1892, 
with only minor changes to date. It holds little interest for the 
student and contains no provisions relating to modern concepts 
or to recommendations of international conventions. 

The same is true of both judicial and administrative jurispru- 
dence. The former is inadequate and discouraging and has had no 
influence on the development of industrial legislation. The latter 
lacks sufficient publicity. As for legal literature on the subject: 
there is none. 

Therefore, in this paper any pretensions of delving into a 
study of industrial property in Peru, as applied to trademarks 
are avoided. I submit merely a brief outline of the existing law, 
as it stands today. ! trust the following presentation will be help- 
ful to those who must register their trademarks in this country for 
themselves or their clients, and who wish to have an idea of the 
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law and pertinent procedures. 
answer some of the questions. 


Perhaps this short article will 


Definition, Eligibility for Registration 

In accordance with the Latin American and European legal 
practice of omission of definitions in laws and codes, the Peruvian 
law of 1892 does not define ‘‘marca de fabrica’’ (trademark). 
However, the explanation is implicit in the text of the law when it 
says: ‘‘... Any person can request registry of the denominations 
of objects, emblems, monograms, engravings, vignettes ... and 
in general any mark of designation of industrial products or com- 
mercial articles ...’’ This is not very different from the defini- 
tions contained in recent American legislation, such as the Lanham 
Act, the New York State Trade Mark Bill, and the Model State 
Trade Mark Bill, which is now the statute in several states; it does 
not differ from the definition in Article 3 of the Montevideo 
Treaty of 1889, to which Peru is a party; and the text recom- 
mended by the Fifth Inter American Bar Association Conference 
held in Lima in 1947. 


Peru’s Department of Industrial Property construes the law 
liberally, supports requests for registration of marks that are not 
manifestly out of order, and accepts applications that in the 
United States would be rejected or could only be registered on 
the Supplemental Register. Any applicant may expect that his 
trademark will be registered unless it is glaringly offensive, im- 
moral, imitative of national emblems, a color or shape, a geo- 
graphic term, a term in general use, or one that might easily lead 
to confusion with a mark already registered. 


Trademarks eligible for registration are not limited to manu- 
factured articles. They also include mining and agricultural prod- 
ucts and articles retailed by a person other than the manufacturer 
if the latter releases the articles without trademark or label. 


Surnames can be registered, alone or accompanied by pictures, 
as well as facsimiles of signatures. If they correspond to a per- 
son other than the applicant, the authorization of the person or 
his heirs is required. Geographic names corresponding to private 
lands, such as forms or mines, may also be registered, if author- 
ized by the owner. 
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A trade name is also industrial property and as such enjoys 
legal protection. Contrary to the case of trademarks, the right of 
ownership and priority of trade names does not derive from regis- 
tration but only from use. 

Service marks, certification marks, and collective marks are 


not mentioned in the law probably because of its antiquity. How- 


ever the Department of Industrial Property has been accepting 
their registration, considering them a varient of the trade name. 

The concepts of protective marks and dilution are not men- 
tioned in Peruvian legislation. Anyone who wishes to protect his 
trademark from the use by a third person on a different product 
not competitive but damaging or who wishes to avoid the dilution 
of the appeal, can register as many trademarks as there are cate- 
gories in the Official Nomenclature, thus shutting out third per- 
sons. There is a Nomenclatura Oficial, similar to the Classifica- 
tion adopted in the recent Trademark Bill of New York State. 
It consists of nine groups, each of which comprises various 
classes of products of similar nature. One trademark protects 
all the articles included within a group, but none other. There- 
fore any one who wishes to protect his trademark from being used 
on products he does not manufacture or sell should register it in 
all nine groups of the Nomenclature. This requires a separate 
application for each group, each accompanied by payment of gov- 
ernmental and legal fees. These costs are moderate. 

Nevertheless the Department of Industrial Property has 
rejected applications for trademarks to be applied to products 
different from those already protected if the latter might be jeop- 
ardized, basing this action on the concept of ‘‘unfair competition’’ 
—a criterion that seems also to be that of the Dilution Bill re- 
cently enacted in the State of New York. The application of the 
concept of ‘‘unfair competition’’ is interesting, as Peru has no 
law on the subject; although it might be possible to invoke Article 
XXTIT of the Preliminary Section of the Civil Code, and the 
Washington Trade Mark Convention of 1929. 

Although the law says nothing about slogans, the Department 
of Industrial Property has registered them, even in cases where 
the slogan is incapable of identifying the product—surely a re- 
markably liberal practice. 
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Priority 

Peruvian law follows other Latin American laws in recogniz- 
ing the right to a trademark only by virtue of registration, with- 
out consideration of prior use. However the Department of In- 
dustrial Property will reject an application for a trademark 
known to be not the property of the applicant but a trademark 
of world-wide recognition. This interpretation stems from the 
Washington Convention of 1929, even when dealing with the trade- 
marks from a country, not a party to that convention. 


Requirement of Previous Use 


As we have pointed out, trademark ownership rights derive 
from registration and not from use. To obtain it, it is not neces- 
sary to prove that the trademark has been in use, nor to make any 
statement to that effect nor about the intention to use it in the 
future. The simple act of applying for registration of a trademark, 
if it meets the requirements of the law, gives right to the conces- 
sion and continuation of ownership of the trademark until the 
expiration of its term or of its renewals. 

The same applies to foreign trademarks. No proof or dec- 
laration is required of its prior use nor of its prior registration 
in the country of origin or elsewhere. 

Only one case of prior use is important. In case of simul- 
taneous application, registration will be conceded to the first user. 


Period of Duration and Transfer of Title 


The act of registration grants ten years’ ownership to the 
trademark registrant, renewable upon request by the interested 
party. During this period the registration is in effect, it will not 
be considered abandoned for lack of use. Licensing the use of a 
trademark, even where no means of control of or intervention in 
the business of the licensee is exerted, does not bring about loss 
of ownership. 

The nonexistence of abandonment in Peruvian legislation 
derives from two basic concepts in the law: (a) right of ownership 
of a trademark derives from registration and not from use; and, 
(b) the trademark constitutes a protection of the manufacturer 
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or merchant and not of the consumer. It is the second concept 
which gives rise to the situation noted in the previous paragraph: 
that the unrestricted use of the trademark may be transferred to 
another person with whom no direct connection or means of con- 
trol is maintained. 


The law does not oblige anyone who has obtained a trademark 
to use it. Neither is it necessary to register a trademark, where a 
manufacturer sells his product under a non-registered mark. The 
only exception to this rule is the sale of alcoholic beverages and 
objects of gold and silver, for which trademark registration is 
required. 

Ownership of a trademark may be transferred by inheritance 
or by contract. If it is used by a factory or commercial establish- 
ment, it is understood that the trademark accompanies sale or 
transfer of such business unless the contrary is expressly stipu- 
lated. Such transfer must be entered in the Register. Transfer 
can be made definitely, by sale, or may be limited to use and profit 
by any recognized system of licensing. 


Cancellation or Annulment of Registration 


The law does not contemplate the right of the Department of 
Industrial Property to cancel the registration of a trademark for 
having incurred an error upon registering it. Neither does it 
establish the time limits within which the legitimate owner of the 
registered trademark can solicit the annulment of an improperly 
made registration of a trademark that infringes on his rights and 
to which he was not opposed before such registration was effected. 


In spite of this situation, the Department has frequently can- 
celled registrations already effected upon perceiving an error or 
at the request of the interested party. I know of no case in which 
the injured person has resorted to the courts and obtained a deci- 
sion which nullified the action of the Department. 


Cases of annulment of registrations have always been due to 
the infraction of prior registration, rather than consideration for 
a consumer, although any person who believes himself damaged 
by a falsification or imitation has the right to file a claim and 
obtain the cancellation of the violating trademark. 




































Vol. 45 T. M. R. PERUVIAN TRADEMARK LAW 





International Agreements 


On the subject of trademarks, Peru has participated only in 
Interamerican conferences, and not in Convention with countries 
outside the continent, except with France. The pacts to which 
Peru is a party are: the Montevideo Treaty of 1889, in effect today 
only with Argentina and Bolivia; the Treaty with France of 1896; 
the Convention of Buenos Aires of 1910, in effect today only with 
Brazil, Ecuador, Dominican Republic, and Uruguay; and the 
Washington Convention of 1929, in effect today only with 
Colombia, Cuba, United States, Guatemala, Haiti, Honduras, 
Nicaragua, Panama and Paraguay. 

Up to now, Peru has shown no interest in participating in 
meetings of the Paris Union, nor is this country a member of the 
International Union for the Protection of Industrial Property. 

In spite of this abstention from international conferences and 
agreements, Peru treats foreign trademarks with equity and abso- 
lute guarantee. When compared with treatment of national trade- 
marks, only two slight differences appear: foreign applicants pay 
a higher registration fee; and, in case of simultaneous applica- 
tion, the Peruvian trademark is given preference. Nevertheless 
I know of no case in which simultaneous presentation has oc- 
curred. 


Registration Procedure 


Registration procedure is the same for both Peruvian and 
foreign trademarks, except for minor differences in fees and 
power of attorney. 


A non-resident person or corporation who wishes to register 
a trademark in Peru should proceed as follows: 

1. Extend to a lawyer or agent in Lima a power of at- 
torney to conduct the negotiations necessary for the registra- 
tion of a trademark; or execute a broader power of attorney 
so that the representative will be permanently enabled to 
attend any matters relating to industrial ownership. The 
broader power is preferable in the case of large corporations 
which launch new products on the market from time to time. 
Such power of attorney executed abroad must be legalized 
by a Peruvian consul. 
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A power of attorney extended by a partnership or cor- 
poration must be accompanied by an affidavit stating that the 
company is incorporated in accordance with the laws of the 
state or nation, and that it is in actual operation. 

2. Describe the label, if any, and state any claims, en- 
closing 12 labels such as are used on the product. 

3. Send to the representative in Peru a reproduction of 
the trademark made on a zine or copper half-tone (electro- 
type) not larger than 3 x 5 centimeters, which will be pub- 
lished in the Official Gazette. 

4. Indicate which class of product is to be protected with 
this trademark, keeping in mind that there are nine groups 
and that for each group a separate application is required. 
The representative in Peru pays the required fee to the 

Treasury, the receipt is presented, together with the above listed 
documents, to the Department of Industrial Property of the 
Ministry of Development and Public Works. An application 
form is filled out and entered in the books of the Department and 
for which a receipt is given. The Department then issues to the 
applicant the text of a notice which must be published ten times 
in the Official Gazette, Hl Peruano. This official publication notice 
serves to describe the trademark as well as any claim which might 
be made, and includes a copy of the label, if any. 

Within a period of 40 days from the first publication of the 
notice, anyone who considers himself liable to be damaged, if such 
application is approved, may object. At the end of this period, 
and when all notices have been published, the applicant returns 
to the Department and presents a copy of the official newspaper 
in which the notice appeared. If there has been no objection, or 
if such have been rejected as unfounded, the applicant is issued 
his trademark registration certificate which is effective for ten 
years and is renewable. 


Penal Action 


Trademark infringement is severely punished by fine and 
imprisonment. Depreciation of Peruvian currency since the law 
was promulgated in 1892 has diminished the severity of the fine 
to the equivalent of merely twenty-five dollars. However, the jail 
sentence may be as high as six months, which may be doubled in 
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the event of repetition of the act. Liable are those who falsify or 
adulterate a trademark in any way; those who offer or sell articles 
with fraudulent trademarks; or those who knowingly buy such 
articles. 

The falsely marked products are confiscated and sold, the 
proceeds paying costs and indemnization. All equipment, tools, 
and labels employed in the falsification are destroyed. Injured 
persons may sue for damages. 

The same means of protection rule in case of usurpation of 
name. 

Penal action prescribes in three years from commission of the 
infringement and one year from the legitimate owner’s knowledge 
of same. 


Proposed Modification of the Law 


In 1932 a commission appointed by the Executive made a 
study of Peruvian trademark and patent legislation, and drafted 
a new law. It was approved by the Higher Industrial Council, 
but was never introduced in Congress. Perhaps action will be 
taken in the near future and Peruvian law will be modernized in 
matters of trademark and patent legislation. 
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NOTES FROM THE PATENT OFFICE 


Concurrent Registrations 
By Katharine |. Hancock* 

Sec. 2(d) of the Trade-Mark Act of 1946 provides for con- 
current registrations, that is, the issuance of registrations to more 
than one party of the same or similar marks for the same or closely 
related goods. A comparatively few registrations have been ef- 
fected under that section. 

Since this provision appeared in our statutory trademark 
law for the first time in the Act of 1946, a comment on the practice 
of the Patent Office in administering the proviso of Sec. 2(d) may 
be useful. 

From time to time courts had exercised their equity powers 
to sanction the rights of two or more parties to use a trademark 
concurrently, under specified circumstances, but there had been no 
equivalent right to register such concurrently used marks. Sec. 
2(d) was designed to bring into being a right to registration which 
would be harmonious with the right to concurrent use. 

The basis for continuation of concurrent use, under the com- 
mon law principle of trademark protection, is prior lawful use 
which has resulted in the acquisition of trademark rights by both 
parties before they were aware of each other’s use. Concurrent 
registrations must likewise be predicated upon prior use, and those 
provisions of the statute relative to concurrent use are intended 
only for the purpose of making possible registrations of those 
marks in which rights have really been acquired. 

Concurrent use proceedings may be declared between an ap- 
plication and a registration, between two pending applications, or 
on the basis of an application by only one of two or more users. 
In either case, however, the statute reiterates the common law 
principle of protecting rights which have already been created, by 
stating that concurrent registrations may be issued when the par- 
ties have become entitled to use the mark as a result of concurrent 
lawful use in commerce prior to any of the filing dates of the 
applications involved. When a registration is concerned, the filing 
date referred to is that of the application which matured into the 
registration, regardless of the Act under which the application 
was made. 


* Trademark Examiner, U, S, Patent Office; Member, District of Columbia Bar, 
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An application to register a trademark is based upon use, 
and the applicant is assumed to have a prima facia right to use 
the mark throughout the entire United States, unless exception 
is stated or unless a prior user proves a claim to the contrary. 
The concurrent registration provisions of Sec. 2(d) permit an 
exception to that assumption and to the established principle 
that registrations of the same or similar marks for the same or 
similar goods cannot be issued to more than one party. The 
proviso of Sec. 2(d) therefore constitutes an extraordinary 
remedy for extraordinary circumstances. Concurrent registra- 
tion is thus a remedy which is available only where the evidence 
shows that extraordinary circumstances justify continued con- 
current use. There is no indication that the statute was intended 
to approve allocation of geographical areas between friendly 
claimants. In fact, the Congressional hearings prior to the pas- 
sage of the Trade-Mark Act of 1946 indicate that there was an 
intent not to approve such allocations. 

Whenever concurrent use situations are present, they are 


carefully scrutinized by the Patent Office to determine whether 
the claims are adequately supported. The proceedings are not 
instituted routinely, nor as a matter of course, nor are concurrent 
registrations so issued. 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 
Australia 
Surnames as Trademarks 


The applicants applied for registration of scHIAPARELLI in re- 
spect of underwear. The application was rejected by the Deputy 
Registrar on the ground that scH1APARELLI is known in Australia as 
the name of a famous dress designer and therefore sCHIAPARELLI 
is not a prima facie distinctive trademark for the applicants. The 
applicants submitted that scHIAPARELLI has not been proven to be 
the surname of any person in Australia but this contention was 
dismissed on the ground that if the applicants were allowed to 
register SCHIAPARELLI in respect of the goods specified confusion 
and deception would arise in the minds of traders and the general 
public who are acquainted with the name scHIAPARELLI and its con- 
nection with fashion. It was held that this matter was not 
analogous to the well-known sEvEN-uP case, 75 C.L.R. 203, where it 
was decided that a trader who had created a reputation for a mark 
in a foreign country but who had no user in Australia could not 
prevent any trader from registering a substantially similar mark 
in Australia. 


Great Britain 
Non-Distinctive Words 

The applicants applied for registration of pussrkIn in respect 
of cat’s food and the application was rejected by the Examiner on 
the ground that ‘‘puss’’ or ‘‘pussy’’ are both ordinary well-known 
terms used in referring to a cat, while ‘‘kin’’ or ‘‘kins”’ are, inter 
alia, diminutive suffixes; therefore, the word pussIKIN is unregis- 
trable in respect of the goods sought to be covered. The applicants 
appealed from the rejection to the High Court and Lloyd-Jacob, J. 
upheld the Examiner’s decision, 72 R.P.C. 36. The Judge stated 
that the most forceful argument for the applicants was the fact 
that there are words in the English language in which the initial 
portion denotes a class and which end in a diminutive suffix, the ac- 
cepted meaning of which is different from the meaning assigned to 
such combined words, for example, Catkin and Pumpkin. How- 
ever, this argument was not sufficient to upset the Examiner’s de- 
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cision. The Judge was careful to point out that this decision should 
not be regarded as excluding the possibility of registration of the 
mark based upon acquired distinctiveness. 


Trinidad 
New Trademark Law 


A Bill providing for a new trademark law is now before the 
legislative Council for consideration. 
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SQUEEZIT CORPORATION v. PLASTIC DISPENSERS, INC. 
N. J. Superior Ct., App. Div. — June 16, 1954 


UNFAIR COMPETITION—BASIS OF RELIEF 

Plaintiff seeks an injunction enjoining defendant from selling a plastic catsup 
dispenser which, like plaintiff’s is made in a shape resembling a tomato, colored 
red or yellow and adorned by a green leaf and stem on top. The design was 
created by plaintiff and its proof shows wide sales, advertising and public acceptance. 
While the dispensers are practically identical in form and color they are packed 
in different cartons and plaintiff’s are sold as SQUEEZ-IT and defendant’s as 
E-Z-FLOW. Plaintiff’s dispenser is not covered by patent and therefor there is 
nothing to prevent imitation or reproduction so long as imitator does not mis- 
represent the source of the goods or the form of the goods imitated have acquired 
a secondary meaning. The record contains no evidence that the form of the dis- 
penser has acquired a secondary meaning identifying the product with plaintiff 
nor is there any evidence of confusion between the cartons. Plaintiff, to justify 
relief, must show that the product has attained a primary significance in the 
public mind which is attached to the producer and not to the utilitarian function 
of the product. Nor is relief justified against the particular color used by 
defendant since the colors have no significance other than to match the contents 
of the dispensers and is therefor functional. 


Action by Squeezit Corporation v. Plastic Dispensers, Inc. for unfair 
competition. Plaintiff appeals from decision of New Jersey Superior Court, 
Chancery Div. dismissing complaint. Affirmed. 

Walter D. Van Riper and Van Riper & Belmont, of Newark, New Jersey for 
plaintiff. 
Thomas J. O’Neill, of New York, New York and Crummy, Consodine & 

Gibbons and Norman N. Popper, of Newark, New Jersey for defendants. 


Before CLapp, SMALLEY and ScHETTINO, Judges. 


ScHETTINO, Judge. 

This appeal is taken from a judgment of the Chancery Division of 
this court dismissing plaintiff's complaint. Plaintiff sued to enjoin alleged 
unfair competition by the sale and distribution of a plastic catsup dispenser 
and for an accounting of profit. 

Defendant produces, like the plaintiff, a dispenser in a shape resembling 
a tomato, colored either red and yellow, and adorned by a green leaf and 
stem on top. The dispenser is a household item, which when its plastic 
side is squeezed dispenses catsup or mustard through a spout on top. 
The dispenser’s design was created by plaintiff. It has sold over 2,890,000 
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Squeezits, with gross sales of $1,570,000 since 1952. The appealing tomato 
shape and color of the dispenser is the feature which is attributed to its 
wide and successful sale. 

Both containers are practically identical in size, shape, color and use 
but are packaged in display cartons clearly distinguishable. Upon each 
carton different trade names were stamped, the plaintiff used the descrip- 
tive trade name of SQUEEZ-IT and defendant, the name E-Z-FLOW. 

The plaintiff concedes that it does not possess the exclusive right to 
make or sell tomato catsup or mustard dispensers. But it claims the ex- 
elusive right to make such dispensers in the shape of a tomato and color 
it red or yellow. It charges that the defendant, by using the same colors 
and shape, is passing off, or enabling others to pass off, E-z-rFLow for 
SQUEEZ-IT, and that such actions by defendant is unfair competition. 
Defendant asserts that it has used every reasonable effort to distinguish 
its product from that of the plaintiff; and contends that it is honestly 
competing for a part of the dispenser market and that it has the right to 
sell an article unprotected by patent. 

While plaintiff’s claim does not pose substantial difficulties, its subject- 
matter is a field of tort law of relative recent development involving many 
unsettled or doubtful questions of substantive law. The concept and theory 
of unfair competition is unclear and may change from one decade to the 
next. Ellis, Trade Secrets § 9 (1953). 

The trend of this developing field is well stated by Judge Goodrich in 
Q-Tips, Inc. v. Johnson & Johnson, 206 F.2d 144, 145, 98 USPQ 86, 87 
(44 TMR 39) (C.C.A. 3, 1953). 

“* * * we are in a field where the tendency of the law ‘has been in 
the direction of enforcing increasingly higher standards of fairness or 


commercial morality in trade. The tendency still persists.’ Restate- 
ment, Torts, Vol. III, page 540.” 
The grounds upon which relief is granted were described in an early New 
Jersey decision as follows: 
“either that the means used are dishonest, or that, by imitation of 
name or device, there is a tendency to create confusion in the trade, 
and enable the seller to pass off upon the unwary his goods as those 
of another, and thereby deceive the purchaser; or that by false repre- 
sentation, it is intended to mislead the public, and induce them to 
accept a spurious article in the place of one they have been accustomed 


to use.” Vitascope Co. v. U. 8S. Phonograph Co., 83 F. 30 (C.C.N.J. 
1897). 


In Newburgh Moire Co. v. Superior Moire Co., 116 F. Supp. 759, 764, 99 
USPQ 414, 418 (D.C.N.J. 1953) the court said: “The essence of unfair 
competition is the practice of palming off one’s product as that of another.” ; 
Bunn, The National Law of Unfair Competition, 62 Harv. L. Rev. 987 
(1949). Cf. Kleinman v. Betty Dain Creations, Inc., 189 F.2d 546, 89 
USPQ 404 (C.C.A.2 1951). At the outset it should be stated that the proofs 
do not disclose any substantial evidence of an attempt to palm off its 
product or of any attempt at deception or misrepresentation or other unfair 
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trade practices, or that the general public confused defendant’s dispenser 
with that of plaintiff. 

In the absence of a patent, there is nothing to prevent the imitation or 
reproduction of a product provided the imitator does not misrepresent to 
the public that his product is made by others or cause confusion as to whose 
product it is or that the product has not yet acquired a secondary meaning 
or an identification coming from appearance. French American Reeds 
Mfg. Co. v. Park Plastics Co., 20 N.J. Super. 325, 90 A.2d 50 (App.Div. 
1952) ; Ferber Corporation v. Northern Industrial Products, Inc., 15 N.J. 
Super. 283, 83 A.2d 372 (Ch.Div. 1951), affirmed per curiam 18 N.J. 
Super. 493, 87 A.2d 549 (App.Div. 1952) ; Martin v. Seligman, 119 F.Supp. 
258, 101 USPQ 118 (D.C.S.D.N.Y. 1954); Paramount Industries, Inc. v. 
Solar Products Corp., 186 F.2d 999, 88 USPQ 233 (C.C.A. 2 1951). Of 
course, where the imitation is obtained by fraud or breach of confidential 
relation, the copying will be enjoined. Booth v. Stutz Motor Car Co. of 
America, 56 F.2d 962, 13 USPQ 12 (C.C.A. 7, 1932). 

It is contended that plaintiff has the exclusive right to the shape of the 
dispenser and its colors, because these acquired the “secondary meaning” 
of catsup dispensers made only by plaintiff. Secondary meaning has been 
defined as “an identification of an object of commerce with a single source— 
even though unnamed—and an interest on the part of the consuming 
public in buying because of that source.” Mastercrafters C. & R. Co. v. 
Vacheron & Constantin, etc., 119 F.Supp. 209, 213, 100 USPQ 432, 435 
(D.C.S.D.N.Y. 1954); Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 
39 USPQ 296 (28 TMR 569) (1938) ; Columbus Plastic Products, Inc. v. 
Rona Plastics Corp., 111 F. Supp. 623, 625, 97 USPQ 225, 227 (D.C.S.D. 
N.Y. 1953) ; General Time Instruments Corp. v. United States Time Corp., 
165 F.2d 853, 76 USPQ 211 (C.C.A. 2 1948). 

“Tt is an absolute condition of relief that the plaintiff show that 
the appearance of his wares has in fact come to mean that some par- 
ticular person makes them, and that the public cares who makes them.” 
Martin v. Seligman, 119 F.Supp. 258, 261, 101 USPQ 118, 121 
(D.C.S.D.N.Y. 1954). 

There is no basis here for applying the doctrine of secondary meaning. 

No evidence was produced at the trial that squEEz-IT customers had 
come to identify the dispenser with plaintiff, nor for that matter, with any 
particular source. Since the cartons distinguished the products, it is un- 
likely that the customer would confuse defendant’s dispensers with that 
of the plaintiff. There is no evidence that the cartons actually confused 
the products or that any secondary meaning had ataached to plaintiff’s 
product. The evidence shows that plaintiff was the first manufacturer in 
the field and had obtained phenomenal sales success. This is not enough. 
It must show that the product has attained a primary significance in the 
minds of the consuming public which is attached to the producer and not 
to the utilitarian function of the product. In the absence of any secondary 
meaning attaching, defendant has the right to sell his catsup and mustard 
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dispensers in competition with plaintiff and to cash in on the good will 
created by the latter. Crescent Tool Co. v. Kilborn & Bishop Co., 247 F.29 
(C.C.A. 2 1917); Kellogg Co. v. National Biscwit Co., 305 U.S. 111, 39 
USPQ 296 (28 TMR 569) (1938) ; Chas. D. Briddell, Inc. v. Alglobe Trading 
Corp., 194 F.2d 416, 92 USPQ 100 (42 TMR 207) (C.C.A. 2 1952). 


“The law of unfair competition does not give to one dealer the 
sole right to use a certain form or shape or feature of merchandise 
even though he may have been the first one to use it.” 1 Nims, The 
Law of Unfair Competition and Trade Marks, § 134, p. 373 (1949). 

Here the demand is for the product itself, and not the personality of the 


creator. Diamond Expansion Bolt Co. v. U. 8. Expansion Bolt Co., 177 
App. Div. 554, 164 N.Y.S. 433 (Sup. Ct. 1917). In Maytag Co. v. Meadows 
Manufacturing Co., 35 F.2d 403, 3 USPQ 155 (C.C.A. 7 1929), both parties’ 
washing machines were painted the same color and had the same rectangular 
shape. Unfair competition was not established by merely showing simi- 
larity in general appearance. In Marvel Co. v. Tuller Co., 125 F. 829 
(C.C.S.D.N.Y. 1903), a case strikingly like the one sub judice, identical 
spray syringes were packaged in differentiated cartons. The appearance 
of the product itself, as a principal thing, was not sufficient to restrain the 
selling of the article. No unfair competition was proven. 

A color or even a combination of colors may be copied and may be 
appropriated—see Nims, supra, § 140, p. 393. In appellant’s oral argu- 
ment, counsel asserted that appellant would be satisfied if defendant was 
merely enjoined from coloring their dispensers the same colors as plaintiff's. 
We cannot see how appellant’s colored dispensers obtained a secondary 
meaning or any distinctiveness. The colors used have no other significance 
than to match the contents of the dispensers. Thus we may say that the 
color in this respect is a functional part of the product which may be copied. 
Cf. Yellow Cab Co. v. Knox, 144 A. 11 (Ch. 1923—not officially reported) ; 
French American, etc., Co. v. Park Plastics Co., 20 N.J. Super. 325, 90 
A.2d 50 (App. Div. 1952); Ferber Corporation v. Northern Industrial 
Products, Inc., 15 N.J. Super. 283, 83 A.2d 372 (Ch.Div. 1951), affirmed 
per curiam 18 N.J. Super. 493, 87 A.2d 549 (App.Div. 1952). 

The French American case, which involves an imitated ukelele, although 
distinguishable from the instant case on the grounds that the copying was 
not so complete and the product itself conspicuously labeled, does assert 
two obvious principles: (1) establishment of a secondary meaning is a 
matter of fact, and (2) the burden of its proof is on the plaintiff. More- 
over, several factors of importance in furnishing such proof are given: 
period of time in which the distinctive product has been on market, sales 
volume, nature and extent of advertising and “efforts to promote a con- 
scious connection in the minds of the public between the product and its 
source.” (20 N.J. Super., at 337.) 

Closer to the present litigation on the facts is Ferber Corporation v. 
Northern Industrial Products, Inc., 15 N.J. Super. 283 (Ch. Div. 1951), 
where plaintiff considered itself entitled to a monopoly on ball-point foun- 
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tain pens of translucent plastic because it alleged it had been a pioneer in 

that field. The trial court rejected this argument. As in the Ferber case, 

we are in accord that no unfair competition was proven. Mississippi Wire 

Glass Co. v. Continuous Glass Press Co., 79 N.J. Eq. 277 (Ch. 1911). 
Affirmed. 





SWIFT & COMPANY v. T. W. SWIFT COMPANY et al. 
No. 472 — D.C., M.D. North Carolina — September 8, 1954 


REMEDIES—UNFAIR COMPETITION—TRADE AND COMMERCIAL NAMES 

Plaintiff, the well known meat packer and manufacturer of liquid and industrial 
soaps, seeks to restrain defendant from the use of the name SWIFT and SWIFT’S 
in connection with its sale at retail of liquid shampoo, liquid hair tonic and liquid 
dandruff treatment. 

While Thomas W. Swift is the sole owner of T. W. Swift Co. and was pre- 
viously a salesman for Jeris Co., the evidence shows that the adoption of the cor- 
porate name by defendant was without fraud nor was there any showing of attempts 
by defendant to palm off its product as that of plaintiff. However, plaintiff has 
many trademark registrations covering the expression SWIFT and sWIFT’s and 
its annual sales are in excess of $2,000,000,000. It has not, however, sold at retail 
soap, liquid shampoo or liquid dandruff treatment but has sold large quantities of 
liquid and industrial soaps in bulk. 

The record shows that defendant sells its three products exclusively at retail 
under the name SOLVENE HAIR TONIC, SWIFT’S DANDRUFF TREATMENT and SOLVENE 
SHAMPOO and packages them in cardboard holders which tend to magnify the word 
SWIFT and the arrangement is calculated to create the impression that the products 
are SWIFT or SWIFT’S products. 

This method of packaging constitutes unfair competition and will be restrained 
but the defendant will not be required to change its corporate name to Thomas W, 
Swift and Co. 


Action by Swift & Company v. T. W. Swift Company and Thomas W. 
Swift for trademark infringement and unfair competition. Judgment 
for plaintiff. 

Ratcliff, Vaughn, Hudson, Ferrell & Carter, of Winston-Salem, North 
Carolina, and Nims, Martin, Halliday, Whitman & Williamson, Wal- 
lace H. Martin, and Mansfield C. Fuldner, of New York, N. Y. for 
plaintiff. 

Womble, Carlyle, Martin & Sandridge, of Winston-Salem, North Carolina, 
for defendants. 

Hayes, District Judge. 

This is a suit by the plaintiff for an injunction to restrain the defend- 
ants from infringing plaintiff’s trade mark and from engaging in unfair 
business practices. After alleging that the plaintiff has obtained certain 
trade marks through the use of swirt and swirt’s and its long history 
in the sale of products under these names the essence of the complaint 
is: “Upon information and belief, defendants, well knowing the facts 
herein above alleged, and intending, contriving and designing to trade 
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upon the reputation and the goodwill established by plaintiff * * * have 
sold and are selling in the City of Winston-Salem and in the State of 
North Carolina and elsewhere in interstate and intrastate commerce, in 
competition with plaintiff, liquid shampoo, liquid hair tonie and liquid 
dandruff treatment * * *.” 

Thomas W. Swift is the sole owner and manager of T. W. Swift Co. 
T. W. Swift was a salesman for the Jeris Co. which manufactures hair 
tonic, shampoo, after shave lotion and face powder. He represented this 
company for 15 years before 1946 in the Southeast part of the United 
States. In 1946 he went into business for himself and organized the cor- 
porate defendant. In order to get capital he became associated with T. W. 
Garner Food. Co. and the stockholders of that Company provided one half 
the capital to form the corporate defendant. There was no thought on 
the part of Garner in selecting the name T. W. Swift Co. to identify that 
corporation or its products with the plaintiff. Garner sold out his indi- 
vidual interest in 1949 and has no interest therein. 

The individual defendant Thomas Wesley Swift was born in Greens- 
boro, N. C. His father was Superintendent of Schools there and he was 
educated in Greensboro High Sckool and Duke University. His name is 
his natural name given him by his parents at birth. 

The plaintiff concedes that there is an absence of any fraud on the 
part of the defendant. The witnesses for the plaintiff and the witnesses 
for the defendants agree that there was no attempt by the defendant to 
palm its product off as that of plaintiff, nor did the defendant nor anyone 
acting in his behalf at any time represent his product to be the product 
of the plaintiff. 

The gross annual volume of sales of the corporate defendant is less 
than $30,000. It has no employees except the individual defendant who 
acts as President, Manager and Salesman. It has no office except a desk 
in the individual defendant’s two room apartment. Mrs. T. W. Swift 
does the little correspondence in addition to attending her duties as a 
teacher at one of the Forsyth County Schools. The corporation has no 
manufacturing plant but gets its product bottled by the Yerkes Co. 

The plaintiff’s local manager testified that the defendant had not de- 
prived the plaintiff of any trade and that the only way the plaintiff had 
been hurt “was the extra trouble to get the mail back and some of the 
telephone calls.” 

The plaintiff is an Illinois Corporation having a place of business 
in Chicago and has used the name Swift and Co. since 1885. It has many 
trade marks registered covering the expressions SWIFT’s and SWIFT. 

In 1952 its products were sold in excess of $2,000,000,000. In 1952 
its soap products sold in North Carolina were in excess of $200,000. It 
sells fertilizers and meat products and soap. It has never sold for retail 
trade any hair tonic, liquid shampoo and liquid dandruff treatment. It did 
sell bar soap to barber shops and beauty parlors which was capable of 
being used by them in manufacturing shampoo, with the exception that 
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after this suit was brought the plaintiff placed on the market for retail 
sale in 4 ounce bottles a product designated as Amazon Liquid Shampoo, 
Exhibit 32. 

Indeed Mr. Spillers testified that the defendant had not interfered 
in the way of competition with any product of the plaintiff that the plain-. 
tiff had been stocking in the last five years at Winston-Salem and Mr. 
Westering, who is the head of the Soap Department of the plaintiff stated 
that they were not only not engaging in the sale of liquid shampoo at the 
retail level but “We have no idea of coming out with a liquid shampoo 
retail-wise. Our primary business interest is liquid soaps to the jobber 
level, to the bulk people. That is our stock and trade. We are more inter- 
ested in bulk soaps, industrial soaps, than we are retail-wise.” 

Defendant’s three products are sold exclusively for retail trade under 
the name of SOLVENE HAIR TONIC, SWIFT'S DANDRUFF TREATMENT and 
SOLVENE SHAMPOO. The three products are sold in cardboard holders de- 
signed and prepared by the defendant which has a tendency to magnify 
the word swiFT in respect to the three products. The container is designed 
for swirt Dandruff Treatment product to be placed in the center thereof. 
The arrangement is calculated to create the impression that the products 
are Swift or Swift’s products and in this respect and in this respect 
alone is there any evidence to justify any likelihood of depriving the 
plaintiff of any good will or the enjoyment of its trade marks. This prac- 
tice on the part of the defendant should be terminated. 

The plaintiff concedes that the defendant should be permitted to use 
his name Thomas W. Swift but objects to the use of the name T. W. Swift 
and Co. and is willing for T. W. Swift and Co. to use the name of Thomas 
W. Swift and Co. but wants each word in the name given the same promi- 
nence and emphasis. However, the court is of the opinion that a customer 
who is dumb enough to confuse T. W. Swift and Co. with Swift and 
Co. would not likely be enlightened by changing it to Thomas W. Swift 
and Co. Indeed the evidence of unfair competition here is so inconsequen- 
tial and the prospect of injury from it in the future is so speculative that 
the court seriously doubted the wisdom of granting any injunctive relief 
whatsoever, but being of the opinion that the use of the cardboard con- 
tainer as above described is likely to create in the mind of a customer the 
belief that the product is the plaintiff’s product, injunctive relief is granted 
in this restricted phase. 

In arriving at these conclusions I have been guided by Standard Brands 
v. Eastern Shore Canning Co., 172 F. 2d 144, 80 USPQ 318 (39 TMR 
203) ; Arrow Distillers v. Globe Brewing Co., 117 F.2d 347, 48 USPQ 157 
(31 TMR 51) and in the form of decree by Johnson & Son v. Johnson, 116 
F.2d 427, 48 USPQ 82 (31 TMR 82), and Waterman Co. v. Modern Pen 
Co., 235 U.S. 88, and American Steel Foundries v. Robertson, 269 U.S. 372 


(16 TMR 51). 
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THE UPJOHN COMPANY v. DAVID SCHWARTZ, 
doing business as BRYANT PHARMACEUTICAL CO. 


Civ. 81 -48 oa» D.C.S.D.N.Y. => December 22, 1954 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 


Plaintiff seeks an injunction restraining trademark infringement and unfair 
competition. Plaintiff manufactures seven drug products which are in capsules, 
tablets or liquid form and sold as UNICAPS; ZYMACAP; CEBEFORTIS; FERRATED LIVER; 
FERRATED LIVER WITH FOLIC ACID; CHERACOL and KAOPECTATE. Defendant makes 
same items which it sells as CAPULETS; BYRACAPS, HI B&C; IRON & LIVER CAPSULES; 
IRON & LIVER WITH FOLIC ACID; SYROCOL AND NEUTRAPECT. The ingredients of all 
products are in common use but plaintiff claims exclusive right to particular com- 
bination of size, shape and color of its items and asserts it has established a sec- 
ondary meaning therein by extensive advertising. Evidence shows that defendant 
deliberately copied size, shape and color combination of plaintiff’s capsules and 
tablets. However, since plaintiff’s products are not covered by patents defendant 
may rightfully copy completely unless a secondary meaning has been established in 
the particular combination or there has been “palming-off.” Plaintiff fails to prove 
secondary meaning in particular combination. Extensive advertising was directed 
principally to doctors and druggists and when directed to public emphasized trade- 
marks rather than the appearance of the goods. Purchasers buy drugs by trademark, 
not by appearance. Plaintiff not entitled to injunction on combination of size, 
shape and color. 


REMEDIES—INFRINGEMENT—CONFUSING SIMILARITY 


SYROCOL infringes plaintiff’s registered trademark CHERACOL since they are 
strikingly similar in sound and it is likely to cause confusion. 


Action by The Upjohn Company v. David Schwartz, doing business as 
Bryant Pharmaceutical Co. for trademark infringement and unfair com- 
petition. Judgment for plaintiff with regard to use of trademark but 
dismissing other causes for legal action against defendant. 


Kenyon & Kenyon (Ralph L. Chappell and Hugh A. Chapin of counsel) 
of New York, N. Y. for plaintiff. 


Arthur D. Herrick (Morton L. Leavy of counsel), of New York, N. Y. 
for defendant. 
Bonpy, District Judge 

Plaintiff, a Michigan corporation, engaged in the preparation, distri- 
bution and sale of pharmaceutical products, brought this action against 
defendant, a citizen of the State of New York, doing business as the 
Bryant Pharmaceutical Company, likewise engaged in the preparation, 
distribution and sale of pharmaceutical products, for trade-mark infringe- 
ment and unfair competition. 

In its complaint plaintiff alleged two causes of action as to each of 
seven pharmaceutical products, one for trademark infringement and one 
for unfair competition, and as to all collectively a final cause of action for 
unfair competition. Plaintiff claims direct trade-mark infringement only 
in so far as the trade name syRocoL is confusingly similar to the registered 
trade-mark CHERACOL. 
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Plaintiff and defendant manufacture, or have manufactured for them 
according to their specifications, the products herein involved. At times 
both plaintiff and defendant bought some of such products from the same 
manufacturer. These products consist of ingredients which are enclosed 
in capsules or compressed into sugar-coated tablets, or are in liquid form. 
Though sometimes sold pursuant to a memorandum prescription, the prod- 
ucts of both parties may be dispensed without a prescription. 


Other than that defendant’s capuLets differ in color from plaintiff's 
corresponding UNICAPS, each product of defendant is almost identical with 
plaintiff’s corresponding product in color, size, shape and ingredients, or 
in aroma, flavor, color and ingredients. Though the color of plaintiff’s 
liquid KAOPECTATE and defendant’s corresponding liquid NEUTRAPECT is the 
result of the combination of their ingredients, none of the colors, sizes, 
shapes, aromas or flavors of any of the products are functional. Plaintiff’s 
products are: (1) uNicap, a football shaped, yellowish-tan, multiple vita- 
min capsule (plaintiff introduced unicap in 1940, has spent over $1,- 
200,000. in advertising it and has sold over $88,000,000. worth); (2) 
ZYMACAP, a round shaped, red, multiple vitamin capsule (plaintiff intro- 
duced zyMacaP in 1945, has spent over $825,000. in advertising it and has 
sold over $33,000,000. worth) ; (3) CEBEFORTIS, a vitamin preparation put 
up in a lenticular shaped, bright red tablet (plaintiff introduced cEBE- 
FORTIS in 1945, has spent over $360,000. in advertising it and has sold over 
$11,200,000. worth); (4) FERRATED LIVER, an iron, liver and vitamin 
preparation put up in both an ovoid shaped, dark green capsule and a 
lenticular shaped, bluish-green tablet (plaintiff introduced the capsule in 
1941 and the tablet in 1944, has spent over $600,000. in advertising the 
two and has sold over $23,500,000. worth of them); (5) FERRATED LIVER 
with Folie Acid, an iron, liver and vitamin preparation put up in a len- 
ticular shaped, red tablet (plaintiff introduced FERRATED LIVER with Folie 
‘eid in 1948, has spent over $99,000. in advertising it and has sold over 
-3,300,000. worth); (6) cHERACOL, a cherry flavored, red cough syrup 

plaintiff introduced cHERACOL in 1924, has spent over $370,000. in adver- 
ising it and has sold over $40,300,00. worth); and (7) KAOPECTATE, an 
\dd-flavored off-white antidiarrhea preparation (plaintiff introduced 
KAOPECTATE in 1936, has spent over $230,000. in advertising it and has sold 
ver $12,400,000. worth). There is evidence that UNIcAP and ZMYACAP 
‘apsules darken with age. Defendant’s corresponding products are: (1) 
‘APULETS, brownish-tan in color; (2) ByRAcAPS; (3) HI B & c; (4) Iron 
& Liver Capsules and Iron & Liver Tablets; (5) Iron & Liver with Folic 
Acid; (6) syroco.; and (7) NEUTRAPECT. The evidence discloses that 
defendant first sold CAPULETS, BYRACAPS, HI B & C, Iron & Liver Capsules, 
and Iron & Liver Tablets in 1951. 

All the products of plaintiff and defendant with the exception of 


plaintiff’s liquid CHERACOL are packed in brown glass bottles. There are 
labels on those bottles which bear the trade-mark or trade name of the 
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product and the name of plaintiff or defendant as distributor thereof. The 
plaintiff’s bottles are packed in pasteboard boxes upon which there 
appears the name UPJOHN and the registered trade-mark of each product. 
The bottles of both parties are of different sizes. The small are for direct 
over-the-counter sale, the large are to enable pharmacists to repack the 
products into smaller containers of their own for sale to consumers. When 
pharmacists use their own containers they often place labels thereon 
which do not identify the manufacturer or bear the trade-mark or trade 
name of the product. 

The chemical formulas of all the products are in common use. Plain- 
tiff does not claim any right to prevent defendant or anyone else from 
using them. None of the shapes, sizes, colors, flavors or aromas of these 
produets is unique, or distinctive or different from those used in prod- 
ucts of other manufacturers. Plaintiff does not claim that it has any 
exclusive right to any particular color, shape, size, aroma or taste of any 
of its products. It concedes that defendant’s bottles and labels are not 
unfair. Plaintiff only claims the exclusive right to the particular com- 
bination of size, shape, color and ingredients or the particular combination 
of taste, aroma, color and ingredients utilized for each product in ques- 
tion because it has established a secondary meaning therein by extensive 
advertising, the long continued sale thereof and great demand therefore. 

There is no doubt that as between plaintiff and defendant plaintiff 
is the first comer, and that the similarity between plaintiff’s and defend- 
ant’s products is not a coincidence but the result of defendant’s deliberate 
copying. Defendant has not offered any valid excuse for so imitating plain- 
tiff’s products and his purpose could only be to benefit by the demand 
that plaintiff has created for such products. However, since plaintiff’s 
products are not covered by patents, defendant is legally entitled to 
slavishly duplicate them and so profit by plaintiff’s efforts so long as he 
does not interfere with any of plaintiff’s rights. Defendant does not inter- 
fere with any of plaintiff’s rights in the absence of proof by plaintiff that 
the combinations of size, shape, color and ingredients of its capsules and 
tablets and the combinations of color, flavor, aroma and ingredients of 
its liquids have acquired a secondary meaning and there is likelihood 
of confusion between plaintiff’s and defendant’s products, or that there has 
been “palming-off” of defendant’s products as plaintiff’s products. See 
Algren Watch Findings Co. v. Kalinsky, 197 F. (2d) 69, 72; Chas. D. 
Briddell, Inc. v. Alglobe Trading Corp., 194 F. (2d) 416, 418, 419 (42 
TMR 207); General Time Instr. Corp. v. United States Time Corp., 165 
F. (2d) 853, 854 (38 TMR 172), certiorari denied, 334 U.S. 846; 
Mavco, Inc. v. Hampden Sales Assn., 273 A.D. 297, 302-304 (38 TMR 
568); American Binder Co. v. Regal & Wade Mfg. Co., 106 N.Y.S. (2d) 
543, 546. 

To establish secondary meaning “it must be shown that (1) the design 
is a mark of distinction identifying its source; and (2) the purchasers are 
moved to buy the article because of its source.” Lucien Lelong, Inc. v. 
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Lander Co., 764 F. (2d) 395, 397 (38 TMR 57). “The article itself must 
be so clearly identified with its source that its supply from any other 
source is clearly calculated to deceive the public and lead it to purchase 
the goods of one for that (sic) of another.” Zangerle and Peterson Co. v. 
Venice Furn. Novelty Mfg. Co., 133 F. (2d) 266, 270. Plaintiff must 
show “that the appearance of his wares has in fact come to mean that some 
particular person—the plaintiff may not be individually known—makes 
them, and that the public cares who does make them, and not merely for 
their appearance and structure .. . The critical question of fact at the out- 
set always is whether the public is moved in any degree to buy the article 
because of its source and what are the features by which it distinguishes 
that source.” Chas. D. Briddell, Inc. v. Alglobe Trading Corp., supra, at 
419; Crescent Tool Co. v. Kilborn & Bishop Co., 247 Fed. 299, 300. 
Purchasers of pharmaceutical products are generally interested in 
the reliability of the source of pharmaceuticals. See Sinko v. Snow- 
Craggs Corp., 105 F. (2d) 450, 453. Consequently the decisive factor here 
is what distinguishes plaintiff as the source of its products for the ordi- 
narily prudent purchaser. Plaintiff claims to be identified by the combina- 
tions of appearance and ingredients of its products, but it has failed to 
prove this. The “make-ups” of plaintiff’s products are not unique and 
the average consumer is aware that like “make-ups” are, and have been, 
used for different kinds of pharmaceutical products. In view of this it is 
improbable that the average consumer would be able to identify the 
appearances of plaintiff’s products with any particular source and plain- 
tiff has failed to show that it has succeeded in appreciably lessening that 
improbability. Though extensive advertising and widespread sales of 
a product, and the long continued use of a design or combination for that 
product are some evidence that such design or combination has acquired a 
secondary meaning, Shaler Co. v. Rite Way Products, 107 F. (2d) 82, 
cert. denied, 310 U.S. 634; Wisconsin Electric Co. v. Dumore Co., 35 F. 
(2d) 555, cert. granted, 281 U. S. 710, cert. dismissed, 282 U.S. 813, 
they are not conclusive. See Chas. D. Briddell, Inc. v. Alglobe Trading 
Corp., supra, at 418-419; General Time Instr. Corp. v. United States Time 
Corp., supra, at 854-855; ef. Mavco, Inc. v. Hampden Sales Ass’n, supra, 
at 303. Assuming that the plaintiff was the first to introduce, and has 
long used, the particular combinations of ingredients and make-up for the 
products herein involved, it has failed to establish that it originated 
anyone of the make-ups. Plaintiff’s sales have been considerable, but there 
is no evidence as to how these compare with the sales of other products 
havings the same appearance. Since most of plaintiff’s advertising was to 
inform doctors and druggists of its products and accordingly could not 
acquaint the public with the appearance of plaintiff’s products, and since 
the small volume of its advertising to the public emphasized the trade- 
marks of plaintiff’s products rather than their appearances, the amounts 
that plaintiff has spent to advertise its products are hardly sufficient to 
establish secondary meaning. In view of the fact that similar make-ups, 
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though with different ingredients, are used for a number of products, 
plaintiff’s burden of establishing a secondary meaning for the appearance 
of its products was clearly a difficult one which it failed to sustain. See 
General Time Instr. Corp. v. United States Time Corp., supra, at 855; 
Sinko v. Snow-Craggs Corp., supra; Turner & Seymour Mfg. Co. v. A. & J. 
Mfg. Co., 20 F. (2d) 298, 301. The fact that the others who use the same 
make-ups as plaintiff use different ingredients makes no difference. Plain- 
tiff’s products can not acquire a secondary meaning by reason of their 
ingredients alone, see Warner & Co. v. Lilly & Co., 265 U.S. 526, 531; ef. 
Kellogg Co. v. Nat. Biscuit Co., 305 U.S. 111, 122 (28 TMR 569) ; Smith, 
Kline & French Laboratories v. Clark & Clark, 157 F. (2d) 725, 730-731, 
certiorari denied, 329 U.S. 796, rehearing denied, 329 U.S. 834, and they 
have not acquired a secondary meaning by reason of their appearance. 
Consequently, adding the ingredients of plaintiff’s products to their appear- 
ances can not result in identifying plaintiff as the source of its products. 


Even if any of the combinations of appearance and ingredients that 
plaintiff has adopted for its products be deemed to have acquired a second- 
ary meaning, defendant will not be found to have competed unfairly in 
copying those combinations unless there is also a likelihood that defendant’s 
products will be confused with plaintiff’s products by the ordinarily prudent 
purchaser. See General Time Instr. Corp. v. United States Time Corp., 
supra, at 855; Lucien Lelong, Inc. v. Lander Co., supra. Defendant’s 
deliberate copying alone is not enough to prove such a likelihood. See 
Chas. D. Briddell, Inc. v. Alglobe Trading Corp., supra, at 420. Similarity 
of appearance and ingredients will cause confusion only if consumers 
depend on the appearance of plaintiff’s products in making their purchases. 
Though the ingredients are a determining factor in the buying of drug 
products, the appearance of drug products is usually of no importance 
whatsoever. Generally when purchasers are interested in the source of a 
drug they will buy that drug by its trade-mark or trade name and not by 
its appearance. It is significant that a pharmacist who, as an expert witness 
for plaintiff testified that he thought the appearance of plaintiff’s Unicap 
was distinctive and that customers “have an idea what it is like,” refused 
to identify any of plaintiff’s products “except in a bottle with a label on 
it.” In view of this one would expect the average purchaser to ask for 
Unicap and not for a “football shaped, yellowish-tan, multiple vitamin 
capsule.” In fact, as already noted plaintiff’s advertising to the public 
emphasizes the trade-marks of its products and not their combinations of 
appearance ingredients. See Swank, Inc. v. Anson, Inc., supra. Accord- 
ingly the court finds that plaintiff is not entitled to an injunction on account 
of any palming-off. 

However, defendant’s trade name syrocou infringes plaintiff’s regis- 
tered trade-mark cHERACOL. While there are differences in spelling, the 
two marks are strikingly similar in sound. See LaTouraine Coffee Co. v. 
Lorraine Coffee Co., 157 F. (2d) 115, 117, (86 TMR 271) cert. denied, 329 
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U.S. 771; Telechron, Inc. v. Telicon Corp., 97 F. Supp. 131, 143, (41 TMR 
418) aff’d, 198 F. (2d) 903, 908; George W. Luft Co. v. Zande Cosmetic 
Co., 48 F. Supp. 603, 605, (33 TMR 148) aff’d, 142 F. (2d) 536, cert. denied, 
323 U.S. 756. As a result it is reasonable to believe that an appreciable 
number of ordinarily prudent purchasers who do not have the marks avail- 
able for a side by side comparison are likely to be confused. See American 
Chicle Co. v. Topps Chewing Gum, 208 F. (2d) 560, 562, (44 TMR 414) ; 
Royal Typewriter Company v. Arnold A. Cachelin, District Court, Southern 
District of New York, Civ. 70-390, September 30, 1954, (44 TMR 1414). 

Accordingly the plaintiff is entitled to judgment on the eleventh cause 
of action permanently enjoining defendant from using the trade name 
Syrocol for its cough syrup, and the defendant is entitled to judgment 
dismissing the other causes of action. 

The foregoing shall constitute findings of fact and conclusions of law. 
If the parties desire to suggest additional findings they may be submitted 
upon notice for consideration by the court. 





O'CONNOR & GORDON, INC. ef al. v. 
BY-LINE PUBLICATIONS INCORPORATED, et al. 


N. Y. Sup. Court, Special Term, New York City — January 6, 1955 


EFFrecT OF REGISTRATION—IN GENERAL 
Use of name must be exclusive and registration in itself does not create trade- 
mark nor is it essential to its validity ; use by another of Quick for magazine title 
in addition to plaintiff is sufficient to defeat plaintiff in action in which it seeks 
to enjoin defendant from use of QUICK DIGEST for magazine title. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
QUICK DIGEST for magazine is not confusingly similar to TEMPO AND QUICK 
for magazine, there being no similarity between the publications. 


Action by O’Connor & Gordon, Inc. et al. v. By-Line Publications, In- 
corporated, et al., for trademark infringement and unfair competition. 
Complaint dismissed. 

Philip Handelman, of New York, N. Y. for plaintiff. 
Benjamin E. Winston, of New York, N. Y. for defendant. 
Cox, Justice. 

This action is one for trade mark infringement, unfair competition, 
and conspiracy on the part of the defendants with respect to the trade 
mark QUICK as a magazine name, which the plaintiffs allege to be their 
trade mark. 

A magazine called Quick was first published by the Cowles Magazines, 
Ine., in 1950. Thomas O’Connor and David Cole Gordon, the president and 
vice-president of O’Connor & Gordon, Inc., one of the plaintiffs herein, 
were, respectively, assistant to the president and general counsel of Cowles 
Magazines, Inc. They actively participated in the selection of the title of 
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the magazine QUICK, in determination of the format, and the contents of 
said magazine. The magazine QUICK was subsequently sold to Triangle Pub- 
lications, Ine. 

In March, 1954, Triangle Publications, Inc., affirmatively discontinued 
the publication of the magazine and abandoned the title quick. The plain- 
tiff, O’Connor & Gordon, Inc., made an effort to acquire ownership of 
the title quick. This effort consisted in making a nominal distribution 
of a single sheet of paper (which shall be called a newsletter) under the 
name QUICK under dates of May 17, May 28, and September 1, 1954. They 
apparently sent a copy of the newsletter to some person in every state of 
the union. A few subscriptions were obtained from friends or employees 
of the plaintiff, O’Connor & Gordon, Ine. Subsequently, the name Quick 
was registered as belonging to and being the trade mark of O’Connor & 
Gordon, Ine., in practically every state of the union. A trade mark applica- 
tion was made to the United States Patent Office and was approved and, 
although not published at the time of the trial, it has by this time probably 
been published. 

Plaintiffs, however, never did, and at this time are not, publishing a 
magazine known exclusively as Quick, but are publishing regularly a maga- 
zine in which the word Quick is used as part of the title. 

In June, 1954, the plaintiff, O'Connor & Gordon, Inc., entered into an 
arrangement with the plaintiff, Pocket Magazines, Inc., who were then 
publishing the magazine known as TEMPO, to have a combined magazine 
published, to be known as TEMPO AND QuiIcK. The announcement of this 
arrangement was made in the September 1 issue of the QuicK newsletter. 
The first combined magazine appeared under date of September 13, 1954, 
and has been regularly published and distributed each week since that 
date, with a claimed distribution of 400,000 magazines per week. 

On August 16, 1954, the defendant Steirman, organized a corporation 
ealled “By-Line Publications, Incorporated.” On October 14, 1954, it pub- 
lished a magazine dated December, entitled Quick bigest. The issues in- 
volved in this case are whether or not the name QuIcK pigEsT infringes upon 
the plaintiffs’ use of the name Quick, whether the defendants engaged in 
unfair competition with the plaintiffs and whether the defendants conspired 
with each other to misrepresent to the public their product in order to gain 
the advantage which rightfully belonged to the magazine TEMPO AND QUICK. 

The plaintiffs never have published a magazine by the name of Quick. 
They did publish, as mentioned above, the three newsletters which in no 
way resembled the quicK magazine as published by Triangle Publications, 
Ine. The magazine presently being published by the plaintiffs is a maga- 
zine known aS TEMPO AND QuIcK. An examination of the two magazines, 
which have been received in evidence, indicates that the magazine TEMPO AND 
QUICK is four and one-eighth inches by five and seven-eighths inches, whereas 
QUICK DIGEST is five and three eighths inches by seven and one-half inches. 
TEMPO AND QUICK is being published weekly, whereas QUICK DIGEST is pub- 
lished bi-monthly. TEMPO AND QuIcE sells for fifteen cents, whereas QUICK 
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DIGEST sells for twenty-five cents. TEMPO AND QUICK is being published as 
news magazine, lavishly illustrated, whereas QUICK DIGEST is a straight re- 
print publication of newspaper columns with minor fill-in material. The 
covers differ greatly. TEMPO AND QUICK always features an attractive fe- 
male on the front cover, whereas QUICK DIGEST merely prints the titles of 
the various articles appearing in the magazine and the pictures of the 
newspaper columnists or feature writers who wrote the articles. It is the 
plaintiffs’ contention that the word quick is a fanciful word and, therefore, 
protected under the law. The word quick appears to the court to be a 
suggestive rather than a fanciful word. 

In Popular Mechanics Company v. Fawcett Publications, 9 F.Supp. 
474, 24 USPQ 159, plaintiffs published “Popular Mechanics” which first 
appeared in 1902. In 1928 the defendants brought out a magazine known 
as “Modern Mechanics.” The United States District Court enjoined the 
use of the word “Mechanics” as part of the title of the defendant’s magazine. 
The Circuit Court of Appeals, however, held, 27 USPQ 116, that the de- 
fendant should be permitted to use the descriptive word “Mechanics” in the 
title of its magazine, though it must do so in such manner as would dis- 
tinguish it from the plaintiffs’ magazine and thus prevent deception of the 
purchasing public. 

The fact that the plaintiffs now only use the word Quick in connection 
with Tempo and that in most instances the word TEMPo was the dominant 
word and in just a few instances the word QuicK became the dominant word 
raises a serious question as to whether the trade mark rights, if any, have 
been preserved. There is at the present time a magazine known as QUICK 
being published by Handicraft Publications, Inc. The present plaintiffs 
brought an action against Handicraft Publications, Inc., to restrain it from 
using the name QUICK as a magazine title. The defendant counterclaimed, 
asking for identicai relief. Mr. Justice Aron Steuer’s decision in that case, 
103 USPQ 251, appeared in the New York Law Journal on October 21, 
1954, in which he refused to restrain either party from using the name 
quick. The mere fact that there is at least one magazine using the name 
QUICK in addition to the plaintiffs is sufficient to defeat the plaintiffs in this 
litigation. The use of the name must be exclusive and registration in itself 
does not create a trade mark nor is it essential to its validity. Rockowitz 
Corset & Brassiere Corp. v. Madame X Co., Inc., 248 N.Y. 272. However, 
it appears to be unnecessary to determine in this matter the rights of the 
plaintiffs to the word quick. The court finds that there is no similarity 
between the two magazines in question; that the public would not be con- 
fused ; that the defendants did not engage in unfair competition with the 
plaintiffs and that the defendants are not guilty of conspiring to take 
advantage of the plaintiffs’ advertising program and the other things 
plaintiffs did to enhance the value of its magazine. The foregoing consti- 
tutes the decision of the court in accordance with section 440 of the C. P. A. 

Settle judgment dismissing the complaint accordingly. 
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BILLY ROSE’S DIAMOND HORSESHOE INC. v. 
ROS-MAR CATERING CORPORATION 


N. Y. Sup. Ct., Special Term, N. Y. City — January 24, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


Plaintiff over a period of years and by expenditures of large sums of money 
has established fine reputation and good will with the public in his theatre 
restaurant DIAMOND HORSESHOE. Defendant is attempting to reap benefits by 
unlawfully using the name DIAMOND HORSESHOE in advertisements for place for- 
merly occupied by plaintiff, where defendant conducts public dances. It does not 
matter whether defendant is in direct competition with plaintiff or otherwise, the 
use of the name in the manner described is calculated to deceive the public and 
results in the unlawful appropriation of the benefits of plaintiff’s reputation to 
defendant and creates a future and continuing hazard to plaintiff’s reputation 
which will be enjoined. 


Action by Billy Rose’s Diamond Horseshoe Inc. v. Ros-Mar Catering 
Corporation for unfair competition. Plaintiff moves for injunction pen- 
dente lite. Motion granted. 


DINEEN, Justice. 


Plaintiff moves for an injunction pendente lite to restrain defendant 
from using and advertising the phrase DIAMOND HORSESHOE in connection 
with its business. The defendant occupies space in the Hotel Paramount, 
which space was formerly occupied by the plaintiff as a theatre restaurant. 
During the occupancy by the plaintiff, the space became known at various 
times as the DIAMOND HORSESHOE and BILLY ROSE’S DIAMOND HORSESHOE. 
Under such names the plaintiff enjoyed a very good reputation and spent 
substantial sums in publicizing the name so that it became synonymous 
with it. The entertainment provided and the quality of food served have 
been accepted by the public with approval, as attested by the large atten- 
dances of people who frequented the theatre restaurant. In the same place 
once occupied by the plaintiff, the defendant conducts public dances but 
serves no food or refreshments. - In connection therewith, it advertises in a 
local newspaper, which advertisement features the words DIAMOND HORSE- 
SHOE in large type and preceding those words, in very small letters, appears 
“formerly the premises of.” Such use of part of the plaintiff’s name is 
calculated to deceive the public into believing that the plaintiff is connected 
with such enterprise, and where its name has been established as a symbol of 
quality permits the defendant to reap benefits by an unlawful appropriation 
of such name, and it matters not whether defendant is in direct competition 
with the plaintiff or otherwise. To continue the appropriation of the name 
by the defendant creates a possible danger to the reputation of the plaintiff, 
established over a period of years and by expenditures of large sums of 
money and fair dealing with the public in order to acquire its good will. 
The motion is granted. Settle order. 
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EDUCATIONAL TRAVEL ASSOCIATION, INC. v. DURIAUX 
N. Y. Sup. Ct., Special Term, N. Y. City — January 24, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 


Plaintiff’s EDUCATIONAL TRAVEL ASSOCIATION and defendant’s EDUCATIONAL 
TRAVEL INSTITUTE (adopted with knowledge of plaintiff’s corporate name) are so 
similar that it can lead to confusion in the public mind. Although it is not 
necessary to show actual irreparable damage, such damage can reasonably be 
expected to flow if permitted to continue. Motion for injunction pendente lite 
is granted. 


Action for unfair competition by Educational Travel Association, Inc. 
v. Duriaur. Plaintiff moves for injunction pendente lite. Motion granted. 
Seymour Liebowitz, of New York, N. Y. for plaintiff. 

William Williams, of New York, N. Y. for defendant. 
DINEEN, Justice. 

Plaintiff moves to restrain defendant from using, advertising and pro- 
moting the name EDUCATIONAL TRAVEL INSTITUTE in any manner calculated 
to deceive the public. Plaintiff is a domestic corporation, having been 
incorporated in 1947, and at one time defendant made his office in the suite 
occupied by the plaintiff. Since leaving the plaintiff, the defendant has 
used several names until in January, 1952, he caused a certificate of doing 
business to be filed using the present name. Though such name may be 
descriptive of the business engaged in by the defendant, it is difficult to 
conceive why such a similar name should be adopted by the defendant with 
knowledge of the corporate existence of the plaintiff. Such similarity can 
only lead to confusion in the public mind and it matters not that the plaintiff 
and defendant are not in direct competition with each other. Further, it is 
not necessary to show actual irreparable damage if, from the acts com- 
plained of, such damage can reasonably be expected to flow if permitted to 
continue. The motion is granted. Settle order. 





RUSHTON et al. v. VITALE et al., doing business as 
SMILE NOVELTY & TOY COMPANY 


No. 123 — C.A. 2 — January 26, 1955 


CoPpYRIGHTS—MATERIAL SUBJECT TO COPYRIGHT 


Suit for copyright infringement and appeal from order denying motion for 
preliminary injunction. Plaintiff bases its action on its copyright of a doll chim- 
panzee named Zippy, a Howdy-Doody television character, which has obviously 
been copied by defendant. The record indicates that plaintiff’s copyright was valid 
since the copyright protection extends to any production of some originality or 
novelty regardless of its commercial exploitation or lack of artistic merit and 
irrespective of whether the dolls were based on a live model or not. Since each doll 
bore the proper copyright notice, the fact that plaintiff permitted photographs of 
ZIPPY to appear in trade journals does not waive their copyright. 
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COPYRIGHTS—-PLEADING AND PRACTICE 
Where a prima facie case for copyright infringement has been made, plaintiffs 
are entitled to a preliminary injunction without a detailed showing of irreparable 
harm particularly where, as here, plaintiff’s allegation that the market is seasonal 
is uneontroverted. 


Action by Rushton et al. v. Vitale et al., doing business as Smile 
Novelty & Toy Company for copyright infringement. Plaintiffs appeal 
from order of District Court for Eastern District of New York denying 
motion for preliminary injunction. Reversed. 

Eugene L. Bondy (Bondy & Schloss and Bertram Braufman on the brief), 

of New York, N. Y. for appellants. 

Sam Panish (Liebowitz, Cobert & Deizel on the brief), of New York, N. Y. 
for appellees. 

Before CuarK, Chief Judge, and Frank and Hincks, Circuit Judges. 

CuarRK, Chief Judge. 

Plaintiffs are suing to enjoin the infringement of a copyright, issued 
May 10, 1954, on a doll in the form of a chimpanzee named Zippy. This 
toy has been marketed by them, after a considerable expenditure of time, 
effort, and money, to fulfill a seasonal demand created by the Howdy 
Doody television program, on which a chimpanzee named Zippy appears. 
Despite the fact that defendants’ doll is substantially identical to, and was 
obviously copied from, that of plaintiffs, the judge below refused to grant 
a preliminary injunction before full trial. His memorandum of decision 
stated: “From the papers submitted I am satisfied that there is a genuine 
triable issue as to the validity of plaintiffs’ copyright and in view of plain- 
tiffs’ failure to show irreparable damage, the granting of the drastic 
remedy of a preliminary injunction is not justified in advance of a trial 
of the issues.” Plaintiffs appeal pursuant to 28 U.S. § 1292, controverting 
both assumptions on which the denial of injunction rested. 

From the pleadings and affidavits before us, on which Judge Inch based 
his decision, there seems little doubt as to the validity of plaintiffs’ copy- 
right or as to its infringement. Copyright protection extends to any 
production of some originality and novelty, regardless of its commercial 
exploitation or lack of artistic merit. Mazer v. Stein, 347 U.S. 201, 100 
USPQ 325 (44 TMR 389) ; see also Notes in 68 Harv. L. Rev. 517 (1955) 
and 66 id. 877 (1953). Indeed, we have said: “All that is needed to satisfy 
both the Constitution and the statute is that the ‘author’ contributed some- 
thing more than a ‘merely trivial’ variation, something recognizably ‘his 
own.’ Originality in this context ‘means little more than a prohibition of 
actual copying.’ No matter how poor artistically the ‘author’s’ addition, 
it is enough if it be his own.” Alfred Bell & Co. v. Catalda Fine Arts, 
2 Cir., 191 F.2d 99, 102, 103, 90 USPQ 153, 157, per Cireuit Judge Frank. 
Here, moreover, mere judges can hardly risk condemning Zippy for lack 
of artistry and thus prove themselves false prophets to the far-flung faithful 
Howdy Doody audience, which seemingly adores his bizarre features and 
funny face. 
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The mere fact that these were based on a live model does not deprive 
them of the necessary amount of originality. 

Nor can we agree with defendants’ contention that plaintiffs waived 
their copyright by permitting photographs of Zippy to appear in trade 
journals. Where, as here, each copyrighted object is itself properly 
labeled to comply with the notice requirements of 17 U.S.C. § 10, repro- 
ductions in trade journals do not result in loss of the copyright. Alfred 
Bell & Co. v. Catalda Fine Arts, supra, 2 Cir., 191 F.2d 99, 105, 909 USPQ 
158, 159. Plaintiffs correctly point out that defendants’ copy could in 
any case have been derived only from the three-dimensional figure itself. 
The evidence which supports this—the reproduction of plaintiffs’ mold 
number, and of plaintiffs’ copyright notice, on defendants’ dolls—also 
makes infringement indisputable, since the visual resemblance between the 
two dolls is apparent. See F. W. Woolworth Co. v. Contemporary Arts, 
1 Cir., 193 F.2d 162, 92 USPQ 4, affirmed 344 U.S. 228, 95 USPQ 396. 

When a prima facie case for copyright infringement has been made, 
plaintiffs are entitled to a preliminary injunction without a detailed show- 
ing of danger of irreparable harm. Houghton Mifflin Co. v. Stackpole Sons, 
Inc., 2 Cir., 104 F.2d 306, 42 USPQ 96, certiorari denied Stackpole Sons, 
Inc. v. Houghton Mifflin Co., 308 U.S. 597, 43 USPQ 521; L. C. Page & 
Co. v. Fox Film Corp., 2 Cir., 83 F.2d 196, 29 USPQ 386; American Code 
Co. v. Bensinger, 2 Cir., 282 F. 829; Fishel v. Lueckel, C.C.S.D. N. Y., 
53 F. 499. Plaintiffs’ allegation that the market for their toy is seasonal 
and likely to be exhausted by Easter is nowhere controverted. Hence the 
district court erred in refusing to grant a preliminary injunction to plain- 
tiffs in this case. Its order is accordingly reversed, and the case is remanded 

Reversed and remanded. 





THE J. R. CLARK COMPANY v. 
MURRAY METAL PRODUCTS COMPANY, INC. 


No. 14836 — C.A. 5 — February 4, 1955 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DrREss OF GOODS 
Plaintiff’s ironing board table top device did not acquire any such secondary 

meaning from its alleged distinctive appearance as would justify injunctive relief 
based on its charge of unfair competition, both for the reason that it has per- 
mitted its device to be sold under other trade names and trademarks and through 
other outlets to such an extent that it could not have been associated exclusively 
in the public mind with plaintiff as the source, and for the additional reason that 
the appearance of the device, being functional, may not acquire any secondary 
meaning which would render it subject to exclusive appropriation by anyone in 
the trade. 


Action by The J. R. Clark Company v. Murray Metal Products Com- 
pany, Inc. for patent infringement and unfair competition. Ddafendant 
counterclaimed for declaratory judgment. Both parties appeal from judg- 
ment for plaintiff in part and defendant in part. Modified. 
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Andrew E. Carlsen and Douglas L. Carlsen, of Minneapolis, Minnesota and 

James F. Weiler, of Houston, Texas for The J. R. Clark Company. 

Joe E. Edwards and B. R. Pravel, of Houston, Texas, for Murray Metal 

Products Company, Ine. 

Before Borau, Rives and Turt ez, Circuit Judges. 
Rives, Circuit Judge. 

This appeal is from a judgment of the district court holding appellant’s 
combination patent No. 2,276,981, for a “ventilating metal ironing table 
top” invalid and not infringed, and that appellant’s device had acquired no 
secondary meaning which would justify granting any broad relief against 
appellee for unfair competition, though it was entitled to limited injunctive 
relief prohibiting appellee’s use of advertising confusingly similar to that 
of appellant. The main appeal is from the trial court’s holding as to in- 
validity, non-infringement, and lack of unfair competition in appellee’s 
sale of the accused ironing table, while appellee has cross-appealed from the 
holding that its advertisement is so confusingly similar to that of appellant 
as to justify injunctive relief, as well as its allocation of one-fourth costs 
against appellee and refusal to award it attorney’s fees. 

Appellant is a Minnesota corporation organized in 1889, and is exten- 
sively engaged in the manufacture and sale of ironing tables. Appellee is 
a Texas corporation which, though never having manufactured the accused 
table structure, has sold the device for its manufacturer, Smithville Metal 
Products Company of Smithville, Texas, which company is not a party 
to this suit.? 

The patent in suit was issued March 17, 1942 to appellant, as assignee 
from the inventor-applicant, Edward T. John. Claim 1 thereof, which is 
the only claim in issue, reads as follows: 

“1. An ironing table top, comprising a framework formed of longi- 
tudinal and transverse members and a peripheral frame member united 
with the longitudinal and transverse members, and a surface member 
consisting of a single sheet of flat expanded metal resting upon the 


longitudinal frame members and having edges thereof secured to the 
peripheral member.” 


On the initial issue of Claim 1’s validity, appellant insists that its use 
of flat expanded metal? as an ironing table top involved patentable invention 





1. The failure to join the manufacturer of the accused device as a party defendant 
in this suit is not material, in view of appellant’s option under 35 U.S.C. Sec. 271 to 
charge with infringement “whoever without authority makes, uses or sells any patented 
invention”, ete. (Emphasis ours.) 

2. Flat expanded metal is defined in appellant’s brief, “as a sheet of metal that has 
been slit, stretched and flattened in such a manner that it is left with alternately staggered 
rows of profusely distributed diamond-shaped openings, presenting substantial free open 
area, without removing material from the sheet, and the stretching and flattening opera- 
tions are such as to create tension within the material giving it more supporting strength 
than would be present in a sheet of metal having a corresponding amount of free open 
area but in which the openings are formed by punching or otherwise removing material 
from the sheet.” Flat expanded metal is not only fire proof, but has a smooth surface 
and tension properties resulting from the cold stretching process by which it is made, 
which increase its strength. It is also of light weight and comparatively inexpensive to 
make. 
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because the prior art reveals that no one, prior to the advent of its patent, 
had recognized that this type metal had inherent properties and character- 
istics which peculiarly adapted it for unusual efficiency as an ironing table 
top, viz: the required strength to support an iron during the ironing opera- 
tion and still provide the desirable smooth surface and open area for ven- 
tilation and steam escape, as well as the desirable characteristic of absorbing 
the high temperatures to which an ironing table top is subjected in localized 
areas without bulging, buckling or undergoing other structural distortion. 
Appellant further insists that Claim 1 is valid because it embodies an inven- 
tion which remedied many problems theretofore unsolved by the prior art 
in the trade; that its validity is further reinforced by its due issuance by 
the Patent Office after consideration of all pertinent prior art references, 
as well as by its extensive commercial success and the recognition of appel- 
lant’s statutory monoply by its largest competitors in the field; that the 
structural variations in appellee’s table are insufficient to avoid infringe- 
ment under the doctrine of equivalents; and finally, that the testimony 
reveals appellant’s table has acquired such secondary meaning and signifi- 
cance in the trade as properly entitled it to prevail also on its charge of 
unfair competition. 

Appellee insists that the trial court properly held Claim 1 invalid be- 
cause, when viewed in the light of more pertinent prior art references not 
considered by the Patent Office before issuance of the patent, the mere sub- 
stitution of flat expanded metal for other ironing table top materials already 
known did not involve patentable novelty or invention, but was only a 
logical extension of prior existing knowledge readily apparent to any 
skilled artisan in the trade, particularly since its use as a table top was 
suggested in numerous trade circulars and publications issued prior to the 
patent in suit; alternatively, and solely in the event this Court considers 
Claim 1 valid, that appellee’s ironing table exhibits substantial structural 
differences sufficient to avoid infringement; that appellant is entitled to no 
relief on its theory of unfair competition because of its own acts in per- 
mitting the patented structure to be sold under different names and trade 
marks through various other outlets, which fact effectively refutes the con- 
tention that its product had become so identified with appellant as to acquire 
secondary significance in the trade. 


The district court found that no patentable novelty or invention ex- 
isted in appellant’s mere use of flat expanded metal for an ironing table 
top; that such metal and its inherently advantageous properties were well 
known prior to the advent of the patent in suit; specifically, that the use of 
wuven wire, perforated metal, and expanded metal lath for ironing table 
tops, as suggested by the prior art, reveals them as fully equivalent ma- 
terials to flat expanded metal, and the mere substitution of the latter ma- 
terial for the former did not constitute patentable invention, but was “a 
logical step for a skilled man designing an ironing table and involved only 
engineering or mechanical skill”; that, irrespective of its finding of in- 
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validity, appellee’s accused device did not infringe the patent in suit be- 
vause, whereas the disclosure of Claim 1 is expressly restricted to “a frame- 
work including more than one longitudinal member which is united to the 
peripheral frame member”, appellee’s table had a different framework, in 
that it exhibits “only a single partial longitudinal member” ;* finally, that 
appellant “has not established that the appearance of its ironing table top 
has acquired a secondary meaning’, but since “the general appearance and 
arrangement, as well as certain descriptive phases in defendant’s adver- 
tisement, are confusingly similar to many of plaintiff’s advertisements,” it 
created “the possibility that plaintiff’s prospective purchasers might be 
misled, and * * * the likelihood of confusion to the public,” so as to warrant 
the court’s grant of limited injunctive relief to restrain appellee’s further 
use of advertising “confusingly similar” to that adopted by appellant. 

On the primary issue of Claim 1’s validity, appellant concedes in brief 
that we are confronted with the comparatively simple proposition of 
“whether or not the use of flat expanded metal for this particular pur- 
pose (ironing board top) involved invention”. It further concedes that 
flat expanded metal, as such, did not originate with the patentee, John, 
but that this type metal, as well as ironing board frames, were old long 
before issuance of the patent in suit.‘ Furthermore, appellant does not 
deny “that the qualities and characteristics of flat expanded metal that 
enabled it to so effectively solve these problems® are ‘inherent’” in the 
material itself. Appellant insists, however, that such concessions are imma- 
terial and in no way affect the validity of its patentee’s invention because : 

“Tn not one of these earlier disclosures will be found the remotest 
suggestion of John’s discovery that flat expanded metal will absorb or 


dissipate heat without buckling; in not one of them is there even a 
hint that flat expanded metal has properties that peculiarly adapt the 


3. In addition to its holding that appellee’s table did not infringe upon the express 
language of the Claim, the Trial Court further noted that, 99 USPQ 209, 213, “Claim 1 
of the patent in suit is not entitled to any range of equivalency such as would bring the 
defendant’s structure within the terms of such a claim,” citing this Court’s decisions in 
Price-Trawick v. Gas Lift Corp., 101 F.2d. 134, 40 USPQ 265; Hughes v. Magnolia 
Petroleum Co., 88 F2d. 817, 33 USPQ 9; Texas Rubber § Specialty Corp. v. D. & M. 
Machine Works, 81 F.2d. 206, 28 USPQ 180. 


4. In brief, appellant admits that, “There is nothing in the John patent in suit, nor 
in its file wrapper, nor in this entire record, even remotely suggesting that John invented 
flat expanded metal as such. It is disclosed for use as shelving in the earlier patents to 
Clark, 1,259,210 of 1918, Griffith, 1,961,144 of 1934, and Mack, 2 141 400 of 1938; and 
for use as grills and partitions in Miller, 2,038,306 of 1936, and Otte, 2,018,085 of 1935. 
Flat expanded metal was also freely available in 1935 or 1936 * * *, and John himself 
testified that he had seen and knew about flat expanded metal prior to his invention.” 


5. The particular problems resulting from the use of solid or perforated metal iron- 
ing table tops, as disclosed by the prior art, were clearly demonstrated by counsel for 
appellant upon the oral argument. Their demonstration revealed that, when a sufficiently 
heated iron is applied to an ironing pad covering such solid or perforated metal top, the 
top will buckle or bulge in the particular spot to which the iron is applied. Obviously, 
this buckling or distortion disrupted that flat, smooth surface needed for an efficient 
ironing operation. In addition, the briefs reveal that other problems were encountered 
to a greater or lesser degree in the use of wooden and other type metal ironing tables 
revealed by the prior art, such as warping or cracking, inadequate ventilation to provide 
steam escape, lack of required strength, undesirably rough surface, higher costs of manu- 
facture, ete. 
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material for an ironing table top; nowhere will be found the problems 
of localized heat application, the necessity for maintaining a perfectly 
flat ironing surface condition, the problem of surface condensation to 
prevent rotting, or the problem of adequate open ventilating space to 
permit steam escape, while also maintaining adequate smoothness of 
surface and strength to effect efficient operation. 

* * * * 


“The one and only person to discover that flat expanded metal 
had these latent or inherent characteristics, so badly needed in the 
ironing table art, was Edward T. John, the inventor in the patent in 
suit, and if this Court so finds, as it should, then the claim in issue 
should be sustained.” 

With specific reference to the advantageous “latent or inherent char- 


acteristics” of flat expanded metal for use as an ironing table top, appellant 
further insists : 


“Its greatest advantages, however, reside in the two facts (1) that 
it has a free open area of about sixty per cent so as to provide ample 
ventilation for the downward escape of steam without any conden- 
sation forming on its upper surface, and (2) that it had the very 
important function or property of being able to absorb and/or dissi- 
pate the locally applied heat without bulging, buckling, or otherwise 
distorting the plane or flat surface condition of the sheet. These were 
essentially the new advantages, functions and results that were found 
to have so much merit and great value to the Clark Company, and 


which were recognized as an inventive contribution by the Patent 
Office.” 
We have carefully considered each of appellant’s contentions in the 


light of the prior art, the physical exhibits, and the record testimony; yet 
we remain thoroughly convinced that none of them may be sustained. 
Whether, assuming Claim 1’s validity, appellant might be entitled to 
prevail on the closer issue of infringement,* we think it unnecessary for 
us to decide. Expressly pretermitting any holding upon that issue, we 
prefer to predicate our decision on what appears to us more solid ground, 
i.e. the proven invalidity of the patent in suit, both as anticipated in fact 
' by the prior art, and for its failure, as a matter of law, to disclose that 
. degree of novelty now required in order to vest a patentee with the statu- 
tory monopoly which an enforceable patent grants. See Great A. & P. Tea 
Co. v. Supermarket Equipment Corp., 340 U.S. 147, 87 USPQ 303; Jeoffroy 
Mfg., Inc. v. Graham, 5th Cir., 206 F.2d 772, 776, 98 USPQ 424, 427-428; 
Robinson v. DiGaetano, 5th Cir., 212 F.2d 1, 101 USPQ 161. Considering 
appellant’s contentions as to validity in the light of its own admissions, as 
well as against the background of the prior patents cited, the patented 
and accused structures, and the other evidence, we have no doubt the Trial 
Court correctly held that, even taking into consideration the fact that 
we are viewing John’s alleged contribution in the light of hindsight, the 


6. Assuming Claim 1’s validity, we think it might reasonably be urged that the 
structural differences relied upon by the Trial Court and appellee between appellant’s and 
appellee’s devices are insufficient to avoid infringement under a reasonable application 
of the doctrine equivalents. See Jeoffroy Mfg., Inc. v. Graham, 5th Cir., 206 F.2d 772, 
778, 98 USPQ 424, 429. 
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prior art cited, and particularly the trade circulars and publications relied 
upon,’ at least inferentially suggested the substitution of flat expanded 
metal in ironing board tops as a “logical extension” of prior knowledge, 
which use as the Trial Court noted, should have been reasonably apparent 
to “a skilled man assigned to the task of designing a ventilated top ironing 
table.” 

Appellant’s insistence that the failure of other experts to use flat ex- 
panded metal for such purpose prior to issuance of the John patent in 
1942 is practically conclusive of the validity of John’s contribution, is not 
sound, particularly in the light of the showing that such material, with all 
its inherent advantages for such use, was not developed and marketed 
commercially, or extensively advertised, until about 1935 or 1936. Its 
further insistence that the presumption of validity of the patent in suit 
is increased by several factors, i.e. issuance by the Patent Office after con- 
sideration of the most pertinent prior art,® commercial success, and recog- 
nition by the trade. We think it too well settled to require citation of 
authority that, while all such facts and circumstances may properly be 
relied upon to reinforce ultimate conclusions as to validity in close or doubt- 
ful cases, they are never in themselves determinative, either singly or in 
the aggregate, nor may they serve independently to breathe life into a 
patent which, like Claim 1 here, is otherwise basically lacking in patent- 
able invention. Moreover, like the district court, we reject appellant’s as- 
sertion that, “in dissipating localized heat without distortion, the flat ex- 
panded metal performs an additional and different function in the combi- 
nation claimed that it had ever performed out of it.” We think this latter 
contention is substantially refuted by testimony revealing that the patentee, 
John, as an engineer was bound to admit his knowledge of the familiar 
principle “that metal expands when it is heated”, and logically must have 
known that any available metal with open spaces or holes in it which pro- 
vided room for heat expansion, as well as the other claimed advantage of 
added ventilation for steam escape, would not be subject to an inordinate 
amount of buckling or other heat distortion. In fact, John’s own testimony 


7. The advertising circulars and publications cited, which were not considered by 
the Patent Office, suggested uses for flat expanded metal in lieu of woven wire, per- 
forated metal, etc., as follows: 

“If the needs of your business require woven wire mesh, perforated metal or 
wire rod panels for manufacturing and maintenance uses, you can profit by the 
convenience and economy of Red Top Econo Mesh.” (emphasis added.) 

“Whether or not an open mesh material is used in the product you make, ex- 
amine these Shelf-X samples * * * Larger samples for experimental purposes 
will be gladly furnished without cost as well as an engineering design service. 
Let us show you how you can do a better job with Shelf-X.” 

* * * 


“Shelf-X makes a better product where a rigid, open mesh material is re- 
quired” * * * “Easy to fabricate” * * * “Flat smooth surface” * * * “Attractive 
design” * * * “Economical” * * * . 


8. Appellee forcibly contends, and the Trial Court found, that this claimed pre- 
sumption of the patent’s validity arising from its due issuance by the Patent Office is 
here upset by the failure of the Patent Office to consider the most pertinent prior art 
references. See Jacuzzi Brothers, Inc. v. Berkeley Pump Co., 9th Cir., 191 F.2d 632, 
91 USPQ 24, and Jeoffroy Mfg., Inc. v. Graham, supra note 6. 
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fairly shows that his awareness of this problem prompted his prior use of 
woven wire screen to prevent buckling, and that his subsequent and alleg- 
edly novel inventive contribution in using flat expanded metal in place of 
woven wire mesh screen was just “a logical extension of the same idea.’”® 
It further seems to us that, irrespective of whether the Trial Court correctly 
viewed the prior art and John’s earlier filed patent No. 2,320,607 as es- 
tablishing “that woven wire, expanded metal lath and flat expanded metal 
are fully equivalent materials” for ironing table top use, the evidence 
does fairly support appellee’s assertion that flat expanded metal, like 
any other metal with openings in its surface known to the prior art, has 
certain inherent advantages for ventilation and heat resistant purposes, 
the effectiveness of which varies directly according to the extent of open 
area provided and the degree of heat applied. While John may have 
been the first to apply these known variable factors to the production of 
a more efficient ironing table top made of flat expanded metal, we agree 
with appellee and the District Court that his successful experimentation 
is more appropriately characterized as skilled artisanship of the trade, 
rather than true invention. Withaut belaboring further facts and princi- 
ples which we think clearly support the Trial Court’s holding,!® we think 
its ultimate conclusion as to the invalidity of Claim 1 of the John patent 
must be sustained. Great A. & P. Tea Company v. Supermarket Equip- 


9. The patentee, John, testified: 

“Q. And then you thought of the woven wire screen, in order to prevent that 
buckling ? 

“A. To prevent the buckling and to provide ventilation from the lower side. 

“Q. Now, did that woven wire screen prevent buckling and provide ventilation? 

“A. I believe it did to some extent. 

“Q. Now, just when did you think about using flat expanded metal in place 
of the woven wire screen? 

“A. I couldn’t give you an exact date. 

“Q. Do you remember any of the circumstances that caused you to think about 
that? 

“A. Well, we wanted a smooth top, of course, it was just more or less a logical 
extension of the same idea of providing a well ventilated non-buckling practical 
ironing table top, built entirely of metal. 

“Q. At that time had you seen expanded metal? 

“oe, 7a 

10. In holding Claim 1 invalid as anticipated by the prior art, we think the Trial 
Court properly relied upon the following patents and publications: U.S. patent No. 
1,769,010—Adams—July 1, 1930; U.S. patent No. 1,885,211—Adams—November 1, 1932; 
U.S. patent No. 2,152,618—Anderson—March 28, 1939; U.S. patent No. 508,595— 
Barrett—November 14, 1893: U.S. patent No. 2,215,918—Fay—September 24, 1940; 
U.S. patent No. 1,682, 903—Hadaway—September 4, 1928; U.S. patent No. 2,220,962— 
Kingman—November 12, 1940; U.S. patent No. 1,154,726—Ramlow—September 28, 
1915; British patent No. 4,690—von Nawrocki—October 2, 1883; U.S. patent No. 
2,110,008—Wardwell—March 1, 1938; “Shelf-X—Flat Surfaced Expanded Steel Sheets”, 
published by U.S. Gypsum, November 22, 1935; “Shelf-X—Effects Economies and Im- 
portant Product Improvements”, published by U.S. Gypsum Company, November 22, 
1935; “The Red Top Econo Mesh Book”, published by U.S. Gypsum Company, January 
8, 1936; “Expanded Metal Shelves”, published by the Consolidated Expanded Metal 
Companies, Wheeling, West Virginia, May 6, 1936; “Red Top Econo Mesh Products”, 
published by U.S. Gypsum Company, November 2, 1936; “Flat Expanded Metal”, dated 
October 12, 1939, published by the Consolidated Expanded Metal Companies, Wheeling, 
West Virginia. 

From the above cited prior art patents and publications, the Trial Court found that, 
99 USPQ at 212: 
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ment Corp., supra; Sinclair & Carroll Company v. Interchemical Corp., 
325 U.S. 327, 65 USPQ 297; Texas-Miller Hat Corp. et al. v. Switzer Bros., 
Inc., et al., 5th Cir., 201 F.2d 824, 825, 96 USPQ 229, 230; A. O. Smith 
Corp. v. Affiliated Gas Equipment, Inc., 5th Cir., 205 F.2d 654, 98 USPQ 
169; Johnston Formation Testing Corp. et al. v. Halliburton et al., 5th 
Cir., 88 F.2d 270, 272, 32 USPQ 85, 87; Ritchie v. Lewis-Browning Mfg. 
Co., Inc., 5th Cir., 196 F.2d 434, 93 USPQ 323; see also General Electric 
Co. v. Jewel Incandescent Lamp Co., 326 U.S. 242, 67 USPQ 155. 

We further agree with the appellee and district court that appellant 
failed to prove it had aequired any such secondary meaning from the 
alleged distinctive appearance of its ironing table as would justify any 
broad injunctive relief based on its charge of unfair competition, both 
for the reason that it has permitted its device to be sold under other trade 
names and trade marks and through other outlets to such an extent that 
it could not have been associated exclusively in the public mind with ap- 
pellant as the source, and for the additional reason that the novel appear- 
ance of the flat expanded metal top of appellant’s ironing table, being 
functional and a result of a well known manufacturing process, may not 
acquire any secondary meaning which would render it subject to exclusive 
appropriation by anyone in the trade. See In re Hillerich et al., 204 F.2d 
297, 97 USPQ 451 (48 TMR 967); Mastercrafters Clock Co. v. Vacheron 
Watches, Inc., D.C.N.Y., 119 F. Supp. 209, 100 USPQ 432; Lektro-Shave 
Corp. v. General Shaver Corporation, 2nd Cir., 92 F.2d 435, 36 USPQ 81; 
Smith, Kline & French Laboratories v. Waldman, D.C.E.D. Pa., 69 F. Supp. 
646, 70 USPQ 446. 

Finally and with sole reference to appellee’s cross-appeal, we think it 
clear that since appellant has never alleged or seriously contended that 
the publication of the disputed material actually constituted unfair com- 
petition and since we further view the evidence as failing affirmatively to 
establish that appellant has acquired any trade mark rights or secondary 


“The prior are clearly teaches that the combination of various ventilated tops, 
such as woven wire and perforated metal, with a framework for support is old; 
when flat expanded metal is substituted for such prior art ventilated materials, the 
frame serves the same purpose as the frameworks of the prior art, namely, to support 
the ventilated top; any advantage in the substitution of flat expanded metal for the 
prior art ventilated metals is due solely to the inherent properties of the flat ex- 
panded metal and not to any new cooperation between the framework and the ex- 
panded metal; flat expanded metal is old and the results obtained in its use were 
not surprising or unexpected and could be predicted. * * * ” 

In further holding Claim 1 invalid for its failure, as a matter of law, to meet the 
prescribed test for patentable invention, the district court, citing numerous supporting 
authorities, held that, 99 USPQ at 213: 

“Claim 1 of the patent in suit is invalid for want of invention because it merely 
involves the selection and substitution of flat expanded metal for other metallic 
surfaces having openings therein, both flat expanded metal and said metallic sur- 
faces having been known to the public prior to the filing date of the patent in 
ane => 

“Claim 1 of the patent in suit is invalid for want of invention because it is 
merely directed to a new use of a well known commercial material. * * * 

“ * * * Claim 1 of the patent in suit is * * * invalid because the discovery of 
latent or inherent properties of an old and well known material does not con- 
stitute invention. * * *.” 
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meaning in the merely descriptive words and terms employed in appellee’s 
advertising, these particular findings of the Trial Court and its conclusion 
based thereon, which actually grant only nominal rather than any sub- 
stantial relief, must be reversed, together with that portion of the judgment 
taxing one-fourth of the costs against appellee. 

The judgment is hereby affirmed on the main appeal, and reversed on 
the cross-appeal. 


THE COCA-COLA COMPANY v. EDWARD GERBER doing 
business as SWISS VILLAGE and SWISS CORNER 


Civ. No. 52 C 1103 — D.C.N. D. Ill, E. D. — February 21, 1955 
CourTS—CONTEMPT PROCEEDINGS 

Defendant in failing to prevent his employees from passing off beverages that 
are not COCA-COLA in response to orders for COCA-COLA during the pendency of 
injunction adjudged in contempt of Court. 

The substitution, by defendant and his agents, of a product other than that 
sold under plaintiff’s trademark, in response to calls for COcA-coLA violates decree. 
Action by The Coca-Cola Company v. Edward Gerber, doing business 

as Swiss Vilage and Swiss Corner for contempt of court. Judgment for 

plaintiff. 

Woodson, Pattishall & Garner (Beverly W. Pattishall of counsel), of 
Chicago, Illinois for plaintiff. 

Jerome Strauss, of Chicago, Illinois for defendant. 

Perry, Judge. 


FInpINGs orf Fact AND Conclusions or Law 


This proceeding having arisen under the order of this court that the 
defendant show cause why he should not be held in contempt, and the 
court having heard evidence of both parties and considered the arguments 
of their counsel, and being fully advised in the premises, finds the following 
facts and draws the following conclusions of law. 


FINDINGS oF Fact 


1. The plaintiff, The Coca-Cola Company, is a Delaware corporation 
and is a citizen and resident and inhabitant of that state. 


11. Although appellee’s advertisement does use certain common descriptive words 
also employed by appellant, such as “all steel”, “ventilated” and “rigid”, and further uses 
ordinary sales language implying that its table “makes ironing easier, safer, faster, 
better”, etc., in a manner similar to that employed by appellant, we think it clear even 
from a cursory inspection of these two advertising exhibits that there is no such similarity 
or possibility of deception of the buying public exhibited therein which could ordinarily 
result from their simultaneous use as would justify the grant of any injunctive relief, 
particularly since appellee’s trade mark, “Murray Steel-Top”, and the additional iden- 
tifying phrase, “Product of Murray Metal Products Company”, are prominently dis- 
played both at the top and bottom of appellee’s advertisement, in a way which substan- 
tially distinguishes it from appellant’s product. See Kellogg Co. v. National Biscuit Co., 
305 U.S. 111, 39 USPQ 296 (28 TMR 569); Pulitzer Pub. Co. v. Houston Printing Co., 
5th Cir., 11 F.2d 834; International Htg. Co. v. Oliver Oil & Gas Co., 8th Cir., 288 F. 708. 
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2. The defendant, Edward Gerber, is a citizen of the State of Illinois 
and a resident and an inhabitant of the Northern District of Illinois, 
Eastern Division, where he is engaged in operating a place of business 
under the various trade styles, SWISS VILLAGE, and SWISS CORNER, at 4418 
Fullerton Avenue, in the City of Chicago, State of Illinois. 

3. On July 8, 1952, a final decree was entered by this court, ordering 
that the defendant his “agents, employees, associates, servants, and those 
in active consort and participation with you and each of you do absolutely 
desist and refrain from selling or offering for sale in response to calls or 
orders for coca-coLa, any product not the plaintiff’s.” 

4. The aforesaid decree was personally served upon the defendant, 
Edward Gerber, by the Deputy United States Marshal for this district on 
the 3lst day of July, 1952. 

5. On December 13, 1954, this court entered an order upon the de- 
fendant to show cause why he should not be adjudged in contempt of this 
court in violation of the aforesaid decree. 

6. A copy of the aforesaid order to show cause was served by regis- 
tered mail upon the defendant on December 14, 1954, and by the United 
States Marshal for this district on the defendant in person on December 
23, 1954. 

7. Between the dates of March 18, 1954 and October 27, 1954 in- 
elusive, plaintiff’s trade examiners made twelve visits to the place of 
business of the defendant, and placed thirty-nine orders for coca-coLa, 
and in all thirty-nine instances, were served a product not COCA-COLA 
without any explanation. 

8. Following the third of the aforesaid visits, one of plaintiff’s senior 
trade examiners called upon the defendant and told him that plaintiff had 
found he was violating the aforesaid decree and asked that he discontinue 
violating the decree, and this conference was subsequently confirmed by a 
registered letter by plaintiff’s representative wherein said request was 
repeated and said letter was received by defendant. 

9. On nine of the visits by plaintiff’s trade examiners after the afore- 
said requests were made defendant continued to substitute without explana- 
tion a product not coca-coLa on orders for cocaA-COLA. 

10. On various occasions when the aforesaid substitutions occurred 
plaintiff’s trade examiners were served personally by the defendant, Edward 
Gerber, and on other oceasions by employees of the defendant, Edward 
Gerber. 


11. The defendant has passed off beverages that are not coca-coLa in 
response to orders for coca-coLa during the pendency of the aforesaid 
injunction. 

12. The defendant has failed to act effectively to prevent his employees 
from passing off beverages that are not coca-coLa in response to orders for 
coca-coLa during the pendency of the aforesaid injunction. 
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13. Plaintiff’s “out-of-pocket” expenditures directly incident to its 
investigation of defendant’s failure to abide by the decree herein, and in 
bringing its witnesses to the hearing herein, total $1,772.08. 

14. Plaintiff’s taxable court costs in connection with this proceeding 
total $19.80. 

15. Plaintiff’s uncollected taxed court costs in connection with the 
original proceedings herein total $22.60. 

16. Plaintiff's attorneys’ fees incident to this action total $750.00. 

17. The aforesaid “out-of-pocket” expenses, taxable costs in connec- 
tion with the original proceedings and the present proceedings and 
attorneys’ fees total $2,564.48. 

18. The evidence is clear that the defendant has disregarded the 
orders of this court in selling a product not coca-cota on orders for 
COCA-COLA. 

19. The defendant stands in contempt of this court. 

20. The “out-of-pocket” expenditures by plaintiff incident to this 
proceeding were not excessive in view of the nature of the proof called for. 


ConcLusions oF Law 


1. The court has jurisdiction over the parties and the issues raised 
herein. 

2. The defendant has violated the injunctive decree entered herein 
by having sold without explanation a product not of plaintiff’s manufacture 
and not coca-CcoLA in response to orders for COCA-COLA. 

3. The defendant is guilty of contempt of this court in his disobedience 
of the final decree entered herein. 

4. Plaintiff is entitled to an order adjudging the defendant in con- 
tempt in conformity with these Findings of Fact and Conclusions of Law. 

5. Pursuant to the consent of the parties in open court, plaintiff is 
entitled to recover from defendant the sum of One Thousand Dollars 
($1,000.00) for its expenses and disbursements, attorneys’ fees, and taxable 
court costs incident to this proceeding, said One Thousand Dollars 
($1,000.00) to be paid by the defendant to the clerk of this court in 
monthly installments of One Hundred Dollars ($100.00) each, commencing 
on the fifteenth day of March, 1955, until said One Thousand Dollars 
($1,000.00) shall have been paid by defendant in full. 

6. Pursuant to the consent of the parties in open court, plaintiff is 
entitled to recover from the defendant the sum of Two Thousand Dollars 
($2,000.00) in addition to the aforesaid One Thousand Dollars ($1,000.00) 
as a fine and penalty. 

7. Pursuant to the consent of the parties in open court, the payment 
of the aforesaid fine and penalty judgment of Two Thousand Dollars 
($2,000.00) shall be suspended until a date one year from the date of 





Serer ae ene 
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entry of judgment in this proceeding, pending the defendant’s compliance 
with the orders of this court. 

8. Pursuant to the consent of the parties in open court, the defendant 
is entitled to have the aforesaid fine of Two Thousand Dollars ($2,000.00), 
one year from the date of entry of judgment of this proceedings, stand 
voided without the necessity of further action of this court, unless prior 
thereto notice to the court has been given of a violation of the orders of 
this court. 


FINAL JUDGMENT 


This proceeding and the testimony of the witnesses herein having been 
heard in open court and the matter argued and submitted, the plaintiff 
and defendant having been duly represented by counsel, and the court 
having entered Findings of Fact and Conclusions of Law, and in accord- 
ance therewith, it is hereby OrpDERED, ADJUDGED AND DECREED that: 

1. The defendant has violated the terms of the permanent injunction 
herein in having passed off and sold a product not coca-coLa and not of 
plaintiff’s manufacture on orders and requests for coca-CoLA. 


2. The defendant is guilty of and stands in contempt of this court. 


3. The plaintiff shall recover from the defendant a total of One 
Thousand Dollars ($1,000.00) for its expenses, disbursements, attorneys’ 
fees, and taxable costs incident to this proceeding, to be paid by the de- 
fendant to the plaintiff by delivering to the clerk of this court, com- 
menecing March 15, 1955, One Hundred Dollars ($100.00) and an additional 
One Hundred Dollars ($100.00) monthly thereafter until the total of said 
One Thousand Dollars ($1,000.00) has been paid. 

4. The defendant is further fined a total of Two Thousand Dollars 
($2,000.00), the payment of which to plaintiff shall be suspended for one 
year from the date of this Final Judgment, pending compliance by the 
defendant with the orders of this court, and said fine of Two Thousand 
Dollars shall be voided at the end of said one year period without further 
order of this court unless this court shall have been notified of the failure 
of the defendant to comply with its orders. 


(In: The Coca-Cola Company v. Crossroads Restaurant, et al. a 
similar decision was handed down by Judge Knoch of the District 
Court for the Northern District of Illinois on February 1955. The 
eourt held the defendant guilty of contempt of court and having 
violated the preliminary and the permanent injunctions. Plaintiff is 
entitled to recover from the defendant, Crossroads Restaurant and 
Cocktail Lounge, Ine., the sum of $721.08 for its expenses and dis- 
bursements incident to this proceeding, together with $350.00 for its 
attorneys’ fees, together with $100.00, together with its taxable court 
costs in the amount of $21.40.) 
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ARCADY FARMS MILLING COMPANY v. 
DR. SALSBURY’S LABORATORIES 


Canc. No. 6290, Opp. No. 32081 — 
Commissioner of Patents — Aug. 31, 1954 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
CANCELLATION PROCEDURE—IN GENERAL 
Ordinarily, when opposition and cancellation proceedings involving same 
parties and same marks are pending, it is desirable to consolidate them—or order 
that they proceed concurrently, especially when petition to cancel is filed with or 
within a short time after answer in first proceeding. In case on hand unnecessary 
delay would be caused since applicant waited eight months to file petition to cancel; 
cancellation proceeding is suspended pending final termination of opposition 
proceeding. 
REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


If abandonment appears from testimony of opposer-respondent, opposition will 
be dismissed and the petition to cancel may then be disposed of on motion. 


Cancellation and opposition proceeding between Arcady Farms Mill- 
ing Company and Dr. Salsbury’s Laboratories. Petition from decision 
of Examiner of Interferences consolidating cancellation and opposition 
and denying motion to dismiss cancellation petition. Reversed as to con- 
solidation, affirmed as to denial of motion. 

Schroeder, Hofgren, Brady & Wegner, of Chicago, Illinois for Aready 

Farms Milling Company. 

I. J. Fellner, of Washington, D. C. for Dr. Salsbury’s Laboratories. 


LEEps, Assistant Commissioner. 

A petition to the Commissioner has been filed for review of the action 
of the Examiner of Interferences denying respondent’s motion to dismiss 
and consolidating the cancellation proceeding with a co-pending opposition 
between the parties. 

The opposition was filed on December 4, 1952, and answer was filed 
on March 6, 1953. The answer denied generally all pleadings upon which 
the claim of damage was based. Opposer took its testimony on August 26, 
1953, and the transcript and exhibits were filed on October 8, 1953. 

On request of applicant, successive stipulations were filed extending 
the time for taking of its testimony from October 19, 1953 to April 29, 
1954. No testimony was taken by oral deposition, but on March 24, 1954 
a stipulation of the parties was filed under the terms of which applicant 
was permitted to take testimony under Patent Office Rule 272 (c), and it 
was agreed that copies of applicant’s testimony so taken and other evidence 
to be introduced need not be filed until the time for filing its brief. The 
opposition proceedings have been suspended until the cancellation proceed- 
ings have “caught up” procedurally, i.e. testimony has been taken. 

The petition to cancel the registration relied upon in the opposition 
proceeding was filed on April 27, 1954, and was served on opposer-respond- 
ent on May 21, 1954, almost nine months after opposer took its testimony 
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in the prior case, and more than thirteen months after the answer was 
filed in the opposition. In view of its position in the opposition proceed- 
ing that the marks are not confusingly similar and the goods are so dif- 
ferent as to obviate likelihood of confusion, petitioner’s allegations in the 
cancellation proceedings in these regards are hypothetically set forth. The 
specific ground for cancellation is that respondent has engaged in a course 
of conduct, including acts of omission, as well as commission, which has 
caused the mark to lose its significance as an indication of origin and thus 
has abandoned the mark. 

Simultaneously with the filing of the petition to cancel, petitioner 
file a motion to consolidate the opposition and the cancellation proceed- 
ings. This motion was resisted by respondent. 

On June 1, 1954 respondent filed a motion to dismiss the petition on 
the ground that it failed to state a claim upon which relief could be 
granted. Joined with the motion to dismiss was a motion to strike certain 
paragraphs of the pleadings. 

On June 23, 1954 petitioner filed a motion for leave to file an amended 
petition, accompanied by the proposed petition; and on June 29, 1954 
respondent moved to dismiss the amended petition on the grounds thereto- 
fore relied upon in connection with the original petition, and moved to 
strike certain paragraphs of the amended petition. 

On July 6, 1954 the Examiner of Interferences accepted the amended 
petition and, in view of such acceptance, he denied respondent’s motion 
to dismiss the original petition. 

On July 28, 1954 the Examiner of Interferences granted petitioner’s 
motion to consolidate the opposition and cancellation proceedings, denied 
respondent’s motion to dismiss, and granted respondent’s motion to strike. 
A petition for reconsideration was denied. Hence, this petition to the 
Commissioner. 

Ordinarily, when opposition and cancellation proceedings involving 
the same parties and the same marks are pending, it is desirable to con- 
solidate them—or, at least, to order that they proceed concurrently. This 
is especially true when a petition to cancel is filed with, or within a short 
time after, the answer in the first proceeding. There are situations, how- 
ever, where the result of such procedure would constitute an unnecessary 
delay in concluding the first proceeding. This seems to be one of those 
situations. 

Opposer-respondent took its testimony in the opposition proceeding 
on August 26, 1953. Applicant-petitioner’s trial period was to have opened 
on September 18, 1953 and it obtained extensions of time for its trial 
period up to and including April 29, 1954—more than eight months after 
opposer-respondent’s testimony was taken. (Apparently applicant in the 
opposition prepared its evidence in defense of the opposition proceeding 
and forwarded copies to the opposer on or about April 26, 1954, but re- 
served the right, by way of stipulation, to file such evidence at the time 
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of filing its brief.) The petition to eancel was filed on April 27, 1954, 
and although it is contended that the matter of abandonment came to 
light only at the time that opposer’s testimony was taken, no good cause 
was shown for the eight-month delay. 

The action of the Examiner of Interferences in granting the motion 
to consolidate the proceedings will be considered first. 

In support of its motion to consolidate, petitioner contends: (1) 
consolidation will conserve the time of the Patent Office and the parties; 
(2) consolidation will avoid a possible inconsistency in decisions in the two 
proceedings; (3) the matter of abandonment by respondent of its mark 
did not come to light until respondent’s testimony had been taken; and 
(4) consolidation will better correlate all of the issues between the parties 
and thereby bring about a more equitable disposition. 

Applicant-petitioner’s concern for conserving time of the Patent Office 
and of the parties is not consistent with the procedure which has been 
followed to date. The opposition was, until the filing of the petition to 
eancel, set for oral argument on October 5, 1954. Since the petition was 
filed, there have been filed five motions, ten briefs, a petition for reconsid- 
eration with briefs, and now a petition to the Commissioner. 

The possibility of inconsistent decisions, in the event the proceedings 
are not consolidated or allowed to proceed concurrently, is remote, and 
this contention is deemed to be without merit. 

If the matter of abandonment came to light and was apparent to 
applicant-petitioner from opposer-respondent’s testimony, it is likely to be 
as apparent to the tribunals of the Patent Office, and the question of con- 
fusion, mistake or deception will be determined accordingly. On the basis 
of that deception will be determined accordingly. On the basis of that 
determination, the petition to cancel may be disposed of on motion. 

If, as contended by applicant-petitioner, abandonment appears from 
the testimony of opposer-respondent (and apparently the evidence pre- 
pared and to be filed by applicant-petitioner in defense of the opposition 
deals with the matter of abandonment), the issues are already correlated 
in the opposition proceeding and properly so, since Section 2(4) of the 
statute refers to marks registered in the Patent Office and not abandoned. 
If the registered mark has been abandoned, the opposition will be disposed 
of accordingly, and the petition to eancel may then be disposed of on 
motion. 

In view of the long and unexplained delay in petitioning to cancel; 
and in view of the fact that the matter of abandonment is now in issue and 
will be briefed and disposed of in the opposition proceeding, and of the 
further fact that a finding in connection with that issue may be determina- 
tive of the cancellation proceeding, the action of the Examiner of Inter- 
ferences consolidating the proceedings is reversed; and the cancellation 
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proceeding is hereby suspended pending final termination of the opposition 
proceeding. 

The action of the Examiner of Interferences denying the opposer- 
respondent’s motion to dismiss the petition is affirmed. 





McGRAW-HILL INTERNATIONAL CORPORATION v. 
JOHNSTON EXPORT PUBLISHING CO. 


Nos. 32351 and 32438 — Commissioner of Patents — August 31, 1954 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 

Opposer may neither rely upon its pending application as proof of use and 
ownership nor may it rely upon its answers to applicant’s interrogatories as compe- 
tent proof of any of the allegations in its opposition. The purpose of interrogatories 
to an adverse party is to enable the interrogating party to prepare for trial and the 
information obtained by interrogatories is not in evidence except when it is formally 
placed in evidence by the interrogating party during its trial period which was not 
done here. Party in position of plaintiff has burden of proving allegations set 
forth in its complaint. Opposer has not discharged its burden and, therefore, 
applicant’s motion to dismiss is granted. 


Opposition proceeding by McGraw-Hill International Corporation v. 
Johnston Export Publishing Co., application Serial No. 628,043 filed April 
14, 1952 and Serial No. 627,392 filed April 1, 1952. Opposer appeals from 
decision of Examiner of Interferences dismissing oppositions. Affirmed. 


Charles R. Allen and Charles R. Allen, Jr., of Washington, D. C. for 
opposer-appellant. 


Chauncey P. Carter, of Washington, D. C. for applicant-appellee. 
LEEDs, Assistant Commissioner. 


Applications have been filed to register AMERICAN EXPORTER’S AUTO- 
MOTIVE WORLD, and its Spanish counterpart EL EXPORTADOR AMERICANO 
AUTOMOVILISMO, each superimposed upon representations of the two hemis- 
pheres, for a periodical. Use of the marks sought to be registered is 
claimed since March 17 and March 28, 1952, respectively. Use of AMERICAN 
EXPORTER is claimed since 1877; and use of EL EXPORTADOR AMERICANO is 
claimed since 1889. AUTOMOTIVE WORLD and AUTOMOVILISMO are disclaimed. 

Registration of the involved marks has been opposed by one who claims 
ownership of THE AUTOMOTIVE WORLD as a result of alleged continuous use 
in commerce from a time antedating applicant’s first use. 

During the discovery period, applicant served upon opposer twenty- 
two interrogatories, and opposer served its answers. 

Within its trial period opposer filed a Notice under Rule 282 of reli- 
ance upon its application Serial No. 620,351. Applicant moved to strike the 
notice on the ground that the application is not competent evidence. The 
motion to strike was granted. 

After the close of opposer’s trial period, applicant moved to dismiss on 
the ground that opposer had failed to offer any competent evidence in 
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support of the opposition. The motion was granted, and opposer has 
appealed. 

Only two questions are presented for determination: (1) May opposer 
rely upon its pending application as proof of use and ownership; and (2) 
May opposer rely upon its own answers to applicant’s interrogatories 
as competent proof of any of the allegations in its opposition. 

The answer to the first question is in the negative. Continental Dis- 
tilling Corp. v. Three G Distillery Corp., 31 USPQ 142, (27 TMR 414) 
(Com’r., 1936) ; Cameo, Inv. v. Phillips, 92 USPQ 77 (42 TMR 146) 
(Com’r., 1952); Allied Laboratories, Inc. v. Alumac Chemical Co., 100 
USPQ 145, (44 TMR 677) (Com’r., 1954). 

The answer to the second question is also in the negative. The purpose 
of interrogatories to an adverse party is to enable the interrogating party 
to prepare for trial. United States v. General Motors Corp., 2 F.R.D. 528 
(D.C.I., 1942) ; United States v. A. B. Dick Co., 7 F.R.D. 442 (D.C.Ohio, 
1947). They provide a method whereby the interrogating party may obtain 
facts needed for trial preparation. Hickman v. Taylor, 153 F.2d 212 (C.A. 
3, 1945) aff’d. 329 U.S. 495. They permit a narrowing of the issues in 
order that the interrogating party may determine what evidence will be 
needed at the trial, Patterson Ow Terminals v. Charles Kurz & Co., 7 
F.R.D. 250 (D.C.,Pa., 1945); Pierce v. Pierce, 5 F.R.D. 125 (D.C.D.C., 
1946) ; Bowles v. Safeway Stores, 4 F.R.D. 469 (D.C.Mo., 1945). They 
serve a purpose of reducing the possibility of surprise at the trial. (Nedi- 
meyer v. Pa. R.R. Co., 6 F.R.D. 21 [D.C.Pa., 1946] ; Chandler v. Cutler- 
Hammer, Inc., 31 Fed.Supp. 453, 45 USPQ 149 [D.C.Wis., 1940]); and 
they serve the purpose of shortening the trial proofs by eliminating the 
necessity of proving facts which are really not in dispute. Interrogatories 
do not take the place of proofs (Esquire, Inc. v. The Country Squire, 99 
USPQ 251, (44 TMR 229) [Com’r., 1953]), and the information obtained 
by interrogatories is not in evidence except when it is formally placed in 
evidence by the interrogating party during its trial period. Kurlash Co., 
Inc. v. Millers Forge Mfg. Corp., 100 USPQ 21, (44 TMR 561) (Com’r., 
1953). To permit an interrogated party to rely on its own answers to 
interrogatories would amount to trial of an inter partes case by affidavit, 
and the result would be to deprive the interrogating party of its right 
of cross-examination. If, however, an interrogating party, during its trial 
period, serves notice of reliance upon an adverse party’s answers to inter- 
rogatories, such answers are evidence for all purposes. The interrogating 
party here served no such notice, and the interrogatories and answers are 
not in the record. 

A party in position of plaintiff has the burden of proving the alle- 
gations set forth in its complaint. Osmose Wood Preserving Co. v. Cali- 
fornia Spray-Chemical Corp., 102 USPQ 322, (45 TMR 88) (Com’r., 
1954). The opposer here has offered no evidence, and it has, therefore, 
failed to discharge its burden. 
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The decision of the Examiner of Interferences granting applicant’s 
motion to dismiss is affirmed. 


THE BORDEN COMPANY v. 
DES MOINES CO-OPERATIVE DAIRY 


No. 31508 — Commissioner of Patents — September 2, 1954 


TRADE-MaRK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARK 
Desco for dry skim milk generally used in homes and by institutions for baking 
and cooking and sold through grocery stores is not confusingly similar to Dryco for 
vitamin-fortified powdered skim milk used for premature infants’ food which is 
sold in drugstores. 


Opposition proceeding by The Borden Company v. Des Moines Co- 
Operative Dairy, application Series No. 615,887 filed June 29, 1951. 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition. Reversed. 

Arthur C. MacMahon and Harris D. Hineline, of New York, N. Y. for 
opposer-appellee. 
Morton 8. Adler of Des Moines, Iowa for applicant-appellant. 


LeEps, Assistant Commissioner. 

Application has been field to register pEsco as a trade mark for dry 
skim milk. Use is claimed since February 28, 1949. Registration has been 
opposed by the registrant of pryco for dry milk* and for a food product in 
powdered form prepared from milk.** The Examiner of Interferences sus- 
tained the opposition, and applicant has appealed. 

Opposer’s testimony shows that its pryco product is a highly specialized, 
vitamin-fortified infants’ food, utilized chiefly in feeding premature babies; 
it is sold on recommendation of pediatricians through drug stores and in 
drug departments of other types of stores; it is sold in one and two and 
one-half pound metal containers; and it is advertised to the medical 
profession. 

Applicant’s testimony shows that its pEsco product is a powdered 
skim milk with nothing added, and it can be reconstituted into skim milk 
by adding water and mixing; it is generally used in the homes and by 
institutional users in cooking and baking; it is sold in one, three, five, 
fifty, one hundred and two hundred pound paper, cardboard and fibre-board 
packages; it is sold directly to institutional users and to grocers for 
resale; and it is not sold in drug stores. 

The products do not come in contact with each other in the market- 
place. Opposer’s, in view of its use, is purchased with considerable care 
from druggists and drug departments, whereas applicant’s product is more 
or less casually purchased by grocery customers for use in baked goods, 


* Reg. No. 127,773, issued December 2, 1919, renewed. 
** Reg. No. 185,670, issued June 24, 1924, renewed. 
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gravies, cream sauces and custards. Sales to institutional users are direct, 
and there is no likelihood of confusion among those purchasers. 

The marks do not look much alike (the letter “Y” in opposer’s mark 
is larger than the others), they do not sound alike, and neither mark has any 
recognized significance. 

In view of the differences in the products, their purposes and their 
distribution channels, and the differences in the marks, it is believed that 
they can be contemporaneously used (and registered) without creating any 
confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is reversed. 





EX PARTE COOPERATIVE CONSUMERS’ SOCIETY, INC. 


Commissioner of Patents — September 2, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


TRIPLE RicH as mark for bread, rolls and doughnuts is used merely as informa- 
tive matter and performs no trademark function; if it were used as trademark 
evidence of distinctiveness would be required, but since such evidence was not 
submitted, registration is refused. 


Application for trademark registration by Cooperative Consumers’ 
Society, Inc., Serial No. 617,077 filed July 28, 1951. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Affirmed. 


Robert V. Morse of Ithaca, N. Y. for applicant. 
LeEps, Assistant Commissioner. 


Application has been filed to register on the Principal Register the 
term TRIPLE RICH as a mark for bread, rolls and doughnuts. Use is claimed 
since August 7, 1949. Registration has been refused on the ground that the 
term is descriptive and would merely indicate to purchasers that the prod- 
ucts are high in nutritive qualities. Applicant has appealed. 


The specimens show CO-OP RYE TRIPLE RICH, displayed in the same size 
type, on a bread label; TRIPLE RICH BRAN, displayed in the same size type, 
on a bread label; CO-OP BROWN TRIPLE RICH, displayed in the same size 
type, on a bread label; and TRIPLE RICH OATMEAL, displayed in the same 
size type, on a bread label. On each of the labels the word “Bread” appears 
in larger letters on a black panel, the “formula” or recipe for the bread 
appears beneath the panel, and at the bottom the words “Buy Co-op” 
appears in small letters on a panel background. 


There is nothing about the labels which suggests that TRIPLE RICH 
is used, or intended to be used, as a trade mark. It is used merely as infor- 
mative matter, and, therefore, it performs no trade mark function. Ez 
parte Minneapolis-Honeywell Regulator Co., 99 USPQ 422, (44 TMR 452) 
(Com’r., 1953); Ex parte General Aniline and Film Corp., 102 USPQ 
408, (45 TMR 103) (Com’r., 1954). 
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Even if TRIPLE RICH were used as a trade mark, it is of a nature which 
would require evidence of distinctiveness. No evidence has been submitted, 
and registration must be refused. 


The decision of the Examiner of Trade Marks is affirmed. 


HER MAJESTY UNDERWEAR COMPANY v. 
PARAMOUNT CHILDREN DRESS CO., INC. 


No. 31077 — Commissioner of Patents — September 2, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—SECONDARY MEANING MARKS 
TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


PRE-TEEN for dresses and blouses for girls and children as a secondary meaning 
mark cannot be registered as it is clearly descriptive of sizes and styles for pre-teen 
children. Although trademark law permits registration of a descriptive word or 
term if substantially and exclusively used over a period of time to identify the 
products of one producer; but neither use nor registration of such a mark is con- 
templated by the law to give such producers absolute rights in word or term as 
to preempt it from the language to the exclusion of others for all purposes who may 
wish to use it in its descriptive sense. All have equal right to designate age groups, 
apparel size ranges and style designations as “pre-teen.” Applicant has failed to 
establish secondary meaning. 


Opposition proceeding by Her Majesty Underwear Company v. Para- 
mount Children Dress Co., Inc., application Serial No. 600,736 filed July 
15, 1950. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 

Edward G. Roe, of New York, N. Y. for applicant-appellant. 


Elizabeth Neufeld and Howard A. Rosenberg, of New York, N. Y. for 
opposer-appellee. 


Leeps, Assistant Commissioner. 


Application has been filed to register as a secondary meaning mark 
the term PRE-TEEN for dresses and blouses for girls and children. Use is 
claimed since September 8, 1943. Registration has been opposed by a 
manufacturer of “slips and petticoats for women, children, pre-teens and 
teens.” The opposition is based upon the claim that opposer and retailers 
of apparel adapted in size and style for pre-teen age children have used 
and are using PRE-TEEN as a size range and style designation; and that 
the term PRE-TEEN is clearly descriptive of, and therefore unregisterable 
for, clothing adopted in size and style for pre-teen age children. The Ex- 
aminer of Interferences sustained the opposition, and applicant has 
appealed. 

The president of opposer testified that his company uses the term 
PRE-TEEN on its stock boxes, on labels affixed to its garments, and in adver- 
tising, and its retailers use the term in national publications and catalogs; 
the term is used by opposer and its retailers to designate a particular size 
range from ten to fourteen; although a size ten, twelve or fourteen is actu- 
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ally the same size whether it is designated TEEN or PRE-TEEN, the cut and 
measurements are different because teen-agers and pre-teen agers are pro- 
portioned differently. 

The witness testified that his company had used labels showing 
PRE-TEEN as a Style designation since March of 1950; he identified a pam- 
phlet printed for opposer in March of 1949 showing, among other things, 
“43205, sizes 10 to 16 teens, #405, sizes 10 to 14 pre-teens”; another pam- 
phlet dated December, 1949, distributed to opposer’s customers advising 
them of availability of certain styles—five in number—identified as “Pre- 
teens”; an advertising layout for opposer’s products invoiced in February, 
1950 showing, among other things, “Style No. 1012 (10-14) Pre-teen”; 
labels first used by opposer in March 1950, showing “Her Majesty, size 10, 
1012 Preteen”; a price list, dated June 1, 1948, mailed to opposer’s cus- 
tomers showing “Teens and preteens—Patented 4 gore cut, sizes 10-16”; 
original orders sent to opposer from December 21, 1951 showing designa- 
tions of “Pre-teen”; an advertisement in a newspaper dated December 6, 
1949, in which one of opposer’s customers announced the opening of its 
store featuring girls’ and pre-teen’s dresses; a Spring and Summer, 1952, 
catalog of Best & Co. in which Style T453 is identified as a pre-teen nain- 
sook slip; and a Fashion Preview catalog, dated September, 1951, in which 
_ & COATCRAFT coat is designated “Pre-teen,” a “Joan Lord” skirt is desig- 
nated “Pre-Teen,” a “Little Charmer” vestee is designated “Pre-Teen,” 
and a “Skamperette slip and panty set is designated “Pre-Teen.” 


Opposer’s vice-president also identified the label showing PRE-TEEN 
and confirmed first use of the style mark in March, 1950; she testified 
that opposer has two ranges in the “Teen” family, “Teen” being size ten 
to sixteen, and PRE-TEEN being size ten to fourteen; and the reason for 
separating the two is that a PRE-TEEN is not a fully developed “Teen” (she 
has different bust, waist and hip measurements and she requires a different 
type or style of garment). The use of “Teen” and PRE-TEEN, according to 
the witness, makes it easy for the buyer and the customer to distinguish 
between the two types, since “Pre-teen” means an age group—a certain 
size and shape of figure—an adolescent who has not developed to the 
“Teen” group. The witness testified that the advertising layout theretofore 
identified by the president had been “worked out” by her as an educational 
piece, and 4500 of them were mailed to home economics teachers throughout 
the country. 

The record of opposer shows the existence of a corporation located in 
Yonkers, New York, named THE PRE-TEEN SsHOP—such corporation having 
been organized in April of 1946; and newspapers show advertisements of 
that shop. 

Applicant took the testimony of five employees of retail stores which 
handle applicant’s garments, and of its own president. The retailer wit- 
nesses testified that PRE-TEEN had only one meaning—garments made by 
applicant ; they did not recognize that it had any meaning or significance as 
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to age group; they use “sub-teen” to indicate style or age range; and they 
had never heard of anyone identifying or referring to garments for “sub- 
teen” girls or to that age group as “pre-teen.” One of the witnesses, how- 
ever, testified that some years ago he set up a department in Lerner’s Shops 
for young girls’ apparel, and the department was called PRE-TEEN; but 
when he received a copy of a letter from this applicant stating that PRE- 
TEEN was owned and registered by it, he immediately discontinued calling 
the department PRE-TEEN. This witness testified that he had never heard 
PRE-TEEN used to mean a particular age group or garments styled for a 
particular size—yet he admitted using it to identify a department for 
apparel for young girls. There appears to be an unexplained inconsistency 
in his testimony. 

Another witness testified that he has known of PRE-TEEN being associ- 
ated with applicant for “anywhere between 15 and 20 years, that I know 
of”—yet applicant claims in its application to have used it only since 1943, 
and the date was corroborated by applicant’s president in his testimony.’ 

Applicant’s president testified to first use of PRE-TEEN and explained 
how the term is applied to labels affixed to ninety-five per cent of the 
garments manufactured by it; between 450,000 and a half-million have 
been used; applicant also uses a tag which it has attached to belts for its 
garments since 1943, and invoices showing delivery of some 205,000 of 
such tags were identified; tickets for garments identifying the size have 
PRE-TEEN stamped on them; sales under PRE-TEEN have exceeded $6,500,000 
since 1943, and total advertising expenditures by applicant have exceeded 
$50,000 in the nine-year period. In addition, retail outlets have spent an 
unknown amount of money in advertising applicant’s garments in news- 
papers in numerous localities. 

Applicant’s president identified what he calls a “legal notice that 
‘Preteen’ is the property of Paramount Children Dress Co., Ine.”, which 
was inserted in Women’s Wear Daily on June 29, 1949, and in issues sub- 
sequent thereto. The “notice” includes the following: 

“The name and word PRE-TEEN is registered in the U. S. Patent 

Office (#410006 & #411740? by us. Any reference to PRE-TEEN by any 

persons or firms, is misrepresenting and infringing on our rights and 

property.” 

Another “notice” states: 

“PLEASE TAKE NOTICE that pre-Teen is not an accepted 
word in the English language.* Paramount Children Dress Co., Inc., 


retains all rights to the use of this trade mark and will prosecute 
any infringement or unauthorized use of the trade mark.” 


1. Testimony was taken in 1952. 

2. Registered under the Trade Mark Act of 1920 on October 31, 1944 for girls and 
children’s dresses and blouses, and on January 30, 1945 for textile fabrics—although 
it appears from this record that this applicant sells only apparel and not fabrics. 

3. “Pre” is a combining prefix meaning prior in time or before. “Teen” is short 
for teen-age or teen-ager, meaning pertaining to charactristic of, or for youths in their 
teens. Webster’s New International Dictionary, Second Edition (1945 and 1950 addenda 
section). 
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Another includes: 

“The use of, or the reference to, this registered trade mark in the 
offering for sale or resale, or in advertising or display of apparel 
which is not, in fact, manufactured by Paramount Children Dress Co., 
Ine. of New York, N. Y., constitutes a violation of the United States 
Patent Laws.” 


Other “notices” add that such references to PRE-TEEN constitute a 
violation of the United States Patent Laws and the various State laws, 
both civil and penal, and such references can be prosecuted to the fullest 
extent of the law. In connection with these notices, applicant proclaims 
in large headlines “The word PRE-TEEN is Paramount’s.” 


Applicant’s president testified that his company subscribes to a clipping 
service which furnishes “every single advertisement, the country over, 
wherein PRE-TEEN is used.” When the term is used in connection with 
merchandise not made by applicant, a letter (Form 1)* is sent to the 
advertiser. If the advertiser is not a customer of applicant, the same 
letter is sent with an added paragraph® (Form 2). In cases where no 
response is received to Form 1 or Form 2, as the case may be, Form 3° is 
sent. The witness testified that these form letters are mimeographed several 
hundred at a time; that many instances of “infringement” have come to 
his attention; and that throughout the years no single manufacturer or 
store which has used PRE-TEEN without his permission has refused to 
cease and desist. 

Twenty-six letters, together with advertisements complained of, were 
introduced.? The advertisements show that in sixteen different States the 
word “pre-teen” has been used in newspaper advertising. Examples include 
such phrases as “a honey for pre-teens” ; “special purchase for pre-teens and 
teens”; gay plaid cotton will send your pre-teen off to school in a happy 
mood”; “dress for the pre-teen”; “for girls and pre-teens”; “pre-teens, 
teens, sizes 8 to 14, 10 to 16”; “pre-teens’ and girls’ 2 pe. bolero suits” ; girls’ 


4. “Regarding the above, we respectfully call your attention to the fact that the 
word PRE-TEEN is our registered name (Reg. U. S. Pat. Office #410006) and is strictly 
for our use only, or in connection with the sale or advertisement of our PRE-TEEN labeled 
_ merchandise. The general name for this in-between-size range is, of course, sub-teen. 

“We ask your cooperation in not using the word PRE-TEEN in any of your future 
ads, nor signs in your store, nor by word of mouth, nor in any other manner except 
when in connection with the sale of our PRE-TEEN labeled products. We will also thank 
you to acknowledge receipt of this letter by return mail.” (Emphasis added). 

5. “It is too bad that a line such as we produce is not featured in a fine store like 
yours, but this is a loss both to your store and ourselves. You will agree therefore that 
inasmuch as our merchandise is not used in your store, our registered name PRE-TEEN 
should also not be used.” 

6. “On ——————-, by registered mail, we called to your attention your infringe- 
ment on our registered name PRE-TEEN. We requested an acknowledgment to that letter 
by return mail. 

“Up to this writing we did not receive an acknowledgment stating that such in- 
fringement will not take place again. 

“It is necessary that we receive a letter from you advising us of your compliance.” 

7. It is not explained why only 26 “letters of compliance” were introduced when 
the form letters admittedly are mimeographed several hundred at a time and used by 
applicant. 
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and pre-teens’ skirts”; “two new departments for teens and pre-teens and 
girls”; “even the teens and pre-teens are wearing petticoats”; “pre-teen 
sizes 10-12-14”; “for the pre-teen set”; and “pre-teen cottons with ‘big 
teen’ styling for ‘small teen’ girls.” 

There is no question but that such references are proper uses of an 
accepted term for an age group, size range or style. The term is used in 
its primary sense to designate an age group size range or style, and even 
though the advertisers agreed, upon receipt of applicant’s letter(s), to 
discontinue its use, it is believed that applicant overstepped the bounds 
of propriety in demanding cessation of such uses “in future advertise- 
ments, on signs in the stores, by word of mouth, and in any other manner.” 
Such uses do not, as claimed by applicant, “constitute a violation of the 
United States Patent Laws and the various State Laws, both civil and 
penal.” Even if applicant established a valid secondary meaning trade mark 
such uses would not “violate” its trade mark rights. 


Opposer took rebuttal testimony, much of which is not proper rebuttal, 
and some of which is. None of it, however, needs to be considered to 
arrive at a conclusion in this case. 

The trade mark law permits registration of a descriptive word or 
term when it has been substantially exclusively used over a period of time 
as a distinguishing mark to identify the products of one producer; but 
neither the use of such a mark, nor its registration is contemplated by the 
law to give to such producer absolute rights in the word or term so as 
to preempt it from the language to the exclusion of all others for all 
purposes. The issuance of a registration of a term originally descriptive, 
but which has acquired a secondary meaning, is merely recognition that in 
so far as its use as a trade mark for the specific goods is concerned, the 
registrant has exclusive rights. Such registration, however, does not build 
a wall around the right and thereby exclude all others from using it in 
its commonly accepted and commonly recognized sense, i.e. its primary 
sense. All have an equal right to designate age groups, apparel size 
ranges, and style designations as “pre-teen”. The term is commonly used, 
commonly accepted and commonly recognized as the adolescent “before- 
teen” age group and the size range or style designation for that group. 
This applicant’s use of PRE-TEEN on its labels for apparel which, as its 
president stated “is merchandise for a certain type of girl which we, for 
identification purposes way back, called PRE-TEEN, gives it no right to 
interfere with such rights of others. 

There is nothing in the record which indicates that this applicant 
has used or advertised its merchandise under PRE-TEEN standing alone. The 
specimens filed with the application show a panel display with “An Au- 
thentie Pre-teen”, and applicant’s advertisements show the notation “Au- 
thentie Pre-teen” in a panel display. “Authentic” is, of course, descriptive, 
but so is PRE-TEEN. “Authentic” is as much a part of the mark as used 
as is PRE-TEEN. 
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Secondary meaning, or distinctiveness, of PRE-TEEN has not been 
established by applicant. Its frequent use by others to designate an age 
group and a size range or style, and its use by others indiscriminately, as 
shown by advertisements introduced by applicant, to identify their coats, 
dresses, legging sets, toppers, skirts and frocks, without any indication of 
whether it is or is not used in a trade mark sense, leads to the inescapable 
conclusion that PRE-TEEN standing alone does not have a secondary meaning 
identifying and distinguishing only applicant’s merchandise. 

The decision of the Examiner of Interferences is affirmed. 





EX PARTE MOORESVILLE MILLS, INC. 


Commissioner of Patents — September 2, 1954 


TRADE-MARK ACT OF 1946—REGISTRABILITY—SLOGANS 

If slogan is used on goods, although associated with another mark and if it is 
highly advertised and has other evidence of public recognition of the slogan, if it 
has some degree of ingenuity in its phraseology in connection with the goods; if 
slogan says something a little different, an expected thing in an unexpected way, 
it is capable of distinguishing applicant’s goods within meaning of Section 23 of 
the statute and can be registered on Supplemental Register and therefor registra- 
tion will be permitted of the slogan From FIBER TO FABRIC FOR THE STYLE CON- 
scious MILLIONS for piece goods made of cotton and synthetic yarns. 


Application for trademark registration by Mooresville Mills, Inc., 
Serial No. 624,966 filed February 14, 1952. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Reversed. 

Eaton & Bell, of Charlotte, North Carolina for applicant. 
LeeEps, Assistant Commissioner. 

Registration on the Supplemental Register is sought for the slogan 
FROM FIBER TO FABRIC FOR THE STYLE CONSCIOUS MILLIONS used since January 
21, 1952, on and in connection with fabric in the piece made of cotton and 
synthetic yarns and mixtures thereof. The Examiner of Trade Marks 
refused registration on the ground that the “wording presented is incapable 
of distinguishing applicant’s goods”, since it merely “gives the information 
that the fabrics are made for style conscious people who number in the 
millions.”* Applicant has appealed. 

There have been submitted numerous advertisements of applicant’s 
products in each of which appears the slogan sought to be registered—some- 
times quite prominently and sometimes less so. A sample book shows the 
slogan featured at the bottom of two of the pages. A brochure of applicant’s 
decorative fabrics features the slogan prominently in the center page dis- 
play. An institutional brochure features the slogan prominently in the 





* The Examiner of Trade Marks relied upon Ez parte The B. F. Goodrich Co., 91 
USPQ 293 (42 TMR 79) (Com’r., 1951); Ex parte Bayuk Cigars Inc., 83 USPQ 537 
(40 TMR 75) (Com’r., 1949); Ea parte I. Lewis Cigar Mfg. Co., 95 USPQ 225 (42 
TMR 927) (Com’r., 1952) ; Ex parte Horn & Hardart Baking Co., 88 USPQ 27 (41 TMR 
191) (Com’r., 1950); Ex parte Chicago Roller Skate Co., 86 USPQ 176 (40 TMR 736) 
(Com’r., 1950); and Ex parte Garrison, 87 USPQ 252 (40 TMR 1123) (Com’r., 1950). 
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center page display. A “comparative price ruler” distributed by applicant 
features the slogan. The slogan is used on tags on the goods in the piece. 


At the hearing on appeal applicant was requested to furnish advertis- 
ing data, and an affidavit of the Treasurer of applicant’s advertising agency 
was subsequently submitted. The affidavit shows expenditures for adver- 
tising in which the slogan was featured amounting to $277,000 in trade 
publications, including Women’s Daily, Daily News Record, Apparel 
Manufacturer, Boys’ Outfitter, Infants and Children’s Review, Retailing 
Daily, Upholstering, Outerwear and Sportswear Age, Men’s Wear, Cali- 
fornia Apparel News, and others. 


The examiner was undoubtedly justified in refusing registration on 
the basis of the status of the decisional law at that time. It is believed, 
however, that the more realistic, and therefore more appropriate, test is 
that set forth in Ex parte The United States News Publishing Co., 99 
USPQ 322, (44 TMR 436) (Com’r., 1953), and elaborated upon in Ez 
parte The Terre Haute Brewing Co., 101 USPQ 373, (44 TMR 976) 
(Com’r., 1954). 


If the slogan is used on the goods, even though associated with another 
mark, and it is highly advertised, or there is other evidence of public 
recognition of the slogan as indicating origin, and it has some degree of 
ingenuity in its phraseology as used in connection with the goods; or if 
it says something a little different from what might be expected to be said 
about the product; or if it says an expected thing in an unexpected way, 
it is, in all probability “capable of distinguishing” within the meaning of 
Section 23 of the statute. The slogan sought here to be registered is, under 
the foregoing criteria, capable of distinguishing applicant’s goods. 

The decision of the Examiner of Trade Marks is reversed. 


SCHNEFEL BROS., CORPORATION v. CROSSTON, 
doing business as CROSSTON CO. 
No. 5969 — Commissioner of Patents — September 3, 1954 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
EFFECT OF REGISTRATION—SUPPLEMENTAL REGISTER 


Registration issued on Supplemental Register is evidence of registration only 
and in absence of facts concerning extent of use, distribution, etc., a comparison 
of the marks only—Crosston and La Cross—for nail files, scissors, tweezers and 
other manicure items is all that ean be made. Marks are not confusingly similar since 
they are printed in different styles and do not look or sound alike and therefore 
there is nothing from which damage can be presumed and the petition to cancel is 
refused. 


Cancellation proceeding by Schnefel Bros., Corporation v. Frederick 
Crosston, doing business as Crosston Co., Registration No. 561,309 issued 
July 8, 1952. Registrant appeals from decision of Examiner of Interfer- 
ences sustaining petition. Reversed. 

Everett H. Holmes, of New York, N. Y. for petitioner-appellee. 
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Leon M. Strauss, of New York, N. Y. for respondent-appellant. 
LEEDs, Assistant Commissioner. 

A petition to cancel registration of crosston! for nail files, scissors, 
tweezers and cuticle knives has been filed by the registrant of La cross (with 
and without the design of a cross)? for nail files, tweezers, nippers, scissors, 
clippers, cuticle knives and pushers, corn knives and razors, emery boards, 
blackhead removers, buffers, manicure sticks and knives, and manicure 
sets. The Examiner of Interferences sustained the petition, and respondent 
has appealed. 

The record consists of copies of the involved registrations and a paper 
entitled “Stipulation of Facts” which contains nothing more than appears 
in the registrations. 

Since respondent’s registration issued on the Supplemental Register* 
it is not prima facie evidence of anything except that the registration 
issued. In the absence of facts concerning extent of use, manner of use 
of the marks, methods of distribution and sale of the products, circum- 
stances surrounding purchases of the products, and of all other matters 
which would indicate whether or not confusion might result, a bare com- 
parison of marks and goods is all that is before me. 

The goods are, in part, identical, and the question, therefore, must 
turn on the marks. 

CRossTON as registered by respondent, in stylized lower case letters 
with the initial letter appearing more in the nature of an angular design 
than as a letter, and LA cross in semi-script, whether with or without the 
cross design, do not, in my opinion look alike nor sound alike, nor do 
they have a similar connotation. 

In view of this opinion, there is nothing from which damage to peti- 
tioner can be presumed. 

The decision of the Examiner of Interferences is reversed. 





EX PARTE WALKER PROCESS EQUIPMENT, INC. 


Commissioner of Patents — September 3, 1954 


TRADE-MARK AcT 1946—REGISTRABILITY—IN GENERAL 
Applicant seeks to register WALKER PROCESS EQUIPMENT, INC. as a trade- 
mark for equipment for treating sewerage and application was rejected by the 
examiner on the ground that it was merely the corporate name of the applicant 
and therefore unregistrable. The record shows that PROQUIP is the principal 


1. Supplemental Reg. No. 561,309, issued July 8, 1952. 

2. Reg. Nos. 164,538, issued February 20, 1923, renewed; 280,084, issued February 
10, 1931, renewed; and 287,570, issued September 29, 1951, renewed. 

3. The application was originally filed for registration on the Principal Register, but 
registration was refused on the ground that the mark was “deemed to be primarily merely 
a surname.” Although it does appear to be the surname of the applicant, it is extremely 
doubtful, in my opinion, that when used as a trade mark it would be recognized by the 
purchasing public as a surname. Under such circumstances, I entertain considerable 
doubt that it is “primarily merely a surname” within the meaning of Section 2(e) of the 
statute. 
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trademark for this company’s products, whereas the term applicant seeks to register 
is its corporate name used to identify applicant, the producer of the goods, but 
since a corporate name is an identification of origin and not an indication of origin 
within the meaning of the trademark law, the term is unregistrable since the function 
of the trademark is to indicate the product and indicate that it comes from a single 
entity. Trademarks identify and distinguish products, while trade or commercial 
names identify producers and therefore the mark sought to be registered is not a 
trademark under the statutory definition and must be refused registration. 


Application for trademark registration by Walker Process Equipment 
Inc., Serial No. 540,504 filed November 7, 1947. Applicant appeals from 
decision of Examiner of Trademarks refusing registration. Affirmed. 


Louis Robertson, of Chicago, Illinois, for applicant. 
LeeEps, Assistant Commissioner. 


Application has been filed to register WALKER PROCESS EQUIPMENT 
INC. as a mark for equipment for treating sewage and other water-borne 
waste and water. Use is claimed since July 29, 1946. The Examiner of 
Trade Marks held that the name sought to be registered was merely the 
corporate name (trade name) of the applicant used as such, and it, there- 
fore was unregistrable.! Applicant has appealed. There is also involved 
a disclaimer question raised by the examiner, but it need not be considered 
here. 

Two types of specimens have been filed. The first is a metal plate 
which shows PRoguIP in large italicized capital letters displayed on a 
panel, below which appear the name and postoffice address of applicant, 
the words “Serial No.” and a blank panel for insertion of the number, thus: 


PROQUIP 
WALKER PROCESS EQUIPMENT, INC. 
Aurora, Ill. U.S.A. 
Serial No. 


The second is a much larger metal plate with wording arranged as follows: 
WALKER PROCESS EQUIPMENT, INC. 


PROQUIP 
Water . Sewage . Waste Treatment 
AURORA, ILLINOIS 


It is clearly apparent, and applicant does not deny, that pRoguiP is 
a trade mark for its products. It is a word adopted and used in trade to 
identify its products and distinguish them from the same, related, or 
associated products of others. 

It is also clearly apparent, and applicant does not deny, that WALKER 
PROCESS EQUIPMENT, INC. is its corporate name. It is a combination of 
words adopted and used to identify applicant, the producer of the goods, 


1. The Examiner of Trade Marks relied upon Ex parte Lyndale Farm, 80 USPQ 
45 (Com’r., 1948) aff’d. CCPA 88 USPQ 377. Since then two other comparable cases 
have been decided. Ez parte Duncan Electric Mfg. Co., 86 USPQ 171 (40 TMR 731) 
(Com’r., 1950) aff’d. D.C.D.C. 95 USPQ 242; and Ez parte Automatic Scale Company, 
Inc., 95 USPQ 222 (Com’r., 1952). 
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and distinguish it from other producers of the same, related, or associated 
goods. 

A corporate name is the name by which a corporation is identified and 
known in the commercial world. A corporate name is a commercial name. 
A corporate name, a commercial name, and a trade name serve the identical 
purpose, namely, to identify a business entity. 

Applicant contends—and quite forcefully—that the name sought to 
be registered indicates origin. Not so! As used, it 1s the origin. It is an 
identification of origin—not an indication of origin within the meaning of 
the trade mark law. 

Through the years there has evolved a kind of “legal parlance” in the 
field of trade mark law. As a result of frequent repetition, contractions, 
and repeated attempts to say the same thing in a different way, certain 
of that parlance has become distorted to the point where some phrases 
used to-day seem to embody a concept different from that which existed 
originally. Thus, many decisions state: A trade mark identifies origin (or 
source) of a product—or a trade mark indicates origin of a product. 
Actually, these are “contractions” or “distortions” of language. 


In The Coco-Cola Company v. Koke Company of America, 254 U.S. 

143 (1920), Mr. Justice Holmes tersely observed : 
“It [the trade mark] means a single thing coming from a single 

nae 
In other words, the trade mark means the product, and it indicates that the 
product bearing the mark comes from a single entity. It neither identifies 
nor indicates the source—it merely conveys a singleness of source. It is 
the function of the commercial name to identify the source. 


Even though innumerable cases include statements that trade marks 
“identify source” or “indicate the source of a product,” and many refer to 
“eonfusion of source,” careful analysis of the decisional law leads to but 
one conclusion: Trade Marks do not identify or indicate source in the 
sense that a purchaser, upon seeing or hearing a trade mark, thinks of the 
identity of the producer; and the rationale of “confusion of source” is not 
that a purchaser, upon seeing or hearing a trade mark is likely to think that 
the product bearing the mark is produced by one company when, in fact, it 
is produced by another. The rational basis of protecting trade marks is upon 
the theory that when the same or a confusing mark is used on a product or 
products which might reasonably be assumed to be in a “line” or “family” 
of products marketed by a single entity, the purchasing public will be 
“eonfused” to the extent that by associating the products bearing the 
mark(s), the natural and logical assumption would be that they come 
from, or are in some way approved by or connected with, the same entity— 
or source—and they are moved by that assumption to purchase the products. 

When members of the public—purchasers and potential purchasers— 
hear or see a trade mark, they think of products and not producers; and 
when they see or hear of related or associated products, or products which 
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might normally be assumed to be in line of a given company, being sold 
under the same mark (or a mark which they think is the same), they are 
not, in any real sense, “confused” about the souree—they are merely led 
by the mark to the mistaken belief that the products emanate from a 
single entity. 

It is only infrequently that the public knows who the producer is; 
and it is more infrequently that it cares. People are not conscious of 
“source.” They buy goods—not producers. It is true that through the 
processes of logic and reasoning, it can be concluded that a particular 
product sold under a particular mark is made by a particular company, 
and that all products sold under the same mark are made by the same 
company. But people do not buy goods by that kind of logic and reasoning. 
If they did, then there would be “confusion of source” each time a trade 
mark is assigned and the source is thereby changed. It is the commercial 
name, and not the trade mark, which identifies source. 

The statute refers to use which is likely to “cause confusion or mis- 
take or to deceive purchasers as to source”,? “any course of conduct * * * 
[which] causes the mark to lose its significance as an indication of origin’”’,® 
and use by an assignee “so as to misrepresent the source of the goods.’ 
Confusion or mistake or deception as to source merely refers to situations 
where the mark leads purchasers to the conclusion that one product bearing 
the mark and another product bearing the same mark (or one which they 
think is the same) come from a single source, unidentified though the 
actual source usually is. It does not mean that trade marks identify the 
source of goods. 

Loss of significance as an indication of origin merely refers to situa- 
tions where a mark has been so used (or misused) that it no longer means— 
and cannot mean—a product of a single producer. It refers to situations 
where the mark has come, as a result of its use (or misuse) to be the com- 
mon or accepted name of the product itself to the extent that all who make 
the product may use the name, or where a mark has been used by several 
producers, without interference by the original user, on the same or related 
products in the same general markets so that it has ceased to mean the 
products of a single entity. It does not mean that a trade mark is an 
identification of the source of goods. 

Use of a mark by an assignee to misrepresent source merely refers 
to situations where the producer is changed and the new producer of the 
product sold under the mark follows a course of conduct which misleads 
the purchasing publie into the belief that the same old business entity is 
making the same old product at the same old stand. It does not mean 
that the trade mark identifies the producer—indeed, it refutes such a 
theory, since it envisages a change of identity of the producer. 


2. Section 32(1). 
3. Section 45. 
4. Sections 10, 14 and 33(b) (3), 
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Trade marks identify and distinguish products, and trade or com- 
mercial names identify producers. There is no doubt that they sometimes 
overlap, especially when the commercial name includes the trade mark. 
As was said by Mr. Justice Sutherland in American Steel Foundries v. 
Robertson, 269 U.S. 372, (16 TMR 51) (1926): 

“To some extent the two terms [trade marks and trade names] 
overlap, but there is a difference more or less definitely recognized 
which is, that, generally speaking, the former is applicable to a vendible 
commodity to which it is affixed, the latter to a business * * *.” 
With these considerations before us, we turn to applicant’s second con- 


tention that “the precedents relied upon by the examiner show no evidence 
of having paid any attention to the definition of trade marks in the Lanham 
Act,” and it urges that this tribunal “either indicate why the definition does 
not apply to the present situation or why it is not controlling—or overrule 
the examiner.” Obviously, the definition is applicable to all trade marks 
sought to be registered, and the definition is controlling. 
A trade mark is defined in the Act as including: 
“* * * any word, name, symbol, or device or any combination 
thereof adopted and used by a manufacturer or merchant to identify 
his goods and distinguish them |the goods| from those manufactured 


or sold by others.” (Emphasis added.) 
The combination of words WALKER PROCESS EQUIPMENT INC. Was 


adopted to identify applicant—not its goods. The combination of words 
is used to identify applicant—not its goods—and to distinguish applicant 
—not its goods—from other commercial entities. The name WALKER PRO- 
CESS EQUIPMENT, INC. as used identifies only the producer. PROQUIP as 
used identifies only its products. The name sought to be registered is 
not a trade mark under the statutory definition. It is a commercial name 
used as such and readily recognized as such. There is no statutory pro- 
vision which permits registration of such names. 
The decision of the Examiner of Trade Marks is affirmed. 


CANADA DRY GINGER ALE, INC. v. LIPSEY 
No. 31844 — Commissioner of Patents — September 7, 1954 


TRADE-MARK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Applicant seeks to register ROYAL CANADIAN DRY GINGERALE and is opposed 
by registrant of CANADA DRY, which mark is used on carbonated water and soft 
drinks, including ginger ale, but registration will be permitted since the term ROYAL 
CANADIAN is a unitary term and is not primarily geographical, and in view of the 
fact that ROYAL CANADIAN and CANADA DRY neither look nor sound alike and 
have different connotations, the likelihood of confusion is remote. 

TRADE-MaRK Aci Or 1946—REGISTRABILITY—DESCRIPTIVE TERM 

DRY GINGERALE is the name of applicant’s product and not part of the trade- 

mark and should not have been included in the drawing. 
TRADE-MARK Act OF 1946—REGISTRABILITY— DISCLAIMERS 


Applicant’s disclaimer of CANADIAN as part of the unitary term ROYAL 
CANADIAN is not necessary and may be stricken by examiner’s amendment. 
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Opposition proceeding by Canada Dry Ginger Ale, Incorporated v. 
Eugene A. Lipsey, application Serial No. 603,692 filed September 18, 1950. 
Applicant appeals from decision of Examiner of Interferences sustaining 


opposition. Reversed. 
James F. Hoge and Lenore B. Stoughton, of New York, N. Y. and E. F. 

Wenderoth, of Washington, D. C. for opposer-appellee. 

Brezina & Buckingham, of Chicago, Illinois for applicant-appellant. 
Leeps, Assistant Commissioner. 

Application has been filed to register what appears to be the design of 
the neck label for a bottle showing the words ROYAL CANADIAN in two lines 
of white letters on a red panel with borders of two shades of blue, and 
beneath the word CANADIAN appear the words DRY GINGER ALE. Registration 
is sought for ginger ale, syrups and extracts for making the same. Use is 
claimed in the application since August 15, 1929. A disclaimer of CANA- 
DIAN and of DRY GINGER ALE has been entered. 

Registration has been opposed by the registrant of CANADA pry! for 
carbonated waters and soft drinks, including ginger ale. 

The Examiner of Interferences found: 

“The most prominent part of opposer’s mark CANADA DRY appears 
in applicant’s mark as CANADIAN DRY. It is believed that CANADA DRY 
or CANADIAN DRY would be the words most likely to be remembered by 
a purchaser, especially, as pointed out above, since the goods would be 
normally asked for by name.” 

On the basis of this opinion, the examiner concluded that confusion 
would be likely, and the opposition was sustained. Applicant has appealed. 

The record consists of opposer’s registrations and a certified copy of 
the file of Reg. No. 272,548, ROYAL CANADIAN BREW issued to applicant’s 
predecessor on July 8, 1930, renewed to, and published under Section 12(c) 
on November 22, 1949 by applicant. The registration is for nonalcoholic, 
cereal, malt beverages. Applicant submitted, purportedly under Rule 282, 
some printed material and other papers and documents, some of which are 
incompetent as evidence, and the rest of which are not relevant, material 
or pertinent to the issue. 

'‘*he term DRY GINGER ALE is the name of applicant’s product. It is not 
a part of the mark, and should not have been included as a part of the 
drawing. 

ROYAL CANADIAN is a unitary term, and in its primary sense refers to 
the Northwest Mounted Police. As used by this applicant on soft drinks 
CANADIAN, as a part of the unitary term ROYAL CANADIAN is not primarily 
geographical, and a disclaimer is unnecessary. It seems obvious that this 
applicant would not attempt to claim exclusive rights in CANADIAN because 


1. Reg. Nos. 155,022, issued May 16, 1922, renewed; 187,710, issued August 12, 
1924, renewed; 313,652, issued June 5, 1934, renewed; 365,556, issued March 14, 1939; 
391,755, issued November 18, 1941; 391,756, issued November 18, 1941; 392,159, issued 
Dec. 9, 1941; 412,222, issued Feb. 20, 1945; 413,707, issued May 8, 1945; 513,120, issued 
Aug. 2, 1949; 527,108, issued July 4, 1950; and 527,210, issued July 4, 1950. 





326 THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


he is not using that word standing alone, and registration of ROYAL CANADIAN 
without a disclaimer would not be a recognition of any exclusive rights in 
the word standing alone. © 

ROYAL CANADIAN and CANADA DRY do not look alike; they do not sound 
alike; and they have connotations which are entirely different. The Ex- 
aminer of Interferences cited Canadian Club Corp. v. Canada Dry Ginger 
Ale, Inc., 14 USPQ 234 (C.A. 3, 1932), in which the Court enjoined the use 
of CANADIAN CLUB, CANADIAN CLUB DRY GINGER ALE and CANADIAN DRY GINGER 
ALE, on ginger ale, but in that case the user had sought to palm off its 
product; it had licensed bottlers to use the marks on caps and labels resem- 
bling those of CANADA DRY, and was using a get-up of packages deceptively 
similar to the CANADA Dry package; and retailers had, in a large number of 
instances, substituted its product for cANADA pry. None of these elements is 
present here. 

Also cited by the examiner was Canada Dry Ginger Ale, Inc. Vv. 
Canadian Pale Products Assn., 16 USPQ 1 (23 TMR 78) (Com’r., 1932), 
in which CANADIAN PALE was denied registration for malt beverages con- 
taining less than one-half of one per cent of alcohol. 

Opposer cited in its brief, among others, Canada Dry Ginger Ale, Inc. 
v. International Products Co., 14 USPQ 341, (22 TMR 462) (Com’r., 1932), 
in which CANADA’s PRIDE on a background of a map of Canada was held not 
registrable for root beer extract and carbonated and non-carbonated fruit 
juices over opposition of CANADA DRY, registered with, and sometimes used 
with, a background of a map of Canada, for ginger ale, orangeade and lime. 

In the CANADIAN PALE case there was a similar connotation between the 
marks; and in the CANADA’S PRIDE case there was similarity in both sound 
and appearance. There is no such similarity in the present case. 

The belief of the Examiner of Interferences that CANADIAN DRY would 
be most likely to be remembered by purchasers is a venture into the realm 
of conjecture, completely. unsupported by facts and without consideration 
of the commercial impression created by a trade mark. Opposer’s mark 
appears as 

CANADA DRY 
or 

CANADA 
DRY 
Applicant’s mark appears as: 
—ROYAL— 
—CANADIAN— 

Dry Ginger Ale 

In view of the differences in appearance, sound, and significance, the 
record is unconvincing that confusion, mistake or deception is likely to 
occur. : 


The decision of the Examiner of Interferences is reversed. The appli- 
cant should be required to delete the name of the goods (DRY GINGER ALE) 
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from the drawing, since it is not a part of the mark and should not 
appear in the mark as registered. The disclaimer should be stricken, and 
this may be done by examiner’s amendment. Since the applicant claims 
color and the panel and bordered background, applicant is required to 
submit specimens showing use of this mark on syrups and extracts for 
making ginger ale or to delete the words “syrups and extracts for making 
the same” from the application. 


























HOUSE OF WORSTED-TEX, INC. v. 
DEERING MILLIKEN & COMPANY, INC. 


No. 30678 — Commissioner of Patents — September 7, 1954 





TRADE-MARK AcT OF 1946—RBEGISTRABILITY—IN GENERAL 


Specimen submitted does not indicate whether worsTERLON for fabrics is used 
as style mark, the name for a fabric or a trademark. Registration cannot issue 
until Examiner of Trademarks is satisfied that applicant is actually using the word 
as a trademark; WORSTERLON is not confusingly similar to worsTEeD-TEXx for fabrics 
and garments made of wool and silk. 





Opposition proceeding by House of Worsted-Tex, Inc. v. Deering 
Milliken & Company, Inc., application Serial No. 589,643 filed December 
20, 1949. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Modified. 

Caesar & Rivise, of Philadelphia, Pennsylvania for opposer-appellee. 
Norman C. Armitage and Walter E. Mueller, of Philadelphia, Pennsyl- 
vania, for applicant-appellant. 








LrEps, Assistant Commissioner. 

Application has been filed to register WorRSTERLON for fabrics in the 
piece made of wool, rayon and nylon. Use is claimed since November 12, 
1949. Registration has been opposed by registrant of worsTED-TEX for 
men’s and children’s suits,’ for fabric made from worsted and silk,? and 
for men’s, women’s and children’s outer wearing apparel.* The Examiner 
of Interferences sustained the opposition and applicant has appealed. 

The record consists of copies of opposer’s registrations and the appli- 
cation file. 

So far as the record is concerned, opposer owns a validly registered 
mark which it has the exclusive right to use on the goods recited in the 
registrations. 

Ordinarily, manufacturers and sellers of garments do not manufacture 
and sell fabrics, but this opposer has obtained registrations for both, and 
it must be presumed, for purposes of this action, that it is an exception. 







1. Reg. No. 218,057, issued September 21, 1926. 
2. Reg. No. 256,578, issued May 21, 1929. 
3. Reg. No. 393,266, issued January 27, 1942; Reg. No. 439,146, issued June 1, 1948; 
and Reg. No. 441,400, issued November 23, 1948, 
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Even in the absence of that presumption, however, the same mark would 
not, except in extraordinary circumstances, be registered to one person for 
garments and to another unrelated person for fabrics because of resultant 
likelihood of confusion. The marks involved here are not the same. 


One of the hazards in selecting a mark so uningenious as WORSTED-TEX 
for fabrics of wool and silk and for garments made from those fabrics, or 
from other woolen fabries, is that another, with equal lack of ingenuity, 
may approach it without creating any real confusion in the public mind. 
(Crown Beverage Corp. v. Nehi Corp., 883 USPQ 143 (39 TMR 939) 
|N.Y.S.Ct., 1949]). Opposer’s mark, when used on garments made of 
woolen, suggests “worsted textile.” Applicant’s, when used on fabrics sug- 
gests a combination of some kind of synthetic fiber and wool. It is not 
possible to determine from the record the trade channels through which 
the products of the parties move, the class and type of purchasers, the 
circumstances of sale to and purchase by the ultimate purchasers, methods 
of use, types and media of advertising, or any other facts which would 
constitute a basis for a finding of likelihood of confusion. Under such eir- 
cumstances, and in view of the nature of the marks, it is not believed that 
confusion, mistake or deception of purchasers is likely to result if appli- 
cant’s mark is registered. 


The specimens filed with the application are, however, highly unsatisfac- 
tory. The application was filed on December 20, 1949, thirty-eight days 
after claimed first use. The specimens are cardboard dises of the type 
apparently used as tags for fabries in the piece. On the dises appear: “This 
is a new Milliken fabric” (the trade mark MILLIKEN being in large script 
upon the background of a capital letter “M’’). A panel at the base of the 
dise shows: “Style ”, and “Color ”. On the line following 
“Style” an ink notation shows: 


“WORSTERLON 
60% Viscose Rayon 
20% Wool 

20% Nylon” 


It is not clear from the specimen whether WORSTERLON is being used as 
a style mark, as such, as the name of the fabric, as such, or as a trade mark. 
Registration should not issue until the Examiner of Trade Marks has been 
satisfied that applicant is actually using the word as a trade mark. More 
than four years have elapsed since the application was filed, and it is 
suggested that evidence showing advancement of the word as a trade mark, 
either on proper identification tags or in advertising, might be readily 
available. 


The decision of the Examiner of Interferences is modified to the extent 
herein indicated. 
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EX PARTE A. R. F. PRODUCTS, INC. 


Commissioner of Patents — September 8, 1954 










TRADE-MARK AcT oF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 

MAGIC CIRCLE for radio controlled door operators is not confusingly similar to 
MAGIC DOOR for similar goods. The word MAGIC is not descriptive and the mark is 
registrable without a disclaimer since the mark must be considered in its entirety. 




































Application for trademark registration by A. R. F. Products, Inc., 
Serial No. 592,684 filed February 18, 1950. Applicant appeals from deci- 
sion of Examiner of Trademarks refusing registration. Reversed. 

Moore, Outson & TREXLER and Moore, Pranetey & CuaytTon, of Chicago, 
Illinois for applicant. 


LEEDs, Assistant Commissioner. 





Application has been filed to register MAGIC CIRCLE for radio controlled 
door operators.' Use as claimed since August 23, 1949. The Examiner of 
Trade Marks refused registration on the ground of likelihood of confusion 
with Reg. No. 336,191,? Maacic poors, displayed with illustrations of what 
might be lightning flashes, for photo electrically controlled door operat- 
ing equipment. Applicant has appealed. 


a 
§ 
e 
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During the prosecution of the application, applicant took the position 
that MaGic is a word in such wide-spread use for so many products that 
no one person can claim exclusive rights in it, and consistent with that 
position it entered a disclaimer of the word mMaaic. It is true that the word 
MAGIC is frequently used, in combination with other prefix or suffix 
words, as a component of trade marks for numerous products, but that 
does not mean that it is descriptive, as originally contended by applicant; 
nor does it mean that in the term MAGIC CIRCLE it is unregisterable matter 
in connection with which a disclaimer is proper. MAGIC CIRCLE is a single 
entity, and if it is registrable at all, it is registrable without a disclaimer. 
Obviously, applicant cannot claim exclusive rights in the word MaGIc 
alone because it is not using it alone. Whatever rights it has are in the 
mark as used. Following the argument on appeal, an amendment can- 
celing the disclaimer was submitted. It should be entered. 
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The specimens indicate that applicant uses MAGIC CIRCLE as a sec- 
ondary mark, arF being the primary or “house” mark. On the basis of 
mere comparison of applicant’s mark and the registered mark, there is 
considerable doubt that confusion, mistake or deception would be created 
between them. The mark should be published for opposition purposes. 


The decision of the Examiner of Trade Marks is reversed. 


1. The correct identification probably is “electronic equipment for controlling the 
operation of doors.” 


2. Issued June 30, 1936. 
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THE PROCTER & GAMBLE COMPANY v. 
JACQUELINE COCHRAN, INC. 


No. 31624 — Commissioner of Patents — September 8, 1954 










REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Where no proofs are offered in connection with specimens attached to opposition 
papers they are not in evidence but they may be considered as admissions against 
interest. 
TRADE-MARK Act or 1946—REGISTRABILITY—IN GENERAL 
Mere shipment of package of foods with typewritten label from applicant’s 
plant to sales office in another state is not “use in trade.” Registrable rights exist FP 
only where there has been use in trade. Where there has been no trade under mark, 
there is no trademark, and therefore, registration must be denied. 
TRADE-MARK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
FLOWING VELVET for cosmetics and beauty preparations is not confusingly 
similar to VELVET, VELVET SUDS and VELVET SKIN for soap, lotion cream, soap and 
toilet powder, as the word VELVET is suggestive when used in connection with these 
goods and the connotation of the marks as applied to the goods is substantially 
different. 
TRADE-MARK Act or 1946—Ex Parte REJECTION 
Where affidavit of use is false in listing goods on which mark was never used 
applicant may not amend and eliminate false goods and application must be re- 
fused ex parte. 


















Serres 











Opposition proceeding by The Procter & Gamble Company v. Jacque- 
line Cochran, Inc., application Serial No. 574,492 filed February 25, 1949. ' 
Applicant appeals from decision of Examiner of Interferences sustaining 
opposition and refusing registration ex parte. Reversed as to opposition; 

affirmed as to ex parte rejection. 

Erastus S. Allen, of Cincinnati, Ohio for applicant-appellant. 


Sawyer, Kennedy & Murray, of New York, N. Y. for opposer-appellee. 










LEEDs, Assistant Commissioner. 

Application has been filed to register FLOWING VELVET for cosmetics and 
beauty preparations.’ Registration has been opposed by the registrant 
of vELVET for soap,? VELVET suDs for soap,* and VELVET sKIN for lotion 
cream,* soap,® and toilet powder. The Examiner of Interferences sus- 
tained the opposition on the ground of likelihood of confusion and rejected 














1. The following are listed: face powder, face cream, foundation cream, foundation 
lotion, perfume, cologne, toilet water, cream rouge, filled rouge compacts, lipsticks, skin 
tonic, cleansing cream, hand lotion, hand cream, eye lotion, eye cream, eye shadow, 
mascara, night cream, throat cream, bath oils, dusting powder, bath salts, body lotion, 
body cream, suntan lotion and suntan cream. 

2. Reg. No. 252,108, issued January 22, 1929, renewed, and published under Sec. 
12(¢) on January 22, 1949. 

3. Reg. No. 359,592, issued June 2, 1942. 

4. Reg. No. 421,941, issued June 25, 1946, published under Sec. 12(¢) on April 13, 
1948. 

5. Reg. No. 173,886, issued to a predecessor October 2, 1923, renewed by applicant 
and published by applicant under Sec. 12(¢) on January 27, 1948. 
6. Reg. No. 417,219, issued October 16, 1945. 














ee 
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the application ex parte on the ground that the allegation of use were 
false. Applicant has appealed. 

Opposer’s record consists of copies of its registrations. It is observed 
that the specimens which were attached to the opposition include a label 
for VELVET-SKIN POWDER, showing the producer’s name and address as 
“The Palisade Man’f’g. Co., Yonkers, N.Y.” The reverse side shows “New 
wrapper design adopted June 1895.” A wrapper of the same vintage for 
VELVET SKIN SOAP shows the same manufacturer’s name and address. These 
specimens are not in evidence since no proofs were offered in connection 
with them, but they may be considered as admissions against interest. As 
such, they support a finding that, so far as this record shows, opposer has 
abandoned VELVET SKIN as a trade mark for powder and for soap. This 
leaves for consideration the registrations of VELVET for soap, VELVET SUDS 
for soap and VELVET SKIN for lotion cream. 

Applicant took the testimony of its General Sales Manager and of 
its Vice-President and General Manager. The specimen submitted with the 
application is a 114 inch by 3% inch piece of paper (with mucilage on 
one side) upon which has been typed: 

Jacqueline Cochran 
Flowing Velvet 4 oz. net wt. 
New York, N. Y. 


The application asserts use since January 25, 1949; it was filed on 
February 25, 1949, and the testimony was taken on January 5, 1953. Ap- 
plicant’s General Sales Manager testified at one point that the mark was 
first used in March of 1949 on a lotion designed for dry skin, and his 
testimony on cross-examination was that he did not know the exact date 
of first use of the mark sought to be registered, but it was in the first 
part of 1949. Applicant’s Vice-President testified that the mark was first 
used in the early part of 1949 on dry skin lotion. Both witnesses testified 
that it had been used only on dry skin lotion and on no other product. 
It further appears that applicant does not make and has never sold an 
eye lotion or a bath oil or a suntan cream, although these items, among 
others, are listed in the application, and the mark is claimed to have been 
used on them. The first invoice showing a sale is dated March 7, 1949. 
It is addressed to Jacqueline Cochran Salon, Chicago, Illinois, but since 
the relationship between this outlet and applicant is not shown, it will 
be assumed that the sale was bona fide. The first invoice showing a sale 
to a third person is dated March 10, 1949. 

A shipment of one four-ounce package of the lotion with the type- 
written label affixed to it was apparently sent from applicant’s plant in 
New Jersey to its sales office in New York City on January 25, 1949, but 
this is not “use in trade” from which rights in a mark flow. L. & C. 
Hardtmuth, Inc. v. Koh-I-Noor Pencil Factory, 101 USPQ 492 (44 TMR 
1210). After a mark has been used or established in trade, mere trans- 
portation in commerce is sufficient for registration purposes, but it must 
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have been used in trade somewhere before any rights in the mark accrue. 
Where there has been no use in trade, however, as in the present case, 
no registrable rights exist, and the mere transportation from an applicant 
to its sales office in another State creates no rights—registrable or other- 
wise. Where there has been no trade under the mark, there is no trade 
mark. 

It is clear from the record here that applicant had not used the mark 
within the meaning of the statute at the time it filed its appplication; and, 
in addition, the sworn statement of use of the mark on the twenty-seven 
listed items is false. Under such circumstances, registration must be denied 
without regard to the opposition. During the prosecution of the oppo- 
sition proceeding—indeed after the decision of the Examiner of Inter- 
ferences—applicant attempted to amend its application by deleting the 
items listed and inserting instead the words “a lotion designed for dry 
skins.” For obvious reasons, the amendment cannot be accepted. 

In view of the suggestive nature of the word vELVET when used on 
soaps and on cosmetic and toilet preparations, the record here is not con- 
vincing that FLOWING VELVET is likely to cause confusion with VELVET, 
VELVET SUDS Or VELVET SKIN. The connotations of the marks when applied 
to the goods are substantially different. 

The decision of the Examiner of Interferences is reversed as to the 
opposition and affirmed as to the ex parte rejection of the application. 


QUAKER OATS COMPANY v. 
ST. JOE PROCESSING COMPANY, _ INC. 


No. 31563 — Commissioner of Patents — September 8, 1954 


TRADE-MARK AcT OF 1946—REGISTRATION PROCEDURE—EVIDENCE OF CONFUSION 

Applicant seeks to register vitT-A-PEP for feeds for poultry and animals 
and is opposed by registrant of FULL-0-PEP for poultry and animal feeds; regis- 
trant took the testimony of members of the public and trade with regard to sales 
of FULL-O-PEP, its extensive advertising and the knowledge of the witnesses as 
to the name of the manufacturer of FULL-O-PEP products. These witnesses then 
were asked if they saw viT-A-PEP on feeds who they would think was the manu- 
facturer. Such testimony is faulty in that the preliminary questioning conditioned 
the minds of the witnesses for reaching the conclusion in the final question; questions 
put to the dealers as to what they would expect their customers to think is opinion 
evidence and entitled to little weight. Since the marks neither look nor sound alike, 
have different connotations and create entirely different commercial impresssions, 
applicant will be permitted to register its mark VIT-A-PEP. 


Opposition proceeding by The Quaker Oats Company v. St. Joe 
Processing Company, Inc., application Serial No. 619,106 filed September 
21, 1951. Opposer appeals from decision of Examiner of Interferences 
dismissing opposition. Affirmed. 

William T. Woodson, Beverly W. Pattishall and Lewis 8. Garner, of Chicago, 

Illinois and Thomas L. Mead, Jr., Francis C. Browne and William E. 

Schuyler, of Washington, D. C. for opposer-appelant. 
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Stone, Boyden & Mack, of Washington, D. C. for applicant-appellee. 


LeEepDs, Assistant Commissioner. 

Application has been filed to register vit-a-pEP for feeds for poultry, 
turkeys, hogs, dairy cattle, and stock. Use is claimed since April 1, 1947. 
Registration has been opposed by the registrant of FruL-o-pEP for poultry 
feed,’ turkey feed,? dog food,® stock and poultry feeds,* stock feed,® and 
poultry feed. The registrations for poultry and stock feeds, with the ex- 
ception of Reg. No. 524,662 show illustrations of fighting cocks, the one 
for turkey feed shows an illustration of two turkey gobblers, and the one 
for dog food shows illustrations of five breeds of dogs. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer took the testimony of its Vice-President in charge of feeds; 
of an operator of a hatchery, feed store and poultry breeding farm in 
Wisner, Nebraska; of an operator of a hatchery and feed store in Blair, 
Nebraska; of three farmers in Blair, Nebraska; of an operator of a feed 
store in Harlan, lowa; and of a feed store operator in Lincoln, Nebraska. 

It appears from the record that opposer has sold more than 514 million 
tons of feed under the FUL-0-PEP mark since 1917; its sales since the early 
1940’s have been nationwide; it has spent in excess of 91% million dollars 
in advertising its FUL-o-pEP feeds in newspapers, trade periodicals and by 
radio, and in addition, its independent dealers spend a substantial sum of 
money annually in advertising opposer’s products in local areas; and 
since the early 1940’s opposer’s advertising has included references to the 
vitamin content of the feeds, for example, “ruL-o-PEep Fitting Ration sup- 
lies a special vitamin and mineral boost for calf building.” 

The dealers and the farmers who appeared as witnesses were asked 
questions concerning their familiarity with ruL-o-pEp feed products,® the 
length of time they had known of the products,’ the feature stressed in 
opposer’s advertising of its ruL-o-PEP feed products,” and who makes the 
FUL-O-PEP feed products.® Having had their minds thus conditioned, they 
were then asked substantially the following question: If you saw viT-A-PEP 
on feeds, who would you think put it out??® The dealers were asked what 


Reg. No. 188,553, issued August 26, 1924, renewed. 
Reg. No. 274,364, issued August 26, 1930, renewed. 
Reg. No. 390,109, issued September 9, 1941. 
Reg. No. 396,301, issued July 7, 1941, and Reg. No. 524,662, issued May 2, 1950. 
Reg. No. 524,663, issued May 2, 1950. 
. Their familiarity resulted from selling or buying the products and from having 
seen advertisements of them. 
7. Their knowledge of the products varied from two to eight years. 
8. All testified that the advertising stressed high vitamin content. 
9. All indicated that they knew the products were made by The Quaker Oats Com- 
pany. 
10. All testified that they would think The Quaker Oats Company produced the 
Vit-A-PEP products. 
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they would expect their customers to think if they saw vit-a-PEP on feed 
products.'1! The Examiner of Interferences, characterizing the foregoing 
testimony as opinion evidence, held that such testimony is entitled to but 
little weight and it “obviously cannot in any event supplant the opinion 
of the tribunal whose duty it is to pass upon the case.” 


The weakness of the evidence is not that the testimony of the witnesses 
as to what they would think is necessarily “opinion evidence”; but the 
weakness lies in the preliminary questioning which prepares the witnesses’ 
minds for reaching the desired conclusion. Each witness had testified that 
FUL-O-PEP feed products, with which they had been familiar for some time, 
were produced by opposer and were advertised as having high vitamin 
content. These facts being uppermost in their minds, the logical reply 
to the question which followed would be that vit-a-pep feed products were 
also made by opposer. Farmers and stock and poultry feeds do not buy 
feed products after such “mind-conditioning.” The evidence is not con- 
vineing that purchasers generally are conscious of the identity of the pro- 
ducers of such products; but if they are, they would probably have 
become so by a consciousness of the name of the producer as it appears 
on the feed bags in which the products of each party are packaged. In 
such event, purchasers would readily distinguish between applicant and 
opposer as the producers of the respective products. 


Opposer contends that although the testimony of the dealers as to 
what they would expect their customers to think is opinion evidence, it is 
“expert”, and should not be treated lightly. There is nothing in the record 
to show that the dealers are expert in so far as their knowledge of the 
state-of-mind of their customers are concerned, other than that they have 
been selling feed products since 1932, 1941, 1942, and 1947, respectively. 
That is not enough to remove such evidence from the category of “opinion 
evidence.” 

The marks of the parties do not look alike, aside from the fact that 
they each comprise a succession of three letters, a hyphen, a capital letter, 
a hyphen, and the word pep. Purchasers do not, in my opinion, analyze 
trade marks to that extent. The marks do not sound alike; and their con- 
notations are different. They create entirely different commercial impres- 
sions. It is not believed that confusion, mistake or deception is likely to 
result if applicant’s mark is registered. 


The decision of the Examiner of Interferences is affirmed. 


11. They stated that they believed their customers would think they were put out 
by The Quaker Oats Company. 
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THE S.0.S. COMPANY v. THOMSON CHEMICAL COMPANY 
(THE S.0.S. COMPANY, assignee, substituted) v. 
VIRGINIA-CAROLINA CHEMICAL CORPORATION 


No. 4934 — Commissioner of Patents — September 9, 1954 


REGISTRATION PROCEDURE—INTERFERENCE 





An interference proceeding between three pending applications; for v-c TUFF 
used in connection with a cement cleaning detergent, and the mark TUFFY used 
as a laundry detergent and on pads for cleaning and scraping pots and pans—the 
S.0.S. Company moved to dissolve the interference because of the lack of similarity 
in the goods and marks, but subsequently acquired from Thomson Chemical Com- 
pany the mark Turry as used on laundry detergents and moved to withdraw its 
motion to dissolve; and now opposes registration of v-c TuFF. It now contends 
the goods are identical and the marks similar in sound and appearance. Since the 
marks are different in sound, appearance and significance and are likely to be sold 
through different outlets to different types of purchasers confusion is not likely and 
the mark may be registered. 

























Interference proceeding between The 8S. O. 8S. Company, application 

Serial No. 621,424 filed November 19, 1951, Thomson Chemical Company 

(The 8. O. 8. Company, assignee, substituted), Serial No. 619,114 filed 

September 21, 1951 and Virginia-Carolina Chemical Corporation, appli- 

cation Serial No. 618,425 filed September 5, 1951. The 8S. O. 8S. Company 

appeals from decision of Examiner of Interferences dissolving interfer- 

ence. Affirmed. 

Loftus, Lucas & Hammand and Theodore R. Scott, of Chicago, Illinois 
for the S. O. S. Company. 

William E. Lucas and Lowell F. Hammand, of Chicago, Illinois for 
Thomson Chemical Company. 

Mason, Fenwick & Lawrence, of Washington, D. C. for Virginia-Carolina 
Chemical Corporation. 





Leeps, Assistant Commissioner. 


An interference was instituted on December 11, 1952 between three 
pending applications as follows: 


On September 5, 1951, Virginia-Carolina Chemical Corporation ap- 
plied to register v-c TUFF (written in two lines), claimed to have been 
used intrastate and interstate since June 7, 1951 on a synthetic detergent 
for cleaning concrete, cement* and metal. 

On September 21, 1951, Thomson Chemical Company insite to 
register TUFFY, claimed to. have been used since July 12, 1938 intrastate 
and since July 8, 1948 interstate on a detergent for laundry purposes. 

On November 19, 1951, the S. O. S. Company applied to register 
TUFFY, claimed to -have been used since November 1, 1944 intrastate and 
since November 1, 1951 interstate on pads for cleaning and scraping 
pots, pans and dishes. 


ee one 


* It is not understood how a detergent could be used to clean cement. 
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The 8S. O. S. Company moved to dissolve on the ground that no 
interference in fact exists because the goods of the three parties are so 
different and because Turry of the movant and v-c TuFFy are so different 
in both appearance and sound that there is no liklihood of confusion, mis- 
take or deception of purchasers. Virginia-Carolina Chemical Corpora- 
tion joined in the motion to dissolve for the stated reasons. Briefs in 
connection with the motion were due on March 5, 1953, and by successive 
stipulations apparently requested by The S. O. 8. Company, the date 
was finally set for October 12, 1953. 


On October 7, 1953, The S. O. S. Company acquired from Thomson 
Chemical Company all right, title and interest in and to the mark TUFFY 
as applied to a detergent for laundry purposes and to the pending appli- 
cation to register. Upon recording such assignment, The 8S. O. S. Company 
then asked leave to withdraw its motion to dissolve and indicated its 
desire to oppose the motion of Virginia-Carolina Chemical Corporation. 
The request for leave to withdraw was opposed by Virginia-Carolina 
Chemical Corporation, and the matter was briefed by both parties. The 
Examiner of Trade Marks granted the pending motion to dissolve, and The 
S. O. S. Company has appealed. 


In its original motion to dissolve The S. O. S. Company stated : 


“No interference in fact exists as to the Virginia-Carolina Chem- 
ical Corporation, because the mark turry of The S. O. S. Company 
is so different, in both appearance and sound, from the mark v-c 
TuFF of the Virginia-Carolina Chemical Corporation, that there is no 
likelihood of confusion, or mistake, or deception of purchasers.” 


In the motion it also took the position that Turry cleaning and scrap- 
ing pads were not likely to cause confusion with Turry laundry detergent 
or with v-c TurF detergent for cleaning concrete and metal because the 
goods are not only “entirely different in character, but they are sold in 
different outlets for different purposes and uses.” Having acquired the 
TUFFY laundry detergent mark, however, it now contends that the laundry 
detergent and a detergent for cleaning concrete and metal are “identical” 
and when applied to “identical” goods, Turry and v-c TUFF are similar in 
sound and appearance and identical in significance. 


Logie leads to the conclusion that its original position is the sounder 
of the two. The marks are different in sound, appearance and significance, 
and the probability is that the products of the parties, being entirely dif- 
ferent in character and used for different purposes, are not sold in the 
same outlets to the same class or type of purchasers. Under such circum- 
stanees, it is not believed that confusion, mistake or deception of pur- 
chasers is likely to result if all three marks are registered. 


The action of the Examiner of Trade Marks dissolving the interference 
is affirmed. 


"SSE ERY aa tre aaa ten anton 
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SANFORD INK COMPANY v. STEVENS 
No. 31934 — Commissioner of Patents — September 10, 1954 





REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 


Opposer, registrant of GripPIT for adhesive cement and mucilage has burden 
of proof that registration of applicant’s mark GripiT for liquid preparation applied 
to hands to prevent slipping of golf clubs, bars and other sporting equipment is 
likely to cause confusion as to origin of goods. In absence of evidence concerning 
channels of trade in which these products move, type and class of purchasers and 
other pertinent facts it cannot be said that confusion may result and opposition is 
dismissed. 


TRADE-MARK Act OF 1946—REGISTRABILITY—RELATED COMPANY USE 





Specimens show that mark is used by related user based on license agreement, 
but since application had to be amended during prosecution as to relationship 
between applicant and licensee, registration of mark is refused unless applicant 
submits evidence satisfactory to Examiner of Trademarks showing that such use 
inures to benefit of applicant. 





Opposition proceeding by Sanford Ink Company v. John Stevens, 
application Serial No. 605,692 filed October 31, 1950. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Moore, Prangley & Clayton, of Chicago, Illinois for opposer-appellant. 


























Joseph J. Juhass, of New York, N. Y. for applicant-appellee. 


LeEps, Assistant Commissioner. 


Application has been filed to register Gripir as a trade mark for a 
liquid preparation applied to the hands to prevent slipping of golf clubs, 
bars and other supporting equipment. Use is claimed since July 1, 1950. 
Registration has been opposed by the registrant of aripir for adhesive 
cement, glue and mucilage.' 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record consists of a copy of opposer’s registration, the application, 
and photocopies of four pages from the New Century Dictionary, stated in 
applicant’s notice under Rule 282 to be “relevant as showing the meaning 
of ‘adhesive’, ‘eement’ and ‘mucilage.’” These photocopies add nothing to 
the record where, as here, the meanings of the words are well-known. 

The opposition alleges, among other things, that opposer’s sales of its 
products under the mark and its advertising of such products have been 
long and extensive, and as a result of such long and extensive advertising 
and use, the mark has become well and favorably known to the public; 
use and registration of aripit by applicant would falsely suggest a connec- 
tion with opposer ; in view of the substantial identity of the mark of appli- 
cant to that of opposer, use and registration of applicant’s mark for its 
goods would be likely to confuse and deceive the purchasing public and 


1. Reg. No. 135,366, issued September 28, 1920, renewed by a predecessor, and pub- 
lished under Section 12(¢) by applicant on July 1, 1952. 
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induce purchasers to buy applicant’s goods in the belief that such goods 
are in fact a product of opposer; and registration and use by applicant 
would be likely to cause irreparable injury to opposer and its business. 


No proof of any of the allegations was offered, and in the absence of 
evidence concerning these allegations, as well as evidence concerning the 
channels of trade in which the products move, the type and class of pur- 
chasers of the products, the circumstances surrounding the purchase of 
the products, and other pertinent facts, the Examiner of Interferences 
was correct in his finding that “it cannot be said as a matter of law that 
the goods of the parties are so closely related that confusion as to origin 
would be likely to result.” 


Opposer assigned as error in its appeal that the burden was on the 
applicant to show the nature of the product which he sells and the manner 
in which it is sold and distributed. The examiner was not in error. The 
burden of proof is on the party in position of plaintiff. The introduction 
of the registration shifts the burden only to the extent that if the prima 
facie showing of ownership of the registered mark, validity of the regis- 
tration, and of registrant’s exclusive right to use the mark on the goods 
recited in the registration is to be rebutted, the burden is on the applicant 
to offer proofs to overcome it. The burden was upon the opposer to prove 
facts in support of its complaint from which it can be determined that 
it is entitled to the relief sought. 


A question not considered by the Examiner of Interferences is raised, 
however, by the application and the specimens submitted with it. The 
applicant is an individual who resides in Palisades, New York, and the 
specimens showing the mark as actually used state: “Distributed by 
Craven Products, Inc., Ramsey, New Jersey.” During its prosecution, 
the application was amended to include: “that Craven Products, Inc., is a 
related user, said relationship is predicated on the basis of a’ license 
agreement and that the applicant controls the nature and quality of the 
goods or services [sic] in connection with which the mark is used.” There 
is nothing in the file which indicates the nature of the license agreement 
or the nature or type of control exercised. Nor do any facts appear from 
which it can be determined that the use of the mark by Craven Products, 
Ine. inures to the benefit of the applicant. Registration is refused until 
and unless the applicant submits evidence satisfactory to the Examiner 
of Trade Marks showing that such use actually inures to the benefit of 
applicant. (See: Ex parte The Pure Oil Company, 99 USPQ 19 (44 TMR 
306) [Com’r., 1953] ). 

The decision of the Examiner of Interferences is affirmed, and regis- 
tration is refused pending completion within the appeal period of the 
record in the application. 
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EX PARTE BARNEY BRAAKMAN 
Commissioner of Patents — September 17, 1954 


TRADE-MARK AcT OF 1946—REGISTRABILITY—DESCRIPTIVE TERMS 


HERB STOMACH REMEDY for a preparation for stomach ailments cannot be 
registered on Supplemental Register, it is a common name of applicant’s product 
and not a trademark for it. Trademark rights in such a term could only be recog- 
nized after many years of exclusive use, accompanied by vast advertising and sales, 
together with overwhelming evidence of consumer recognition and acceptance. 
Trade-Mark Act makes no provision for registration of words and names which 
are the common descriptive name of a product. 


Application for trademark registration by Barney Braakman, Serial 
No. 637,909 filed November 12, 1952. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Affirmed. 


Fred Holy of Chicago, Illinois, for applicant. 


LEEps, Assistant Commissioner. 

Application has been filed to register on the Supplemental Register 
HERB STOMACH REMEDY for a preparation for stomach ailments, in other 
words, a stomach remedy made from herbs. The application was filed 
incomplete on November 12, 1952 and amended to correct some of the in- 
formalities on June 15, 1953. The claimed date of first use is June 13, 
1952. Registration was refused on the ground that the record failed to 
show that the term presented for registration was capable of distinguish- 
ing applicant’s herb stomach remedy from the herb stomach remedies of 
others. Applicant was appealed. 

HERB STOMACH REMEDY is the common name ci applicant’s product and 
not a trade mark for it. It is a designation which all are free to use as a 
name for a stomach remedy made of herbs. It does not function as a mark 
which identifies this applicant’s product and distinguishes it from like 
products of others. 

If trade mark rights in such a term were ever to be recognizable, it 
could be only after many, many years of exclusive use by an applicant, 
accompanied by vast advertising and sales, together with overwhelming 
evidence of consumer recognition and acceptance. There is no evidence 
of any kind presented in this case. Applicant’s affidavit merely states that 
he has used the term since June 13, 1952—a period of a year and two 
days prior to filing the amended application, and only two years and 
three months prior to this decision on appeal. 

Applicant contends in its brief on appeal: “One more or less regis- 
tration will do you no harm but my client and me a lot of good, and 
save oodles and oodles of trouble, heart aches, etc.” The Trade Mark Act 
of 1946 provides for the registration of marks which distinguish, or are 
at least capable of distinguishing, an applicant’s product from the same, 
similar, related or associated products of others. It makes no provision 
for registration of words or names, or combinations of words or names, 
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which are, and would be recognized as, the common descriptive name of a 
product. 


The specimens which purport to be labels are merely pieces of paper 
with the alleged mark printed on them. There is no adhesive on the back 
of them for affixation to a bottle or other container, nor is there any state- 
ment of contents as required by the Federal Food, Drug and Cosmetic 
Act, nor does the name and address of the producer appear as required by 
that Act. (21 U.S.C. 352[b]) 


The decision of the Examiner of Trade Marks is affirmed. 


KEM-AIR MANUFACTURING CO. v. 
MOJAVE CHEMICAL COMPANY 
(KEM-AIR CORPORATION, assignee, substituted) 


No. 30523 — Commissioner of Patents — September 17, 1954 


TRADE-MARK Act OF 1946—TITLE—IN GENERAL 
Applicant seeks to register KEM-AIR as a trademark for a chemical compound 
used as a deodorant and humidity control in refrigerators and is opposed by a firm 
claiming ownership of KEM-AIR used on filters for humidity control of refriger- 
ators. This proceeding involves a number of parties all claiming rights to register 
the mark KEM-AIR by reason of various manufacturing licenses and/or assign- 
ments and in some instances arising out of the purchase of the mark at bankruptcy 
sales. While the evidence does not show any use of the mark KEM-AIR by REX- 
AIR, the inventory of more than $70,000 worth of materials and units in its name 
creates the presumption that some use of the mark was made between 1942-1944 
and since Bruce executed a bill of sale to Mojave assigning his rights to the mark 
prior to the assignment of the mark to him, both Bruce and his corporation are 
estopped from claiming any trademark rights in KEM-AIR and Mojave is estopped 
from claiming any rights in the mark by reason of its attempted assignment to a 
non-existent corporation. Claims for registration were made by other parties based 
on mere adoption of the mark, but rights of a trademark grow out of its use and 
not its mere adoption and therefore these applicants have no standing. 
REGISTRATION PROCEDURE—EX PARTE REJECTION 


The evidence shows that the application to register was not only based on 
false statements of use, but showed a total lack of use at the time of the application, 
and therefore the application must be rejected ex parte. The opposition must be 
dismissed since opposer has been shown to have no status to oppose and fails to 
show damage. 


Opposition proceeding by Kem-Air Manufacturing Co. v. Mojave 
Chemical Company (Kem-Air Corporation, assignee, substituted), appli- 
eation Serial No. 600,781 filed July 17, 1950. Applicant appeals from 
decision of Examiner of Interferences sustaining opposition and refusing 
trademark registration ex parte. Reversed as to opposition, affirmed as 
to ex parte rejection. 


Albert J. Fihe, of Burbank, California for opposer-appellee. 


Fulwider, Mattingly & Babcock, of Los Angeles, California for applicant- 
appellant. 
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LeEps, Assistant Commissioner. 


Application has been filed to register KEM-AIR' as a trade mark for a 
chemical compound used principally as a deodorant and humidity control 
in refrigerators and cooling rooms. Registration has been opposed by a 
firm which claims prior use of KEM-AIR on filters for humidity control of 
refrigerators. The Examiner of Interferences sustained the opposition, 
and rejected the application ex parte on the ground of non-use prior to 
the filing of the application. Applicant has appealed. 


The record, which comprises testimony and exhibits on behalf of each 
party, seems to raise only the question of ownership of the mark sought 
to be registered, each party claiming title as a result of activities by, with 
and through themselves and some identical third persons. The chronology 
of events appears to be as follows: 


In January of 1941, two brothers, who are physicians and surgeons, 
entered into a partnership arrangement under the trade style of “Mojave 
Chemical Company,” after one of them had obtained certain leasehold 
rights for a forty-nine year term from a third person. The lease included 
the exclusive right to mine and remove chemical deposits from property 
located in San Bernardino County, California. The partnership mined 
and processed the chemical and, after almost a year of experimentation, 
it was decided that the product was ready to be marketed and used for 
humidity control of refrigerators. 


In April of 1942, after negotiations between one of the partners and 
a person identified as T. Russ Hill, president of Rexair, Inc., an agreement 
was entered into between the partnership, Mojave Chemical Co., hereafter 
referred to as Mojave, and Rexair, Inc., a Delaware corporation doing 
business in Detroit, Michigan, hereafter referred to as Rexair. Under the 
terms of this agreement Mojave agreed to sell the chemical to Rexair, and 
Rexair was to have the exclusive right to use the chemical or mineral 
substance for “refrigeration purposes.” The chemical was, and had heen 
during the period of experimentation, identified by the trade mark zEr-o- 
por. Rexair was given the right to use the trade mark zeR-o-por in the 
resale of the chemical substance and on completed devices in the nature of 
humidity control plates or “gadgets” for refrigerators, or to use any other 
trade mark for the chemical, or to market it without a trade mark. An 
unsigned copy of the agreement is in the record, but the testimony of the 
witnesses of both parties is to the effect that the contract was executed 
A letter dated December 8, 1942 from Rexair to one of the partners, and 
other exhibits are in corroboration of execution of the agreement. 


1. The examiner, in his first action, stated, “The word ‘air’ in applicant’s mark does 
not lend itself to exclusive appropriation. Suitable disclaimer thereof is required.” The 
reason for requiring a disclaimer of Alk in the compound word KEM-AIR does not appear; 
nor does it appear that the word is either the common name of, merely descriptive of, or 
otherwise unregistrable for a chemical compound when it is used as a part of the term 
KEM-AIR. 
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In July of 1942, the partner who had negotiated the agreement entered 
the U. S. Navy, and the brother took over the management of Mojave. The 
partner was released from the Navy in 1946, and since that time he has 
devoted his time to the practice of medicine and surgery and the opera- 
tion of a ranch. His activities in connection with the business of the 
applicant are, and have been since 1946, almost nil. 


It appears from the record that at the time Rexair commenced the 
sale of the chemical substance as a refrigerator de-humidifier, it adopted 
and used KEM-AIR as its trade mark therefor. 


In 1942 a partnership composed of E. A. Aldridge, H. H. Aldridge 
and James Engler, trading as Chem-Co Products Company,” hereafter 
referred to as Chem-Co, was making a household humidity control unit 
identified first as REFRIG-O-MASTER and later as FOODSAFE, and it continued 
with this business operation for about three years. Apparently, this part- 
nership was purchasing its chemical from Mojave, although Mojave had 
purportedly given to Rexair the exclusive right to use the chemical for 
“refrigeration purposes.” 


The record indicates that the agreement between Mojave and Rexair 
was terminated by Rexair on or about January 11, 1943. 


On July 22, 1944 Rexair entered into an agreement with Chem-Co. 
Under the terms of the contract Rexair was to sell to Chem-Co a quantity 
of the zER-0-DoR chemical substance, together with “fabricated and partially 
fabricated cases, and parts of cases, filled and unfilled, cartons and related 
items listed on an attached schedule.” According to the instrument, the 
ZER-O-DOR chemical was the property of Mojave (probably delivered on 
consignment to Rexair), and Mojave consented in an instrument dated 
July 12, 1944, to the proposed delivery of the substance by Rexair to 
Chem-Co. Chem-Co agreed to order, and Rexair agreed to deliver, the 
items (inventory amounting to more than $70,000) listed in the schedule 
during a period of the succeeding of fifteen months; and if Chem-Co de- 
faulted, either in purchasing or making payments, for thirty days after 
notice from Rexair, the agreement was to be terminated. The instrument 
recited : 

“It is understood that Seller owns and has used the trade name 
KEM-AIR. So long as this agreement is in effect, Buyers shall have the 
right to use that name, and upon full compliance with the contract 
and the purchase of all the goods in the inventory attached, Buyers 
shall become the owners of said name and its good will, if any, and 
may continue to use the same ever after. Upon such event, Seller 


shall not use the name or assign the right to use the name to anyone 
else.” 


According to the testimony, the contract was never completed, but it 
does not appear when it was terminated. 


2. The partnership also operated under the name of “Tech-Lab Products Company.” 
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The testimony indicates that in about 1945 Chem-Co commenced to 
make from material purchased from Rexair a commercial humidity control 
unit identified as KEM-AIR. 

Apparently in 1947, a corporation, E. A. Aldridge, Inc., was formed 
by one of the partners of Chem-Co. On December 12, 1947, a letter was 
written on behalf of the corporation to Mojave concerning a $22,795.71 
indebtedness of Chem-Co to Mojave as a result of purchases of the chemical 
used in the manufacture of humidity control plates,’ and stating that “due 
to dissolution of Chem-Co,” the corporation was agreeing to liquidate the 
indebtedness through payment of a stated amount from the sale of each 
KEM-AIR unit. 

On August 6, 1948 Mojave and E. A. Aldridge, Inc. entered into a 
formal agreement enlarging upon and clarifying the letter of December 
12, 1947. The effective date of the agreement was stated to be December 
12, 1947; and it was, in substance, an agreement of Mojave to sell to E. A. 
Aldridge, Inc. a chemical or mineral “for use in connection with refrigera- 
tion purposes or facilities,’ and recited prices, methods of payment, etc. 
The agreement mentioned no trade mark. A later exhibit shows that this 
contract was terminated on September 9, 1949. 

An exhibit indicates that in the autumn of 1949 Mojave entered into 
negotiations with Martin-Parry Corporation, Toledo, Ohio, to purchase or 
somehow acquire the KEM-AIR mark. The testimony of both parties seems 
to indicate that Martin-Parry Corporation and Rexair were both com- 
panies of T. Russ Hill, but there is no satisfactory evidence to show the 
relationship, if any, between them, or to show how or whether Martin- 
Parry came into possession of the KEM-AIR mark, or why Mojave negotiated 
with that company. In any event, on October 13, 1949, counsel for Martin- 
Parry Corporation wrote a letter to one of the partners stating: 

“Tmmediately after you left our office on Monday, last, I wrote 

Mr. Hill suggesting submission to the Board of Directors of your 

request for the transfer of the trade name KEM-aIR. 

“T have just received advice that such transfer will involve as a 
consideration payment for the remainder of the inventory which 


Chemeo Products: Messrs. Aldridge, Engler and their associates agreed 
to purchase but failed to take up.” 


The record does not show whether this letter concluded the negotiations or 
whether there was an actual transfer of the mark and inventory. 

On December 30, 1949 a petition in bankruptcy was filed by E. A. 
Aldridge, on behalf of himself, individually, and as a partner in Chem-Co 
Products Company, Tech-Lab Products Company and Kem-Air Products 
Company (the last mentioned name apparently was a third name under 
which the partnership composed of Aldridge, Aldridge and Engler had 
operated). No trade marks were listed as assets in the bankruptcy pro- 
ceedings, but the $22,795.51 owed to Mojave was listed as a liability. An 


3. The record is not clear as to whether the indebtedness resulted from purchases 
directly from Mojave or from the Rexair project. 
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outstanding unpaid note held by one of the partners of Mojave was not 
listed. 

The testimony is to the effect that at some time in 1949 Chem-Co was 
dissolved, and E. A. Aldridge, Inc., “took over” the KEM-aAIR business; but 
it is observed that the alleged successor corporation had entered into an 
agreement with Mojave as early as December 12, 1947 to liquidate the 
indebtedness of the Aldridge, Aldridge and Engler partnership “due to 
dissolution of Chem-Co.” 

On May 12, 1950 one Robert W. Bruce executed a bill of sale of all 
physical assets of E. A. Aldridge, Inc., together with records and a list 
of sales outlets, to Kem-Air Manufacturing Co., apparently this opposer. 
On the same day he executed a bill of sale to Mojave of the trade name 
KEM-AIR and the trade name Foop-saFE, “for each of which copyrights 
have been filed with the U. S. Patent Office * * *.” 

On July 14, 1950, E. A. Aldridge, Ine. filed an application to register 
KEM-AIR, Claiming use since March 1, 1939.4 According to the testimony, 
the corporation continued to operate “until about July or August of 1950.” 

On July 17, 1950, Mojave filed an application to register KEM-AIR, 
claiming use since April 18, 1942.5 

On August 19, 1950, an assignment was executed by E. A. Aldridge, 
doing business as Chemco Products Company (which, according to the 
record, had been dissolved in 1947), and by E. A. Aldridge and Mary B. 
Aldridge, his wife, on behalf of E. A. Aldridge, Ine., purporting to transfer 
to Robert W. Bruce the trade marks FooDSAFE and KEM-AIR, together with 
the good will of the business in connection with which the marks are used 
and all of the physical assets of the individual and the corporation. The 
purported assignment was recorded in the Patent Office. It is noted that 
Bruce executed an alleged assignment of the mark KEM-aAIR to Mojave 
three months before it was allegedly assigned to him. 

The testimony shows that on November 14, 1950 a California cor- 
poration known as “Kem-Air Corporation” was formed by the partners 
of Mojave and others. However, on November 2, 1950, Mojave executed 
a purported assignment of the partnership assets, including the trade mark 
KEM-AIR (Application Ser. No. 600,781, involved here), “together with the 


4. This obviously is a false claim of use, since E. A. Aldridge who signed the ap- 
plication testified in these proceedings that Martin-Parry Corporation (or Rexair) did 
not start manufacturing the KEM-AIR unit until about 1941 (the contract to purchase the 
chemical from Mojave was not executed until at least April of 1942); and no claim of 
use by a predecessor was claimed. 


5. The partner who negotiated the contract with Rexair in April of 1942 testified 
that Mojave used the mark ZER-0-poR for the chemical in 1942, and the contract sub- 
stantiates the testimony; he stated that he told Rexair that he had no objection to 
Rexair’s use of KEM-AIR for national sales distribution; and that he signed a contract 
giving Rexair the right to use the name KEM-AIR in place of ZER-0-pDOR. His testimony 
shows that KEM-AIR was coined by the president of Rexair, and it is not seen how the 
partner of Mojave could have given such rights. Furthermore, the only contract in the 
record deals with zER-o-por. If this applicant was attempting to claim rights as a 
result of Rexair’s use, that information was withheld from the Patent Office. If it was 
attempting to claim rights from Rexair as a predecessor, that fact should have been made 
known. There is nothing in the record to indicate that it obtained any rights either way. 
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good will of the business with which the trade mark is and has been used” 
to Kem-Air Corporation. The purported assignment was recorded in the 
Patent Office. It is noted that Mojave executed a purported assignment of 
the “Kem-Air” mark to a corporation before the corporation came into 
being. 

The only record evidence of sales by anyone at any time are purchase 
orders from KEM-AIR deodorizing and de-humidifying units which were 
issued in 1943, 1944 and 1945 to one William C. Tyson, Floradale, Penn- 
sylvania; purchase orders for KEM-AIR units issued in 1944 and 1945 to 
F. C. Allen Company, Oakland, California; purchase orders issued in 1946 
to Miner Distributing Co., Brookline, Massachusetts; and purchase orders 
issued in 1945 to Kem-Air Products Co., Los Angeles, California for 
transmittal to William C. Tyson, Floradale, Pennsylvania. 

In addition, there appear “testimonial letters” concerning the KEM-AIR 
units, dated in 1944, 1945 and 1946 addressed variously to Miner Distrib- 
uting Co., Fairfield, Maine; Lenfestey Supply Co., Tampa, Florida; 
Specialties Distributing Co., Detroit, Michigan ; J. L. Anderson, Idaho Falls, 
Idaho; and Kem-Air Distributing Co., Los Angeles, California, Great 
Falls, Montana, Portland, Oregon, and Minot, North Dakota. 

There is nothing in the record which actually identifies the foregoing 
persons, nor does the record satisfactorily disclose what, if any, relation- 
ship existed between them and opposer or applicant, except that Mojave’s 
testimony is to the effect that William C. Tyson of Floradale, Pennsylvania 
continued to sell KEM-AIR units after the Mojave-Rexair contract was 
canceled (the purchase orders seem to support the testimony) and Tyson 
was selling them under the mark at the time of the execution of the con- 
tract hereinafter referred to between Rexair and Chem-Co, after which 
time Tyson became salesman for Chem-Co. 

Opposer’s testimony was taken in June of 1952, and the witness Bruce 
testified that he was then employed by the Southern California Collection 
Company; the KEM-AIR business was “kind of status quo”; he had been 
associated with the “Kem-Air organization” since he purchased it from 
E. A. Aldridge, Inc.; he is the father-in-law of E. A. Aldridge; he was 
not manufacturing the units at the time, although he had some on hand; 
he refused to state the consideration involved in the purported assignment ; 
he did not remember the amount of inventory he acquired ; he had forgotten 
the name of the man who supplied the chemical to H. H. Aldridge from 
whom he allegedly purchased it; he obtained items for making the units 
from “different sources”; and he could fill orders for KEM-aIR units if the 
order was not too big. 

Opposer’s witness H. H. Aldridge testified that three weeks prior to 
his testimony he sold KEM-aIR units to five institutions in California, and 
that they were units “carried over from Kem-Air Manufacturing Co.” 
the precise identification of the Kem-Air Manufacturing Co. referred to 
does not appear. 
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There is no competent evidence showing sales of KEM-aIR by either 
opposer or applicant. Applicant’s president testified that he had a cus- 
tomer in Brockton, Massachusetts, but there is no indication of either the 
amount or dates of any sales by applicant under the KEM-aIR mark. When 
asked if he had duplicate invoices, he stated that he did; but he added that 
he did not understand why he should make the names of his customers 
available to opposer. His then counsel took the position that such invoices 
were not pertinent and that questions concerning sales were irrelevant 
and immaterial—that the question of selling the product was not involved— 
that “it is a question of the origin and origination and ownership of the 
mark, the registration of which is now pending in the Patent Office’”—and 
“whether it has been used or not whatsoever isn’t material.” 

It is obvious from the foregoing summary that the record is more 
than somewhat confused and leaves much to be desired. On the facts 
presented, however, the following conclusions are reached: 


1. Rexair may have had trade mark rights in KEM-AIR as a result 
of its use on the humidity control units commencing some time after its 
contract with Mojave dated April, 1942. There is no actual evidence of 
use of the mark by it, but the inventory of more than $70,000 worth of 
materials and units on hand in 1944 creates a presumption that some use 
of the mark was made between 1942 and 1944. In any event, Chem-Co 
acknowledged Rexair’s ownership of the mark in the contract of 1944. 
Apparently, Rexair discontinued its use of KEM-AIR sometime between the 
date of cancellation of its contract with Mojave on or about January 11, 
1943 and the date of execution of its contract with Chem-Co on July 
22, 1944. 

2. Chem-Co obtained no rights from Rexair, since it did not complete 
the contract which might have resulted in the transfer of rights. 

3. Tyson may have acquired some rights through use in 1943, 1944 
and 1945, but the record is too vague and indefinite to resolve this ques- 
tion, and it need not be resolved since he is not a party to this proceeding. 


4. Chem-Co might have obtained some rights as a result of use of the 
mark KEM-aIR if, in fact, it commenced to make and sell the humidity con- 
trol units from material purchased from Rexair in accordance with the 
contract of July 22, 1944. There is no competent evidence, however, which 
shows any sales of KEM-AIR units by Chem-Co. 

5. There is nothing in the record to show that E. A. Aldridge, Inc., 
the corporation, obtained any trade mark rights from Chem-Co, if, in fact, 
Chem-Co had such any rights; nor is there any competent evidence to 
show that the corporation acquired any rights through use of the mark. 


6. There is nothing in the record to show that Mojave acquired any 
trade mark rights from Rexair—indeed, it is extremely doubtful if, in 
1949, when it was negotiating with Rexair, Rexair had any rights to transfer. 
It appears likely that there had been five or six years of non-use by Rexair. 





Vol. 45 T. M. R. KEM-AIR MFG. CO v. MOJAVE CHEM. CO. 347 


7. As a result of the bill of sale which he executed on May 12, 1950 
in favor of Mojave, Robert W. Bruce is estopped from claiming any trade 
mark rights in KEM-AIR, even though it appears from the chronology of 
events that he executed the bill of sale before Aldridge executed the alleged 
assignment to him. His actions constitute estoppel by conduct. 


8. Asa result of the assignment executed in favor of Robert W. Bruce 
on August 19, 1950, E. A. Aldridge and E. A. Aldridge, Inc. are estopped 
from claiming any rights in KEM-aIR. Furthermore, it is clearly apparent 
from the record that E. A. Aldridge had no assignable rights in the mark, 
and there is nothing in the record which shows that E. A. Aldridge, Inc. 
had any assignable rights. 

9. As a result of the purported assignment which it executed on 
November 2, 1950 in favor of a corporation which, so far as the record 
shows, was non-existent, Mojave is estopped from claiming any trade mark 
rights in KEM-AIR. Furthermore, there is nothing in the record which 
shows that it ever had any assignable rights in the mark. 


10. Kem-Air Corporation, applicant here, acquired no trade mark 
rights from any assignor, and there is no competent evidence to show that 
it has ever used KEM-AIR as a trade mark for any product whatsoever. 
Rights in a trade mark grow out of its use and not its mere adoption. 
Trade Mark Cases, 100 U.S. 82. A trade mark is not a patent—nor is it 
a copyright. 

11. Kem-Air Manufacturing Co., opposer here, has not, so far as this 
record shows, acquired any rights in the mark KEM-aIR as a result of its 
use. There is no competent evidence to show sales of the units under the 
mark—as a matter of fact, the record indicates that there probably has been 
an abandonment of such humidity control business as opposer may, at one 
time, have had. Furthermore, since Robert W. Bruce is estopped from 
claiming any rights in the mark, so is the opposer firm of which he is 
a member. 


12. The instrument entitled “Bill of Sale” executed by Robert W. 
Bruce on May 12, 1950 in favor of Mojave is invalid as an assignment of 
trade mark rights; the purported assignment executed by E. A. Aldridge 
and on behalf of E. A. Aldridge, Inc. to this opposer on August 19, 1950 
is invalid as an assignment of trade mark rights; and the assignment 
executed by Mojave Chemical Company to this applicant on November 2, 
1950 is invalid as an assignment of trade mark rights. 

13. The application must be rejected on the ground that it was based 
on false statements of use, and on the further ground that applicant was 
not using the mark at the time it made its application, nor had it used the 
mark at any time prior thereto. 


14. The opposition must be dismissed for the reason that a firm of 
which Robert W. Bruce is a member has no status to oppose; and for the 
further reason that no facts are shown from which damage can be presumed. 





THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


The decision of the Examiner of Interferences is reversed as to the 
opposition and affirmed as to the ex parte refusal to register for the reasons 
herein stated. 


MARLENE’S, INC. v. UNITED ENTERPRISES, INC. 
(JUNEX PRODUCTS, assignee, substituted) 


No. 31737 — Commissioner of Patents — October 19, 1954 


TRADE-MaRK AcT oF 1946—PLEADING AND PRACTICE 
Application to register JUNEX for dietary supplement which is opposed by one 

claiming prior use of MYNEX for like goods. Opposer rests on admission by appli- 
cant under Rule 36 that opposer’s use was prior but applicant denied all other 
allegations of opposer and therefore opposer failed in its proof and opposition 
could have been dismissed on motion at close of opposers trial period; however 
applicant proceeded to take testimony, most of which substantiates allegations of 
opposer. 

TRADE-MarK Act OF 1946—EVIDENCE 


Shipment of goods to sales representatives in other states does not constitute 
“use in commerce” and is insufficient to create trademark rights. 


TRADE-MARK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
JUNEX is not confusingly similar to MYNEX where both are used on dietary 
supplements. 

Opposition proceeding by Marlene’s, Inc. v. United Enterprises, Inc. 
(Junex Products, assignee, substituted), Serial No. 618,251 filed August 30, 
1951. Applicant appeals from decision of Examiner of Interferences sus- 
taining opposition. Reversed. 

McKnight & Comstock of Chicago, Illinois for opposer-appellee. 
Alois W. Graf, of Chicago, Illinois for applicant-appellant. 
LeEpDs, Assistant Commissioner. 

Application has been filed to register JUNEX as a mark for a dietary 
supplement. Use is claimed since August 16, 1951. Registration has been 
opposed by one who claims prior use of MYNEX for a dietary supplement. 
The Examiner of Interferences sustained the opposition, and applicant has 
appealed. 

Opposer’s record consists of an admission by applicant in response to a 
request under Rule 36, F.R.C.P., as follows: “Opposer used the trade mark 
MYNEX on dietary supplement prior to applicant’s or its predecessor’s 
adoption, use and application for registration of JUNEX for dietary supple- 
ment.” All allegations of the opposition were generally denied, except 
applicant admitted that the goods recited in the application and the goods 
on which opposer has used its trade mark MYNEX are both dietary supple- 
ments. 


On the basis of opposer’s record the opposition would necessarily be dis- 
missed for the reason that opposer did not discharge its burden of proof. 
In facet, it could have been dismissed on motion at the close of opposer’s 
trial period. 
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Applicant, however, took testimony and much of it substantiates the 
opposer’s allegations. It appears from the record that the original appli- 
eant, United Enterprises, Inc., was engaged in the business of steel fabri- 
eating and conducting a mail order business. It is not clear just what was 
sold in the mail order business other than the product involved here. Ac- 
cording to the testimony, Junex Products, a partnership, was formed on 
January 1, 1952, and on that date it sueceeded to certain rights of United 
Enterprises, Inc.; and on Mareh 31 or April 1, 1952 United divested itself 
of all physical assets and went out of existence. 

On April 8, 1952 an undated assignment of the mark JUNEX and the 
application to register it was recorded in the Patent Office. The witness 
who executed the assignment on behalf of the assignor testified that it was 
executed on August 30, 1951 (the same day on which the application to 
register was filed). There is no explanation of the wide discrepancy in 
dates, i.e., the execution of an assignment on August 30, 1951 to a firm 
which did not come into being until four months later, January 1, 1952. 

The applicant’s record also shows that on August 8, 1951 a manufac- 
turing agreement was entered into between United Enterprises, Inc. and 
Savoy Drug and Chemical Company under the terms of which Savoy was 
to manufacture for United a product in accordance with applicant’s 
formula. On August 16, 1951 the name JUNEX was selected as a mark 
for the product, and shortly thereafter a rather extensive radio, newspaper 
and magazine advertising and promotion campaign was undertaken by ap- 
plicant. The record indicates that one million three hundred thousand 
dollars were spent in advertising and promoting the product JUNEX during 
the calendar year 1952, and sales during the same period exceeded two 
million dollars. The early campaigns were devoted to mail order sales, 
but later they were expanded to embrace sales to retail outlets. The change 
in sales methods brought about some changes in advertising and sales pro- 
motion methods to include point of purchase promotion pieces and coopera- 
tive advertising. 

There is no question but that applicant knew of opposer’s trade 
marked product MYNEX prior to the time it adopted its mark JUNEX and 
placed its product on the market under the mark. The testimony shows 
that applicant had a search made to determine whether or not JUNEX was 
available as a trade mark for its dietary supplement without encroaching 
upon the prior rights of others. The search report is not in evidence, and 
it is not clear from the testimony whether or not opposer’s mark was re- 
ported. There are, however, some matters in the record which are note- 
worthy. 

In April of 1952, applicant filed in the Cireuit Court of Cook County, 
Illinois, an action for declaratory judgment seeking to enjoin the opposer 
from circularizing the trade by letters charging confusing similarity be- 
tween JUNEX and MYNEX. The answer filed by opposer admitted that 
letters regarding JUNEX and MYNEX had been written by .t on or about 
April 10, 1952 to its customers. 
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In May of 1952 the National Better Business Bureau sent to its affiliates 
a report containing criticisms of applicant’s advertising claims and its 
“money back guarantee”. On June 6, 1952 opposer mailed to at least one 
retail outlet, and probably more, a letter calling attention to the National 
Better Business Bureau report, and enclosing a copy of the report. It 
appears, however, that on June 4, 1952, the National Better Business Bureau 
sent to its affiliates a second report stating that the matters to which its 
prior report was directed had been corrected. When applicant learned of 
the mailing by opposer of the first Better Business Bureau report, it peti- 
tioned the Court in which the declaratory judgment action was pending for 
further relief against opposer, after which a letter written on oppser’s 
letterhead was sent to the trade advising of the subsequent report of the 
National Better Business Bureau and enclosing a copy of its second report. 
The declaratory judgment action is still pending. 

Meanwhile, some time prior to May 4, 1952, applicant learned that 
MYNEX had not been registered in the Patent Office by opposer, but that 
MINEX had been registered for a medicinal compound for poultry and do- 
mestic fowls by F. M. Brown’s Sons.* After some correspondence with 
the registrant, applicant paid the registrant two thousand dollars, and 
a purported assignment was executed in favor of applicant on May 4, 1952. 
The assignment was recorded in the Patent Office on May 21, 1952. It is 
not clear from the record whether the assignor actually had any assign- 
able rights on May 4, 1952, or what applicant actually required as a result 
of the purported assignment. In any event, applicant packaged in paper 
bags bearing the word MINEX some dietary supplement for poultry and 
shipped six packages to its sales representatives in Florida, California and 
New York in June and July of 1952. These shipments obviously were in- 
sufficient to create any rights in applicant, and the record creates consid- 
erable doubt that applicant acquired any rights from the registrant. Suffice 
it to say that there is nothing in the record here which suggests that appli- 
cant has any rights in MINEX which are superior to opposer’s rights in 
MYNEX for its dietary supplement. 

Opposer attempted, by way of cross-examination of some of appli- 
cant’s witnesses, to establish that applicant had closely approached op- 
poser’s formula and had copied, at least to some extent, its weight charts, 
diet suggestions and other package inserts, as well as its advertising copy. 
It is clearly apparent that applicant merely followed a practice common 
to the trade in these regards. 

The record as a whole creates an atmosphere which suggests that op- 
poser’s concern was directed more to lessening competition in the field of 
dietary supplements than to any serious contention of likelihood of con- 
fusion between JUNEX and MYNEX. 

It is believed that the two marks may continue to be contemporaneously 
used on and registered for competitive products without creating any con- 
fusion, mistake or deception in the market place. 

The decision of the Examiner of Interferences is reversed. 


* Reg. No. 315,913, issued August 14, 1934. Petition to renew had not been filed as 
of September 7, 1954. 
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LIVE FOODS PRODUCTS CO. v. TEXAS BRAG’S — WORLD’S 
FINEST FOODS, INC. 


No. 31521 — Commissioner of Patents — October 20, 1954 


TRADE-MaRK Act OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 


Applicant seeks to register composite mark comprising TEXAS BRAGS written 
in script formed by a lariat and a blank signpost thrust in a map of Texas for 
fruit cakes. Registration opposed by registrant of BRAGG for numerous food items. 
While opposer has shown wide advertising and public acceptance of the mark 
BRAGG as used on health and dietary foods the marks do not look or sound alike 
and their connotations are distinctly different and therefore applicant’s mark will 
be approved. 


Opposition proceeding by Live Foods Products Co. v. Texas Brag’s- 
World’s Finest Foods, Inc., application Serial No. 602,980 filed August 30, 
1950. Opposer appeals from decision of Examiner of Interferences dis- 
missing opposition. Affirmed. 

Robert M. McManigal, of Los Angeles, California and Burns, Doane, Bene- 
dict & Irons, of Washington, D. C., for opposer-appellant. 

Clarence A. O’Brien and Harvey B. Jacobson, of Washington, D. C. for 
applicant-appellee. 


Leeps, Assistant Commissioner. 


Application has been filed to register a composite mark comprising 
TEXAS BRAGS written in script formed by a lariat, and a blank signpost thrust 
in a map of the State of Texas.1_ The mark is used on fruit cakes, and the 
specimens show the name of the goods displayed on the signpost. Use is 
claimed since April 13, 1950. 

Registration has been opposed by the registrant of Braga with other 
words or designs, for numerous food items. The Examiner of Interferences 
dismissed the opposition, and opposer has appealed. 

Opposer’s testimony shows that opposer and its predecessors have, 
since about 1928 sold a considerable number of health foods and special 
dietary foods under the trade mark Braaa, which is the surname of Paul C. 
Bragg, the moving spirit of the business. Mr. Bragg, in connection with 
the promotion of the business, devotes about two-thirds of each year to 
conducting lectures throughout the United States, including Texas, and 
the lectures “build the value of the name Braa@ as a system of living and 


1. The word Texas and the outline map are disclaimed. 

2. Reg. No. 380,419, issued August 20, 1940, Braae with design, for mixed cereal 
meal; Reg. No. 384,758, issued February 4, 1941, BragG with design for honey; Reg. 
No. 385,869, issued March 18, 1941, BRAGG BEVRONS with design for tablets for making 
soup; Reg. No. 385,878, issued March 18, 1941, Brace TAVA with design for chocolate 
flavored mixture for making food drinks; Reg. No. 390,179, issued Sept. 9, 1941, 
BRAGG CALIFORNIA with design, for mint tea; Reg. No. 392,681, issued Jan. 6, 1942, 
BRAGG RIDDO with design, for a food beverage containing powdered whey and dried 
banana; Reg. No. 407,736, issued June 20, 1944, BRAGG SPRINKLE for seasoning composed 
of spices, herbs and salt; and Reg No. 517,093, issued Nov. 1, 1949, Brace for choco- 
late flavored mixture for making food drinks; seasoning; food beverage composed of 
whey and banana; soup tablets; mint tea; and whole grain rye wafers. 
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eating.” Advertising of the various products of opposer has been done 
through the usual media of newspapers, radio, television, direct mail, 
leaflets, window displays and the like, and since 1937 a total of more than 
$267,000.00 have been spent in such advertising. Total sales by opposer 
have amounted to almost two and a half million dollars, and 94 to 98 per- 
cent of the products sold have borne the mark Braga. Fruit cakes were once 
sold under the mark, but there have been no sales of fruit cakes by opposer 
since 1938. 

The sole question presented is whether or not the involved marks look 
so much alike, or sound so much alike, or have such a similar connotation 
that purchasers are likely to believe that the fruit cakes of applicant and 
the food products of opposer have a common source. 

BRAGG is a surname which has acquired a secondary meaning in the 
health food and special dietary food field. In its primary sense it would 
be readily recognized as a surname. 

TEXAS BRAGS is, as the Examiner of Interferences stated, “a play on 
the proverbial pride with which Texans view their State and its products.” 

The marks do not look alike—they do not sound alike—and their con- 
notations are so distinctly different as to obviate, in my opinion, all possi- 
bility of confusion, mistake or deception of purchasers. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE THE HANNA PAINT MFG. CO. 


Commissioner of Patents — October 22, 1954 


TRADE-MARK AcT oF 1946—CONSTRUCTION—SECTION 8 


Petitioner seeks review of finding of unacceptability of its affidavit submitted 
as required by Section 8 involving a 1905 registration for paints and varnishes of 
compound word LUSTRO-FINISH together with picture of man garbed in 1905 
fashion. However, word and picture are not an integrated unit and specimens 
submitted with affidavit under Section 8 are sufficient, though LUSTRO-FINISH is 
shown in different style of printing and without picture, since the word is the 
distinguishing portion of registered mark and registrant has merely modernized 
it. Mark should be amended under Section 7 (d). 


Petition by The Hanna Paint Mfg. Co. for acceptance of affidavit under 
Section 8, trademark registration No. 45,949. Petition granted. 
Theodore W. Miller, of Chicago, Illinois for registrant. 


LeEeEps, Assistant Commissioner. 

A petition to the Commissioner has been filed for review of the finding 
of unacceptability of registrant’s affidavit submitted in accordance with 
the requirements of Section 8. 

The registration, No. 45,949 was issued on August 29, 1905 for paints 
and varnishes. The registered mark comprises the compound word LUsSTRO- 
FINISH, below which appears a picture of a man garbed in 1905 vintage 
fashion—a frock coat, with top hat and walking stick—walking across the 
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corner of a rug in a comparatively barren room. The word mark and 
picture are not integrated as a unit, and there is doubt that the picture 
was ever a distinguishing portion of the mark. The picture bears a closer 
relationship to the slogan beneath it (MADE TO WALK ON) than to the word 
mark LUSTRO-FINISH. The mark was published in accordance with Section 
12(c) on November 16, 1948, and the affidavit required by Section 8 was 
submitted on December 23, 1953. 

The specimen submitted with the affidavit shows the compound word 
LUSTRO-FINISH displayed in block letters in a straight line, whereas in the 
registration the words are accurately displayed in fancy capital letters. 

The word mark is the distinguishing portion of the registered mark. It 
is the portion which would be used by purchasers in ordering the product, 
and the portion most likely to be remembered. Registrant has merely 
modernized its label to make its appearance more in keeping with the 
times. Such modernization is not uncommon, particularly where almost 
half a century has elapsed since the registration issued, and where the 
picture is, by its nature, tied to a past era. 

It is highly desirable in cases such as this for the registrant to amend 
its registration by deleting the picture and showing the work mark in its 
present setting. Such amendment is permitted by Section 7(d) of the 
Trade Mark Act of 1946. 

The affidavit submitted on December 23, 1953 should be accepted. 


REX KONSERVENGLASGESELLSCHAFT m. b. H. 
Commissioner of Patents — November 23, 1954 


TRADE-MARK ACT OF 1946—REGISTRATION PROCEDURE—EX PARTE REJECTION 
It appears that no shipments of the goods bearing the mark are being made at 
present to this country because of export difficulties. While this might be a legal 
excuse for nonuse under section 8, section 9 is mandatory in its requirement that 
the affidavit for renewal state that the mark is still in use in commerce and therefore 
the renewal of this registration must be refused. 
Rex Konservenglasgesellschaft petitions from decision of Examiner of 


Trademarks refusing renewal of registration. Affirmed. 
Rudolf Callmann of New York, N. Y., for registrant. 


Leeps, Assistant Commissioner. 

A petition to the Commissioner has been filed for review of the action 
of the Examiner of Trade Marks refusing to issue a certificate of renewal 
of a registration. 

The registration (No. 96,994) issued to a German national on May 
12, 1914, and it was renewed in 1934. Within the time prescribed by 
statute a petition for second renewal was filed. The Examiner of Trade 
Marks held that the petitioner for renewal stated that the mark is not 
presently in use, and since there is no provision in the statute for renew- 
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ing a registration if the mark is not in use in commerce at the time of 
filing a petition to renew, renewal must be refused. 


Section 9 of the statute states in part: 


“Each registration may be renewed for periods of twenty years 
from the end of the expiring period upon the filing of an application 
therefor accompanied by an affidavit by the registrant stating that 
the mark is still in use in commerce * * *,” 

The petition recites: 


“The mark described therein is still in use in commerce. Due to 
temporary export difficulties shipments of goods do not take place at 
the present time ; however, it is intended to resume shipments as soon 
as possible.” 


There seems to be a conflict in statements in the affidavit. It first 
appears that the mark is in use in commerce, which must be interpreted to 
mean that the mark is being used on the product as it moves in com- 
merce which may lawfully be regulated by Congress. 


It then appears that no shipments of the goods bearing the mark are 
being made at present. Under these circumstances it is not seen how the 
mark can be in use in commerce. 


Petitioner contends that the examiner erred in interpreting the words 
“in use,” arguing that “A trade mark is in use so long as it is not aban- 
doned, if the trade mark owner is forced by special circumstances to 
abstain from the use for a certain period of time, and if such cireumstances 
are considered excusable”, and adding that “according to the case law in 
this field non-use is usually exeused by such circumstances as export 
difficulties.” 


It is true that such none-use in commerce might well be considered 
“exeusable” by the Courts, and an affidavit reciting facts of non-use which 
might be considered excusable may be accepted under Section 8 of the 
statute. Section 9, however, contains no provision for accepting an affidavit 
of “excusable non-use”. It is perhaps unfortunate that the Congress did 
not inelude such a provision in the renewal section, but Section 9 is 
mandatory in its requirement that the affidavit for renewal state that the 
mark is still in use in commerce. The affidavit here includes such a state- 
ment, but it then contains a statement in refutation. In other words, if 
the mark is not presently being used in commerce which may lawfully 
be regulated by Congress. as appears to be the case here, renewal must 
be refused. There is no discretion vested in the Commissioner under these 
circumstances. The statutory provision may be changed by Congress, but 
the Patent Office may not read a discretionary power into a mandatory 
provision of a statute, even though hardship may result to petitioner. 


The decision of the Examiner of Trade Marks refusing renewal is 
affirmed. 
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JNO. McCALL COAL COMPANY, INC. v. 
PEABODY COAL COMPANY 


No. 5979 — Commissioner of Patents — November 24, 1954 


CANCELLATION—PLEADING AND PRACTICE—EVIDENCE 


Petition to cancel the mark PARAGON on the Principal Register as a mark 
for coal on the basis of petitioner’s ownership of the identical mark used for the 
identical goods at a time prior to registrant’s. 

Since registrant took no testimony its record consists of the file showing appli- 
cation filed on May 20, 1950, alleging use since May 5, 1950. This date is earliest 
date upon which respondent may rely. The evidence shows: that petitioner used the 
mark as early as 1935 and therefore registrant’s registration should be canceled, 
particularly since petitioner has shown that damage would result to it and petitioner 
has refuted defendant’s charges of acquiescence and estoppel. 


Cancellation proceeding by Jno. McCall Coal Company, Inc. v. Peabody 
Coal Company, Registration No. 544,133 issued June 19, 1951.. Registrant 
appeals from decision of Examiner of Interferences sustaining petition. 
Affirmed. 

A. C. Van Sickler and Donald 8. Caruthers, of Washington, D. C. for 
petitioner-appellee. 

Theodore W. Miller, of Chicago, Illinois for fn geen 

LEeEps, Assistant Commissioner. 

A petition has been filed to cancel Registration No. 544,133 PARAGON, 
issued June 19, 1951 on the Principal Register for coal. Petitioner claims 
ownership through use of the mark PARAGON on coal from a date consider- 
ably earlier than respondent’s date of adoption and use. The Examiner 
of Interferences sustained the petition and recommended ¢ancellation. 
Respondent has appealed. 

Opposer’s record does not show when its earliest predecessor commenced 
business nor does the identity of such predecessor appear, but the proofs 
show a continuing coal business by opposer and its predecessors through a 
corporation, two partnerships and by the present opposer since May 1, 
1935. The president of opposer’s sales agent testified. that he, personally, 
had been connected with or associated with opposer and-its predecessors 
since 1933, but his testimony concerning the various legal entities identified 
as predecessors is hearsay. For purposes of this proceeding, therefore the 
use of PARAGON by opposer will be limited to May 1, 1935. Among. the 
identified exhibits are price lists of March 6, 1936 showing PARAGON Chilton 
5 lump; November 16, 1937 showing PARAGON Banner Red Ash, PARAGON 
Freeburn, and paragon White Ash; February 22, 1938 showing PARAGON 
Super-Stoker and paRaGon Warfield; February 14, 1939 showing PARAGON 
Banner Red Ash, paragon Super-Stoker, PARAGON Chilton, and PARAGON 
Coalburg ; September 24, 1941 showing paraGon Banner Red Ash, PARAGON 
Cedar Grove Seam, and paragon Chilton; September 28, 1948. showing 
PARAGON Harlan, PARAGON Jellico, and PARAGON Banner Red- Ash; and 
January 17, 1952, showing paRAGON Harlan, paRaGon Banner Red Ash and 
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PARAGON Super-Stoker. Also, there are duplicate acknowledgments of 
customer orders for PARAGON coal of the various types for all of the years 
between 1935 and 1951, except the World War II years of 1942, 1943, 1944 
and 1945. 

For obvious reasons, it is somewhat difficult to apply trade marks to 
coal in the ordinary course of trade because of the nature of the product 
and the methods of distribution. It appears from the testimony that the 
opposer, in 1946, began the use of the word PARAGON on scatter tags! in 
carloads of coal as it was shipped, although the word had been used by 
opposer and its predecessors in price lists and customer acknowledgments 
since 1935. The scatter tags were not used in all shipments, but they were 
used from time to time until a letter was received in June of 1952 from 
respondent herein advising petitioner of its registration and requesting 
discontinuance of the word paraGon. According to the testimony, 
respondent “thought it would be well to slow down a little bit or to some 
extent in the use of the name, until we could thrash out the question 
through the proper channels.” 

In the autumn of 1951 a corporation known as Paragon Jewel Coal 
Company, Inc., commenced the mining of coal from a seam in Dismal 
Valley in Virginia. The president of petitioner’s sales agent is president 
of Paragon Jewel Coal Company, Ine. The coal mined by the latter cor- 
poration is marketed exclusively by petitioner, and is sold under the mark 
PARAGON JEWEL. 

It appears that Amherst Fuel Company in Charleston, West Virginia, 
which is in no way connected with petitioner, has used PARAGON in con- 
nection with coal taken from a seam in Logan District. 

The president of applicant’s sales agent testified that PARAGON had the 
meaning of “height of perfection.” He further stated: 


“The implication was or indication was the particular seam, 
prefixed by the use of the word PARAGON, which indicated the best of 
the seam. You see, there are eighty-six seams in the Appalachian area, 
and the purity or quality of one seam can vary greatly over a space 
of ten miles as the crow flies, and in the use of PARAGON the intent was 
to disclose to the buyers that they were getting the best of that seam 
from the locality where the best quality existed.” 

There is nothing in the record, however, which indicates that peti- 


tioner’s use of the word was other than as a trade mark. Respondent took 
no testimony, so its record consists of the file of the registration sought 
to be canceled. The application was filed on May 20, 1950, and the regis- 
tration issued on June 19, 1951 on the basis of use since May 5, 1950. In 
the absence of testimony, the application filing date is the earliest date 
upon which respondent may rely. 

Respondent states the issues in its brief as follows: 


1. Did the petitioner establish priority of and continuity of the 
mark PARAGON by such competent and positive evidence, sufficient to 
sustain the burden of proof required of a cancellation petition? 


1. These are tags commonly scattered among the lumps of coal in carload shipments. 
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2. Did petitioner in fact and in law abandon its use of the mark 
PARAGON ? 

3. Did petitioner in fact and in law acquiescence in respondent’s 
use and registration of the mark PARAGON? 

4. Was petitioner guilty of laches and estoppel? 
The answer to the first must be in the affirmative. The oral and docu- 


mentary evidence are sufficient to sustain such a finding. 

The second must be answered in the negative. Respondent’s conten- 
tion that petitioner’s discontinuance of use upon receipt of the letter from 
respondent requesting discontinuance amounts to abandonment is without 
merit, especially when the petition to cancel was filed approximately four 
months after receipt of the letter. 

The third must be answered in the negative. Acquiescence was not 
pleaded. Furthermore, there is nothing in the record which remotely 
suggests that petitioner knew of respondent’s use of PARAGON until it 
received the letter in June of 1952; and giving due consideration to the 
fact that respondent’s registration constituted constructive notice of its 
claim of ownership, such constructive notice for so short a time as sixteen 
months cannot, under the circumstances of this case, amount to acquiescence. 

The fourth must be answered in the negative. Laches and estoppel 
must be affirmatively pleaded, and respondent filed no such pleading. Even 
if they had been pleaded, no proofs were offered by respondent, and any 
argument concerning these equitable defenses is therefore improper. 

It is clearly apparent from the record here that petitioner’s rights in 
the mark PARAGON are superior to respondent’s; and it is equally apparent 
that the respondent’s registration of the mark will result in damage to 
petitioner. 

The decision of the Examiner of Interferences is sustained. 


BUNNY BEAR, INC. v. DENNIS-MITCHELL INDUSTRIES 
No. 4726 — Commissioner of Patents — January 10, 1955 


REGISTRATION PROCEDURE—INTERFERENCES 


Historically, interferences have been practically confined to determination of 
question of priority of adoption and use between the parties; language of sections 
17, 18 and 19 of 1946 Act broadened scope of such proceedings; statute and legis- 
lative history indicate that primary purpose of Patent Office inter partes or con- 
tested matters is to effect result of having register reflect rights of parties as 
established in proceedings; nothing can be gained from mere determination of 
first use when Patent Office is bound by section (2d) to refuse registration of a 
mark if it so resembles a registered mark as to be likely, when applied to an 
applicant’s goods, to cause confusion, mistake or deception of purchasers. 

TRADE-MARK AcT OF 1946—REGISTRABILITY—IN GENERAL 


A catalog reference to a mark is not trademark use. 
Use of term as name of an article is not trademark use. 


REGISTRATION PROCEDURE—INTERFERENCES 


Having failed to establish use of term as a trademark, applicant in interference 
is not entitled to finding of prior use. 





THE TRADE-MARK REPORTER Vol. 45 T. M. R. 


Interference proceeding between Bunny Bear, Inc., application, Serial 
No. 601,093 filed July 22, 1950 and Dennis-Mitchell Industries, Registration 
No. 516,022 issued October 4, 1949. Registrant appeals from decision of 


Examiner of Interferences. Reversed. 


Ezekiel Wolf, of Boston, Massachusetts for applicant-appellant. 
Harry Langsam, of Philadelphia, Pennsylvania for registrant-appellee. 


LEgEbDs, Assistant Commissioner. 

Application has been filed to register TODDLER TRAVELER for a “child’s 
automobile seat.” Use is claimed since March 20, 1945. 

Registration was refused on the ground of likelihood of confusion with 
the mark TOT TRAVELER registered on October 4, 1949 for “automobile baby 
seats, hammocks, used to carry infants in automobiles.” First use of the 
registered mark was specified as April 1, 1947. Since applicant’s claimed 
tirst use antedated registrant’s, an interference was declared to exist. 

The Examiner of Interferences, holding that “an interference pro- 
ceeding is confined to the determination of the question of priority and, 
(as has often been stated in Patent Interferences), questions ancillary 
thereto,” rendered judgment in favor of the applicant. No action was 
recommended with regard to the registration of ToT TRAVELER. Registrant 
has appealed. 

While it is true that historically interferences have been “practically 
confined to the traditional determination of the question of priority of 
adoption and use between the parties,’ the language of Sections 17, 18 
and 19 of the Trade Mark Act of 1946, when applied to the facts and cir- 
cumstances of an interference proceeding, obviously broadens the scope 
of such proceedings. The statute and its legislative history indicate that 
the primary purpose of all inter partes or contested matters in the Patent 
Office is to effect the result of having the register reflect the rights of the 
parties as they are established in the proceedings. Nothing can be gained 
from a mere determination of first use when the Patent Office is bound by 
Section 2(d) of the statute to refuse registration of a mark if it so re- 
sembles a registered mark as to be likely, when applied to an applicant’s 
goods, to cause confusion, mistake or deception of purchasers. 

Applicant’s witnesses testified that the term TODDLER TRAVELER has been 
used since the end of 1941 or 1942, and with the exception of one or two 
years during World War II when steel was unavailable, the use of the mark 
on the goods was continuous. The testimony also is to the effect that the 
particular seat in connection with which the term has been used has always 
been identified as item Number 97. 

Applicant’s exhibits include price lists for 1941, but they do not list 
either item No. 97 or TODDLER TRAVELER. A 1942 catalog of applicant’s prod- 
ucts shows item No. 97 which is identified in the copy as TODDLER TRAVELER, 


‘1. B. A, Eckhardt Milling Co. v. Burrus Mills, Inc., 97 USPQ 233 (43 TMR 772), 
(Com’r., 1953). 
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but the 1942 price list shows item No. 97 identified as “chair type” baby 
utility seat. There is no 1943 price list in evidence; the 1944 and 1945 
price lists do not include any baby utility seats; the 1946 price list shows 
item No. 97F as TODDLER TRAVELER; and the 1947 and 1948 price lists show 
item No. 97 a% TODDLER TRAVELER. The 1946-49, 1950, and 1952 catalogs 
picture item No. 97 with the term TODDLER TRAVELER; and the 1951 catalog 
shows item No. 97 identified as “Auto and General Utility Seat.” The 
earliest of the invoices showing sales of item No. 97 TODDLER TRAVELER is 
March 28, 1946; and the earliest properly identified advertisement showing 
the term is dated October 17, 1946. 

Applicant introduced its production records for the TODDLER TRAVELER ; 
and although its production manager and its president and general manager 
testified that several thousand units were sold under the name TODDLER 
TRAVELER during 1942, the production records date from March of 1946. 

The absence of invoice copies dated prior to 1946 is explained by a 
witness by stating that such copies are preserved for only seven years; but 
the absence of production records, sales figures, advertisements and price 
listings for TODDLER TRAVELER prior to 1946 is unexplained. This fact, 
coupled with the claimed first use date of March 20, 1945 (which date was 
not substantiated, )? leads to a conclusion that the only use of the term prior 
to 1946 was a catalog reference in 1942 which, of course, is not a trade mark 
use. 

The registration of TOT TRAVELER is based upon a claimed first use date 
of April 1, 1947, and, according to the oral testimony (with no documentary 
corroboration), the mark was first used “about that time” and has been 
continuously used since on automobile baby seats and hammocks used to 
carry infants in automobiles. 

The testimony of both parties is to the effect that their sales have been 
nationwide to ultimate purchasers through substantially similar outlets, 
but neither party introduced any evidence as to volume of sales in any 
place at any time. Nor did either party introduce any evidence regarding 
any attempts by them to create a public demand for their respective seats. 

The foregoing analysis of the record would indicate that applicant’s 
earlier use of the term TODDLER TRAVELER might entitle it to prevail. There 
is, however, a fundamental question which has not been commented upon 
by either party or by the Examiner of Interferences. It involves the nature 
of applicant’s use of the term TODDLER TRAVELER. 

The catalog for 1946-49 lists in the index “Seats, Auto; Sheets, Crib; 
Stroller Pads; Swing Stand; Toddler Traveler; Toilet Seat,” ete. Later 
catalogs show “Toddler Traveler,” “Economy Utility Seat,” “Deluxe Auto 
Seat,” “Baby Utility Seat,” and “Hook-over Type Seat” displayed in the 


2. The testimony of the witnesses is quite definite that production of auto seats for 
children was resumed in 1946, and the 1945 date is nowhere referred to other than in 
the application. 
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same manner and in the same relationship to the trade mark BUNNY BEAR. 
The price list for 1946 shows: No. 87—Auto Bed; No. 97F—Toddler Trav- 
ler; No. 85—Convertible Auto Bed and Seat. The 1947 price list shows: 
No. 98—Hook-over Type Auto Seat; No. 97—Toddler Traveler; No. 87— 
Auto Bed; No. 85—Convertible Auto Bed and Seat. The 1948 price list 
shows substantially the same listings. The invoices show “auto seat,” 
“auto hammock,” “toddler traveler,” “convertible auto hammock and seat” 
and other terms which are used to identify items by their common names. 
The specimens filed with the application show “Bunny Bear Toddler Trav- 
eler—Instructions for use.” 


The record leads to the inescapable conclusion that applicant has not 
used the term as a trade mark, but it has used it as the name of the article. 
BUNNY BEAR is the trade mark. 


In Ex parte Minneapolis-Honeywell Regulator Co., 99 USPQ 422, 423 
(44 TMR 452), (Com’r., 1953), it was said: “Whether a mark is so used 
as to accomplish the purpose of indicating origin is a question of fact; and 
the only facts here upon which a conclusion can be based lead away from 
a finding that ‘Photo-Electrode System’ is so used as to accomplish that 
purpose.” So it is in the present case. Applicant’s use of the term TODDLER 
TRAVELER has been not as a trade mark but as the name of the article. See 
also: Pease Woodwork Co., Inc. v. Ready Hung Door Co., Inc., 103 USPQ 
240, (44 TMR 1349) (Com’r., 1954). 


Applicant’s use of the term sought to be registered does not qualify 
as a trade mark use, and registration is therefore denied.* Having failed 
to establish use of the term TODDLER TRAVELER as a trade mark indicating 
origin of the goods, applicant is not entitled to a finding of prior use. 


The registrant’s argument as to laches and as to the composite nature 
of applicant’s mark need not be commented upon in view of the conclusions 
reached herein. 


The decision of the Examiner of Interferences is reversed, the applica- 
tion is rejected and registration refused. 


HENRY A LA PENSEE, INC. v. SOCIETE A 
RESPONSABILITE LIMITEE HENRY A LA PENSEE 


No. 5909 — Commissioner of Patents — January 13, 1955 


TRADE-MarRK AcT or 1946—TITLE—IN GENERAL 


Exclusive use of trademark in United States by American company to identify 
and distinguish merchandise of French company which it sold, in accordance with 
agreements, was not a trademark use by American company and it acquired no 
trademark rights as a result of its sales of the French merchandise under the 
mark; French company had right to register its trademark and has right to 
maintain it on the register. 

<c-inesseneaiiple eeteiiencinetncticaglii all iehtt 


3. It is also noted that the claimed date of first use was not substantiated. 
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TRADE-MaRK AcT or 1946—TITLE—ABANDONMENT 
Non-use of French company’s mark during World War II was excusable and 
its rights therein were not adversely affected since use of mark was resumed 
following the war. 
CANCELLATION PROCEDURE—IN GENERAL 


While registration is prima facie evidence of registrant’s ownership of mark, 
validity of registration and exclusive right to use mark on goods recited therein, 
assertion of registration against cancellation petitioner subjects it to defense of 
contract in which registrant granted cancellation petitioner right to use mark. 


Cancellation proceeding by Hendy a la Pensée, Inc. v. Société a Re- 
sponsabilité Limitée Henry a la Pensée, registration No. 443,582, issued 
November 29, 1949. Registrant appeals from decision of Examiner of Inter- 
ferences sustaining petition. Reversed. 

Jack M. Ginsberg, of New York, N. Y. for petitioner-appellee. 
Maxwell E. Sparrow, of New York, N. Y. for respondent-appellant. 


Leeps, Assistant Commissioner. 


A petition has been filed to cancel Registration No. 443,582, HENRY A 
LA PENSEE, registered under the Act of 1905 for men’s, women’s and chil- 
dren’s outer apparel’ on November 29, 1949 by a French corporation which 
claimed use of the mark in its business since 1935 and ownership of French 
Registration No. 237,376, dated February 21, 1935. 

Petitioner is a New York corporation which at one time was an 
affiliate of the respondent and the exclusive importer and distributor of 
registrant’s goods in the United States. Petitioner contends that as a 
result of certain agreements which were entered into between the parties 
during the period of affiliation and at the time of severance of the relation- 
ship it has rights with which the registration may interfere. The petitioner 
bases its claim of damage upon the allegations that respondent has threat- 
ened action to prevent use of the mark other than on goods made by it, 
and petitioner is fearful that respondent may grant to competitors the 
right to use the mark sought to be canceled. 

The Examiner of Interferences sustained the petition and recommended 
cancelation. Respondent has appealed. 

The record shows the chronology of events to be as follows: 

In 1925 respondent, Société 4 Responsabilité Limitée Henry a la Pensée 
(hereinafter called the French Company) was created. Pierre E. Massin 
de Miraval (hereafter called Pierre) has been, since that time, one of its 
managers (gérants). Jean Lefebure (hereafter called Jean), a nephew 
of Pierre, has been, since at least 1938, one of the managers of the French 
company. 

In 1937, the French company, through Pierre, entered into negotiations 
with Alice Shwiinbold (hereafter called Alice) for the purpose of opening 
a New York retail outlet to sell the products of the French company. Late 


1. Specifically, the goods are identified as “clothing for men, women and children 


— of trousers, jackets, overcoats, suits, coats; and dresses for women and chil- 
ren. 
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in 1937 a New York corporation was organized under the name of Henry a 
la Pensée, Ine. (hereafter called the New York Company). All of the 
stock of the New York company was owned by the officers of the French 
company, and Pierre was its first president, Jean was its first secretary, 
and Alice was its first treasurer. 

On February 1, 1938, an agreement was entered into between the 
French company and the New York company, under the terms of which 
the French company granted to the New York company the exclusive right 
to use its name within the United States and to adopt the same as its cor- 
porate title. The New York company was given the exclusive right to 
purchase and sell in the United States merchandise produced by the French 
company. The New York company agreed that it would not handle, sell 
or trade in any merchandise whatsoever except that produced by the 
French company, and it would maintain a store in New York comparable 
to that maintained by the French company in Paris. The term of the con- 
tract was from the date of execution through January 31, 1943, and in 
the absence of a ninety-day notice of termination by either party, the con- 
tract was to be renewed from year to year. The balance of the terms of 
the agreement are not relevant here. 

At some time between 1937 and 1940, Alice and Pierre were married. 
He testified that at the time the vontract above referred to was executed 
they were married; and she testified that they were married on January 5, 
1939. 

The New York corporation commenced business in March of 1938. 

In May of 1938 the French company ceased the manufacture of 
merchandise, but it continued to operate a retail establishment in the 
City of Paris. It was succeeded in the manufacturing business by Comptoir 
Parisien d’Achat Halp (hereafter called the export company), a French 
corporation of which Pierre was “administrator.” The French company 
and the export company were located at the same address. 

On February 1, 1939 a contract was executed by the New York com- 
pany, the French company and the export company which canceled the 
1938 contract. This second agreement confirmed that the French company 
had granted to the New York company the exclusive right to use its name 
and to adopt the same as its corporate title within the United States, and 
then irrevocably granted said right to the New York company. The export 
company agreed to sell its merchandise in the United States exclusively 
to the New York company, and the New York company agreed to handle 
only the export company’s merchandise, except that merchandise of others 
might be handled with written consent of the export company. The export 
company agreed to execute all orders from the New York company and to 
manufacture and produce the merchandise under the trade name HENRY 

A LA PENSKEE. The agreement recited that Henry 4 la Pensée, having ac- 
quired, through some one hundred thirty-five years of use, a reputation 
which made it essential that all merchandise manufactured by the export 
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company bear the words HENRY A LA PENS&E and that the merchandise 
being at that time manufactured by the export company was identified by 
the mark. The New York company agreed that it would maintain a store 
in New York comparable to that maintained by the French company in 
Paris. 

The New York company covenanted and agreed— 


“to sell all its merchandise marked with the trade name of HENRY 
A LA PENSEE and to advertise [the French company] and in all printed 
advertisements, circulars, handbills, boxes, letterheads, billheads or 
wherever the name of [the New York company] is printed or set forth 
chat it will likewise include the address at the City of Paris of [the 
French company }.” 


The French company covenanted and agreed— 

“that in the City of Paris or wherever on the Continent of Europe 
or Africa it may have occasion to publish, print, advertise or use its 
name, in the similar way as agreed by [the New York company] in the 
City of New York, it will cause [the New York company] to be adver- 
tised and will include the address of [the New York company], it being 
intended that [the New York company] and [the French company] 
shall mutually advertise each other.” 

The contract was to remain in force until January 31, 1949, and in 


the absence of a ninety-day written notice, it was to be renewed from year 
to year. The other provisions of the contract are irrelevant here. 

The terms of the contract were adhered to until 1940 when the Cham- 
plain was sunk after which it was no longer possible for the New York 
company to obtain merchandise from France. According to the testimony 
of Alice, “When Paris could not ship merchandise to us any more and 
we could not claim it was their design, and we started on our own.” At 
that time petitioner commenced using labels bearing HENRY A LA PENSEE, 
INC. with the “Ine.” appearing in tiny letters as a part of a jagged line 
forming a border. 

In 1940 Pierre was mobilized, and he testified that he resigned as 
president of the New York corporation about 1940. Alice testified that he 
resigned in December of 1941. 

In 1943 Alice and Pierre separated. 

On September 13, 1946 the French company filed its application to 
register HENRY A LA PENSEE in the U. S. Patent Office. 

On December 3, 1946, Alice and Pierre were divorced. 

At some time prior to 1947 Alice became the owner of three-fourths 
of the stock of the New York corporation, the remaining one-fourth being 
owned by Jean. 

On January 3, 1947 an agreement was entered into between Pierre, 
Alice, Jean, the New York company, the French company and the export 
company under the terms of which certain sums of money were to be paid 
by the New York company to the export company and to Jean and Pierre. 
The 1939 contract was canceled by the terms of this agreement as follows: 


“With the exception of the provisions contained in the above-re- 
ferred to agreement of February 1, 1939 relative to the exclusive right 
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of the New York corporation to use the name HENRY A LA PENSEE, said 
agreement is hereby canceled as of the date hereof CPA |the export 
company] and HALP [the French company] confirm the exclusive 
right of the New York Corporation to use said name as a part of its 
corporate title and generally in connection with its business and in 
connection with merchandise sold by it; provided, however that where 
such name is used by the New York Corporation on labels attached to 
or otherwise directly in conjunction with merchandise other than that 
purchased from CPA or HALP it shall be used in conjunction with 
the abbreviation ‘INC.’ or other appropriate corporate designation. 
CPA, HALP, PM [Pierre] and J. L. [Jean] undertake not to use 
or to permit anyone other than the New York Corporation to use said 
name in connection with any business conducted in whole or in part 
within the eastern half of the State of Pennsylvania or in the States 
of New Jersey, New York, or Connecticut, which area is hereinafter 
referred to as the ‘New York Area’. The New York Corporation agrees, 
however, to permit others who shall have purchased merchandise from 
CPA or HALP outside the United States to use said name in connec- 
tion with the resale of such merchandise outside the New York Area 
but not in connection with the manufacture or sale of merchandise 
made or processed in the United States or by anyone other than CPA 
or HALP.” 

“Before offering any merchandise to others for resale in the United 
States, CPA and HALP shall give the New York Corporation reason- 
able opportunity to purchase at prices and on terms and conditions 
at least as advantageous as those offered to others all such merchandise 
as they or either of them may offer for sale or be in a position to sell 
or export to the United States. The New York Corporation shall be 
bound to purchase only such of said merchandise as it shall select at 
prices and on terms and conditions agreed upon by it.” 

“CPA and HALP agree not to sell or permit to be sold to others, 
for resale in the New York Area, any merchandise substantially identi- 
eal with that purchased from them or either of them by the New York 
Corporation but they shall be free to sell any merchandise to others 
for resale outside the New York Area.” 


The registration sought to be canceled issued to the French company on 
November 29, 1949. 


On February 10, 1950 in consideration of withdrawing a suit thereto- 
fore filed by Jean against the New York company and Alice, an agreement 
was entered into between the New York company, Alice and Jean under 
the terms of which Jean agreed to sell his stock in the New York company 
to Alice. The stock apparently was transferred, since on the same day 
Jean executed a paper in the nature of a quitclaim in favor of the New 
York company and Alice. 

In 1952 Jean enlisted the aid of his New York attorney to attempt to 
work out a “realistic arrangement” whereby the New York company would 
purchase merchandise from the French company and in his letter to his 
attorney he said: 

“I am further glad to hear that Lissy [Alice] wants to be coopera- 


tive, but I cannot go so far as to say that I am, in any way, giving 
up my rights to the use of this trade mark, since, in my opinion and 
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in the opinion of my Paris lawyers, even though Lissy claims Pierre 

gave her the right to use it, he did not have authority to do so.” 
“Therefore, unless we work out a business arrangement which is 

profitable to both, as I have outlined above, we will have to decide this 

trade mark question legally.” 

From May 15, 1950 through August 31, 1953, the French company 


has sold $240,722 worth of items to purchasers in the United States, the 
largest part of which were sold directly to consumers. Purchasers were 
located in most of the States. 

Alice testified that the New York company has had an annual volume 
of about $200,000 the last few years; and some wholesale sales have been 
made in Boston, Dallas and Chicago. The retail business includes shipments 
of merchandise outside New York. 

The design used on the New York company’s labels, boxes and letter- 
heads is substantially identical with that used by the French company, 
the notation “Ine.” in the former being of a size and display which is really 
insufficient to distinguish. The display of HENRY A LA PENSEE as used 
on boxes and letterheads by the New York company was designed by Pierre 
at the time the business was commenced ; and the label which has been used 
by the New York company since the sinking of the Champlain in 1940, 
although it includes the notation “Inc.,” it, for all practical purposes, dis- 
appears in the jagged line border. 

From the foregoing facts the following legal conclusions are reached : 

1. The French company owns the trade mark HENRY A LA PENSEE. 

2. The use by the New York company of HENRY A LA PENSEE to identify 
and distinguish the merchandise of the French company under the 1938 
and 1939 agreements was not a trade mark use by the New York company, 
and its acquired no trade mark rights as a result of its sales of the French 
merchandise under the mark. 

3. The non-use of the French company’s mark during World War II 
was excusable non-use, and its rights therein were not adversely affected, 
since use of the mark was resumed following the war. 

4. Whatever rights and defenses the New York company has in con- 
nection with HENRY A LA PENSEE arise from the 1947 contract and not from 
the trade mark laws. 

5. The French company had the right to register its trade mark, and 
it has the right to maintain it on the register. 

Under the facts and circumstances of this case, the petition to cancel 
should be dismissed for the reason that petitioner has failed to establish 
any facts from which damage can be presumed. While it is true that the 
registration is prima facie evidence of respondent’s ownership of the mark, 
validity of the registration and of respondent’s exclusive right to use the 
mark on the goods recited therein, the assertion of the registration against 
this petitioner subjects it to the defense of the contract. 

The decision of the Examiner of Interferences is reversed. 


2. It is noted, however, that Jean signed the 1947 agreement on behalf of the French 
company and the export company. 
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EX PARTE C. H. PAGE BEDDING COMPANY, INC. 


Commissioner of Patents — January 13, 1955 


TRADE-MaRK AcT OF 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
HEALTH REST, for mattresses and box springs, is not confusingly similar to 
BEAUTYREST, for the same goods. 


Application for trademark registration by C. H. Page Bedding Com- 
pany, Inc., Serial No. 622,675 filed December 19, 1951. Applicant appeals 
from decision of Examiner of Trademarks refusing registration. Reversed. 
Clarence A. O’Brien & Harvey B. Jacobson, of Washington, D.C., for 

applicant. 

Before LEEps, Assistant Commissioner, and Frperico, Examiner in Chief. 

Applicant seeks to register the phrase HEALTH REST as a trade mark for 
mattresses and box springs and registration has been refused in view of 
the prior registered mark BEAUTYREST, also used for mattresses and box 
springs. The examiner’s position is that there would be likelihood of con- 
fusion in using the respective marks on the same goods in view of the 
similarity of the marks, stating that, while the terms “Beauty” and “Health” 
are not synonymous, the connotations of the terms when used on the goods 
are similar and there is a close association in the public mind between the 
words “health” and “beauty”. Applicant’s position is that the only similar 
part of the marks is the word “rest” which is commonly used in trade marks 
for mattresses and that there is no similarity in the marks in their entirety 
such as would lead the average purchaser to assume that the products ema- 
nated from the same source. 

The examiner’s position is supported by the decision in Simmons Com- 
pany v. The Sealy Corporation, 12 USPQ 42, in which the Assistant Com- 
missioner held the terms HEALTHY REST and BEAUTYREST, both used on 
mattresses, to be confusingly similar. This decision does not contain any 
statement or discussion of the reasons for holding the terms confusingly 
similar and merely cites a prior decision of the Court of Customs and 
Patent Appeals, involving some other marks, as a precedent. It is believed, 
however, that the later and more recent decisions of the Court of Customs 
and Patent Appeals would lead to a different conclusion in the present 
ease, see for example the following decisions in which the respective pairs 
of marks indicated were held not to be confusingly similar: Miles Labora- 
tories, Inc. v. Foley & Company, 63 USPQ 64, (34 TMR 335) (viramILes 
and VITABUILD) ; West Disinfecting Company v. Lan-O-Sheen Company, 75 
USPQ 77, (37 TMR 659) (LAN-0-SHEEN and LUSTERSHEEN) ; Alumatone 
Corporation v. Vita-Var Corporation, 86 USPQ 359, (40 TMR 804) 
(ALUMATONE and ALUMIKOTE) ; B. W. Harris Manufacturing Co., Inc. v. 
Werber Sportswear Co., 86 USPQ 408, (40 TMR 790) (zeRoLaND and 
ZERO KING) ; Pro-Phy-Lac-Tic Brush Company v. Hudson Products, Inc., 
82 USPQ 371, (39 TMR 834) (Po.i-crie and permMagripP) ; Hillyard Chem- 
ical Company v. Vestal Laboratories, Inc., 99 USPQ 117, (44 TMR 297) 
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(BRITEN-ALL and SHINE-ALL). In the last case cited, involving the marks 
BRITEN-ALL and SHINE-ALL, used for cleaning and polishing compositions, 
the similarity in connotation of the words “briten” and “shine” was much 
closer than would be the case here. 

The decision of the Examiner of Trade Marks refusing registration for 
the reason given is accordingly reversed. 


EX PARTE LAURITZEN & COMPANY, INC.; 
THE BORDEN COMPANY v. LAURITZEN & COMPANY, INC. 


No. 30305 — Commissioner of Patents — January 31, 1955 


REGISTRATION PROCEDURE—APPEALS—TO COMMISSIONER 


Applicant petitions Commissioner for reconsideration but action will be sus- 
pended pending official action of examiner where application has been remanded to 
examiner for re-examination as to likelihood of confusion between applicant’s 
mark FORTILAC and registrant’s mark FORMULAC. 


TRADE-MaRK Act or 1946—REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applieant’s rortiLac for food products in powdered form containing milk 
serums and vegetable extracts used in commercial baking, is not confusingly similar 
to FORMULAC registered for special dietary infant food derived from milk with 
mineral and vitamin supplements, since they did not move in the same channels of 
trade to the same class of purchasers. 


FORTILAC is not confusingly similar with BIOLAC. 


The previous decision adhered to, holding that rorTILAC is unduly similar to 
PROTOLAC, and the opposition is sustained. 


Application for trademark registration by Lauritzen & Company, 
Serial No. 595,842 filed April 17, 1950. Applicant appeals from decision 
of Examiner of Trademarks refusing registration. Reversed. Opposition 
proceeding by The Borden Company v. Lauritzen & Company, Inc., appli- 
cation Serial No. 595,842. Opposer appeals decision of Examiner of 
Interferences dismissing opposition. Petition for reconsideration denied. 
Whitney Campbell, E. Marvin Buehler, Charles R. Sprowl, and E. 8. 

Booth of Chicago, Illinois, for Lauritzen & Company, Inc. 
Arthur C. MacMahon and John A. Wortmann, of New York, N. Y., and 
Harris D. Hineline of Mt. Vernon, N. Y., for The Borden Company. 
LeEps, Assistant Commissioner. 

The decision of the Commissioner in this opposition proceeding, dated 
October 20, 1953 (99 USPQ 216, 44 TMR 319), included an instruction 
to the Examiner of Trade Marks to re-examine the application with respect 
to likelihood of confusion between applicant’s mark and a registered mark 
which was introduced in evidence by applicant for the purpose of show- 
ing common usage of the suffix of the marks of applicant and opposer. 
At applicant’s request, the application was remanded to the Examiner 
of Trade Marks for such re-examination, and action on its petition for 
reconsideration in the opposition proceedings was suspended pending final 
action of the examiner. The Examiner of Trade Marks, upon re-examina- 
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tion, entered a final rejection on the ground of likelihood of confusion 
between applicant’s mark ForTILAc and the registered mark FORMULAC. 
Applicant has appealed. 

The remand to the Examiner of Trade Marks included instructions 
only to re-examine the application in the light of the registration of 
FORMULAC, and it did not and was not intended to constitute an ex parte 
rejection by the Commissioner. At the time of the argument on appeal 
in the opposition proceedings it did not appear that the Examiner of 
Trade Marks had considered the registered mark; but it now appears that 
consideration was given it at the time of original examination and it was 
concluded that the differences in the marks and the differences in the 
goods were sufficient to avoid likelihood of confusion. The examiner’s 
position is now changed and confusion is found likely. 

Applicant’s mark ForTILAC is used on “a good product in powder 
form containing milk serums and vegetable extracts and used in commer- 
cial baking.” The mark FoRMULAC is registered for a “special dietary 
infant food derived from milk with mineral and vitamin supplements.” 
It appears from the arguments advanced by applicant that the nature of 
the goods is such that they are not likely to move in the same channels of 
trade to the same class of purchasers, and they would not be purchased 
for the same purpose. Therefore, although the marks are quite similar in 
sound, it is believed that the examiner’s original position was correct. This 
conclusion is supported by the fact that the registrant did not oppose the 
registration of the applicant’s mark. The decision of the examiner on re- 
examination is reversed. 

Turning now to the petition for reconsideration in the opposition 
proceedings, no arguments are advanced which were not considered in the 
original decision on appeal. It is pointed out, however, that the Commis- 
sioner failed to pass upon likelihood of confusion between FrorTILAC and 
one of the opposer’s registered marks BioLac. The omission was inadvertent, 
and it is here held that there is no likelihood of confusion, in my opinion, 
between the two marks. 

The petition for reconsideration is denied except to the extent in- 
dicated. 
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Hugo Mock 
Mock & Blum 
James N. Naylor 
Naylor & Lassagne 
Beverly W. Pattishall 
Woodson, Pattishall & Garver 
John D. Pope, II] 
Koenig & Pope 
Stewart W. Richards 
Beer, Richards, Lane, Haller & 
. Buttenwieser 
Norman St. Landau 
Johnson and Johnson 
Albert R. Teare 
_ Bates, Teare & McBean 
Stewart L. Whitman 
Nims, Martin, Halliday, Whitman 
& Williamson 
Robert B. Whittredge 
Fish, Richardson & Neave 
Percy E. Williamson 
Nims, Martin, Halliday, Whitman 
& Williamson 


John H. Schneider 

Abbott Laboratories 
Mrs. K. Siebert 

Anheuser-Busch, Inc. 
A. H. Stuart 

Hiram Walker & Sons 
H. R. Truesdell 

U. S. Rubber Company 
William G. Werner 

The Procter & Gamble Co 
W. W. Yeager 

Shell Oil Company 


Joseph Sharp 
Wise, Corlett & Canfield 


A. L. Snow 
Standard Oil Company of 
California 


Joseph Stamler 
Lorentz & Stamler 

Earl Thomson 
Thomson and Thomson 


George Webster 
Philco Corporation 


W. W. Yeager 
Shell Oil Company 





